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Tae Unirep States TrADE-Mark Associatiox 


522 Fifth Avenue, New York 18, N. Y. 


An Organization for the 
Protection of Trade-Marks and Trade-Names 


The United States Trade-Mark Association, organized in 1878 and incorporated 


in 1887 as a non-profit organization under .the laws of the State of New York, 
performs the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 
During its sixty-nine years of existence the Association has been accumulating comprehen- 
sive records, files and a general library of information on trade-mark matters. Members 0: 
their counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and-timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where manufacturers are confronted by proposed state, federal or foreign trade 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects 0! 


such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 


and publication of slogans and all similar matters which do not involve or imply the practi 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Boar‘ 
of Directors composed of important trade-mark owners whose efforts are supplemented an 
guided by able committees composed of business men and trade-mark attorneys. This make: 
the Association’s services of exceptional value to members. 
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PART I 


UNFAIR COMPETITION WITHOUT COMPETITION ?* 
THE IMPORTANCE OF THE PROPERTY CONCEPT IN THE LAW OF TRADE-MARKS 


By Rudolf Callmannt} 


I. The Doctrine of the Vogue Case 


It should be elementary even to a “Dr. Watson” that, absent competition, there 
can be no unfair competition, and that the phrase unfair competition without com- 
petition contains a basic contradiction in terms. But courts are constrained to re- 
gard as progress the fact that the simple wisdom of the Borden case :* 


The phrase “unfair competition” presupposes competition of some sort. In the ab- 
sence of competition the doctrine cannot be invoked.* 


has been overcome. Thus it is proudly proclaimed: “there is no fetish in the word 
‘competition.’ The invocation of equity rests more vitally upon the unfairness.”* 
“Recent, well-considered cases upon the law of unfair competition have expanded the 
narrow rule announced in the Borden case to an extent that leads us to conclude that 
the Borden case is out of harmony with the law of unfair competition.”* By way of 
explaining this wrinkle, resort is made frequently to the convenient vagueness of 


* Reprinted from the University of Pennsylvania Law Review, Vol. 95, No. 4, March, 1947. 

+ Member of the Bar of New York, D.LL., 1910, University of Freiburg; LL.B., 1939, and 
fellow of Harvard Law School. Author of “Unfair Competition and Trade-Marks” (3 Vols., 
1945). 

1. Borden Ice Cream Co. v. Borden’s Condensed Milk Co., 201 Fed. 510, 514 (C. C. A. 7th, 
1912), quoted in Beech-Nut Packing Co. v. P. Lorillard Co., 293 U. S. 629 (1927). True though 
the statement of this case is, the court’s decision is open to doubt in certain respects. First, 
there was competition ; second, there was a property right to be protected. 

2. See Bond Stores v. Bond Stores, 104 F. (2d) 124, 125 (C. C. A. 3rd, 1939): “It is not a 
little difficult to understand a complaint of unfair competition where there is no competition” ; 
Federal Trade Commission v. Raladam Co., 42 F. (2d) 430, 436 (C. C. A. 6th, 1930): “The 
thing forbidden by the statute is unfair competition. This cannot exist unless there is competition, 
and there cannot be competition unless there is something to compete with”; Carroll v. Duluth 
Superior Milling Co., 232 Fed. 675 (C. C. A. 8th, 1916) : “If there is no competition, there can be 
no unfair competition”; Mishawaka Rubber & Woolen Mfg. Co. v. Panther-Panco Rubber Co., 
55 F. Supp. 308, 310 (D. C. Mass. 1944) : “Under the law of Massachusetts direct competition is 
necessary to support a charge of unfair competition.” Riggs Optical Co. v. Riggs, 132 Neb. 26, 
30, 270 N. W. 667, 669 (1937): “There is no question that there cannot be unfair competition 
where there is no competition in fact.” 

3. Vogue Co. v. Thompson-Hudson Co., 300 Fed. 509, 512 (C. C. A. 6th, 1924), rehearing 
denied, 12 F. (2d) 991 (1926), cert. denied, 273 U. S. 701 (1926). 

4. Churchill Downs Distilling Co. v. Churchill Downs, 262 Ky., 567, 90 S. W. (2d) 1041, 
1044 (1936); Notes (1936) 10 Temp. L. O. 426, (1936) 3 U. of Pitt. L. Rev. 146, (1937) 25 
Ky. L. J. 280. See Ward Baking Co. v. Potter-Wrightington, 298 Fed. 398 (C. C. A. Ist, 1924); 
Kotabs v. Kotex Co., 50 F. (2d), 810, 813 (C. C. A. 3rd, 1931), cert. denied, 284 U. S. 665 (1931) : 
“Unfair competition may exist not alone in the sale of goods of the same character but in the 
unfair appropriation and use of the trade-name of another with the intention, of course, thereby 
to profit in the sale of goods either of a related character or that suggest the origin of the name 
appropriated. Such an act is not an infringement of a trade-mark, as a trade-name, not a trade- 
mark, is there involved, but it is a trespass of the same nature as that committed by a man who 
applies another man’s name to his own goods. And it is a wrong which equity will enjoin even 
where the goods of the two men do not enter into competition.” 
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“historic development,” but such ratiocination serves only to perpetuate and dignify 
mistakes of the past. 

The law of unfair competition is still in a disordered and incompletely developed 
state. It is not yet on a par with the exclusive fraternity of such respectable legal 
families as contracts, torts, trusts, agencies, etc. The law of unfair competition 
is a relative newcomer ; it relies primarily upon appeals to judicial sensibilities and 
offers vague generalities about fairness and honesty as substitutes for logical analysis 
and legal theory. 

The term “unfair competition” originally was, and in some jurisdictions still 
is, a term of art.° It first referred to a branch of the law which little more than 
supplemented the law of technical trade-marks, namely, trade-names which are pro- 
tected because they have acquired secondary meaning, i.e., popularity; this though 
they do not comply with the requirements of the statutory trade-mark law.° 

This concept of “unfair competition” in the United States is the equivalent of 
“passing off” in England. In England the judicial approach to an action to restrain 
a defendant from “passing off” his goods as the plaintiff’s goods is identical with 
that pursued in an action to restrain the infringement of a technical trade-mark. In 
the United States an action for trade-mark infringement is the legal remedy for the 
protection of technical trade-marks, and unfair competition is the analogous remedy 
for the protection of trade-names. 

Therefore, the principle of unfair trade practice is the principle of “passing off.” 
Affirmatively “it affords relief wherever, by reason of an unjustifiable act, the goods 
of one party to the suit will probably be accepted by the purchasing public as the 
goods of another” ;’ or, excluding any other possibility of unfair competition, it 

“amounts to no more than this: One person has no right to sell goods as the goods 
of another, nor to do other business as the business of another.’”* In some states, 
such as Illinois, it has been stated that the rule of “passing off” is the rule of the law 
of unfair competition itself.° There, the courts “do not treat the ‘palming off” doc- 
trine as merely the designation of a typical class of cases of unfair competition, but 
they announce it as the rule of law itseli—the test by which it is determined whether 
a given state of facts constitutes unfair competition as a matter of law. ... The 
‘palming off’ rule is expressed in a positive, concrete form which will not admit of 
‘broadening’ or ‘widening’ by any proper judicial process. It is rigid and inelas- 
tic.””° In federal courts unfair competition has been called “a convenient name for 
the doctrine that no one should be allowed to sell his goods as those of another.” 


> Cf. Chafee, Unfair Competition (1940) 53 Harv. L. Rev. 1289. 

On the ee ee theory see the famous statement in G. & C. Merriam C. Saal- 
fel 198 Fed. 369, 373 (C. C. A. 6th, 1912). 
7. Wm. A. Rogers v. Majestic Products Corp., 23 F. (2d) 219, 220 (D. Del. 1927). 

8. White Studto, Inc. v. Alexander W. Dresfocs, 221 N. Y. 46, 49, 116 N. E. 796, 797 (1917) ; 
accord, Kellogg Co. v. Natl. Biscuit Co., 305 U. S. 111 (1938) ; Standard Paint Co. v. Trinidad 
Asphalt Mfg. Co., 220 U. S. 446 (1911) ; Elgin Nat'l Watch Co. v. Illinois Watch Case Co., 
179 U. S. 665 (1901); Goodyear’s India Rubber Glove Mfg. Co. v. Goodyear Rubber Co., 
128 U. S. 598 (1888). 

9. Time, Inc. v. Viobin Corp., 128 F. (2d) 860 (C. C. A. 7th, 1941), cert. denied, 317 U. S. 
673 (1942); Lady Esther v. Lady Esther Corset Shoppe, 317 Ill. App., 451, 46 N. E. (2d) 165 
(1943) ; see McCarley v. Welch, 170 S. W. (2d) 330 (Tex. ge Louisville Taxicab & Trans- 
fer Co. v. Yellow Cab Transit Co., 53 F. Supp. 272 (W. D. Ky. 1943). 

10. Stevens-Davis Co. v. Mather & Co., 2 Ill. App. 45, 65, 66 (1923). 

11. White Tower System v. White Castle System of Eating Houses Corp., 90 F. (2d) 67, 
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In recent years the scope of the concept of unfair competition has been extended. 
The extension, however, has not been as broad as Mr. Chief Justice Hughes inti- 
mated in the Schechter case :* to apply to any misappropriation of what equitably be- 
longs to a competitor. On the other hand, courts have recognized that the right 
to equitable relief is not confined to cases in which one man is selling his goods 
as those of another.’* It may be that the tendency is in the direction of developing 
the technical common law concept of unfair competition (“passing off”) to the com- 
mon sense concept: including every underhand trick, all unfairness in competition. 

Cases following the principle of the Borden case use the term in this ordinary 
common sense meaning ; while cases like the Vogue case employ it in its original nar- 
row and technical meaning, as infringement of a trade-name as distinguished from 
a technical trade-mark. 

Within the meaning of the latter group, the glib phrase “there may be unfair 
competition without competition” must be transposed to read “there may be passing 
off without competition.” But even this statement is inaccurate, for in the Vogue 
and similar cases there is actually no “passing off.” Thus the many cases involving 
non-competing goods prompt a more extensive discussion. 

The Rolls-Royce,* Vogue, Dunhill and Tiffany” cases are usually treated to- 
gether, although their facts present two different situations. Non-competing goods 
may be those which, though not in actual competition, are so related to each other 
that it might reasonably be assumed that they originate with one manufacturer. 
Non-competing goods may be also those which, being entirely unrelated, could not 
reasonably be assumed to have a common source. In the former category, confusion 
of business could arise out of the use of similar marks ;* in the latter species such 
confusion could not result. 

In the Rolls-Royce case, the plaintiff was the well known automobile company, 
the defendant, a manufacturer of radio tubes; in the Vogue case, the plaintiff was 
the publisher of the famous fashion magazine, the defendant, a department store 
selling hats in its millinery department; in the Dunhill case, the plaintiff manufac- 
tured and sold pipes, the defendant, shirts; the famous jeweler, Tiffany, sued to 
enjoin the continued use of its name in connection with a motion picture house. In 
the first three cases the courts held that the respective defendants, in adopting the 
names of the plaintiffs, were attempting to trade upon and capitalize upon the reputa- 
tion and good-will established by the plaintiffs. The courts found that the public 


69 (C. C. A. 6th, 1937); Vogue Co. v. Thompson-Hudson Co., 300 Fed. 509, 512 (C. C. A. 
6th, 1924), rehearing denied, 12 F. (2d) 991 (1926), cert. denied, "273 U. S. 706 (1926). 

12. 4. L. A. Schechter Poultry Corp. v. United States, 295 U. S. 495 (1935). 

13. tain News Service v. The Associated Press, 248 U. > 215 (1918), aff’g, 245 
Fed. 244 (C. C. A. 2d, 1917), which modifies, 240 Fed. 983 (S. D. N. Y. 1917). For a detailed 
consideration of this case see 1 Callmann, “Unfair Competition and Trade-Marks” (1945) c. 15. 

14. Wall v. Rolls-Royce of America, ‘4F. (2d) 333 (C. C. A. 3rd, 1925). 

15. Vogue Co. v. Thompson-Hudson Co., 300 Fed. 509 (C. C. A. 6th, 1924), rehearing denied, 
12 F. (2d) M01 (1926), cert. denied, 273 U. S. 706 (1926). 

16. a Dunhill of London v. Dunhill Shirt Shop, 3 F. Supp. 487 (S. D. N. Y. 1929). 

17. Tiffany & Co. v. Tiffany Productions, 147 Misc. 679, 264 N. Y. Supp. 459, 260 N. Y. Supp. 
821 (Sup. Ct. 1932), aff'd, 262 N. Y. 482, 188 N. E. 30 (1933). 

18. Therefore the trade-mark owner in these cases of possible or even potential competition 
is protected against infringement under the Trade-Mark Act of February 20, 1905, § 5, 33 Stat. 
724 (1905), 15 U. S. C. § 84 (1940). 
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would be induced to believe that the defendant’s radio tubes were manufactured by 
the plaintiff ; that the public would be deceived into believing that the plaintiff’s maga- 
zine vouched for, sponsored, or approved the hats offered by the defendant ; and that 
the public would be induced to believe that there was a connection between the two 
Dunhills. In the Tiffany case, there was some testimony to the effect that the use 
in defendant’s motion pictures of the word “Tiffany” “caused confusion in [the 
public’s] . . . . minds and led them to believe that plaintiff was connected with the 
production of defendant’s pictures.’”* The court in that case decided against the defend- 
ant on the theory that the real injury was the gradual whittling away or dispersion of 
the identity and hold upon the public mind of plaintiff’s name. In this case, however, 
the court, after quoting with approval from Schechter’s article,” did not accept this 
theory unequivocally, but adverted to the issue of confusion. 

It is, of course, conceivable that the public, laboring under a misconception as to 
the tendency of modern industry to expand, might be led to believe that an auto 
manufacturer turns to the manufacture of radio tubes, inasmuch as both products 
involve the use of electricity. Similarly, it is not inconceivable that the public might 
assume that a fashion magazine is associated with a millinery business, that a rela- 
tionship exists between “Standard Oil” and a “Standard Oil Burner Service,” 
that a radio program is connected with a magazine,” or that an institute dedicated 
to advancing the arts and sciences of motion pictures, by conferring awards of merit, 
is connected with or has established its own dramatic school.” It is somewhat more 
difficult to believe that cameras and bicycles,™ automobiles and baby carriage,” or 
fountain pens and razor blades” are manufactured by the same company, or that 
there is any connection between a magazine for men and a restaurant,” a magazine 
and phonograph records,” jewelry and perfumes,” cosmetics and ladies’ shoes.” 
But it surpasses belief that anyone would assume that there is the slightest connec- 
tion between pipes and shirts, between jewelry and motion pictures, between a news- 
paper like The Times and bicyles,” or the magazine Time and a cereal wheat prod- 


19. Cited note 17, supra at 681, 461. 
20. Schechter, “The Rational Basis of Trade-mark Protection” (1927), 40 Harv. L. Rev. 


21. Socony-Vacuum Oil Co. v. Lafariere, 48 N. Y. S. (2d) 421 (Sup. Ct. 1944). 
22. Golenpaul v. Rosett, 174 Misc. 114, 18 N. Y. S. (2d) 889 (Sup. Ct. 1940), as to 
“Information Please.” 

23. Academy of Motion Picture Arts & Sciences v. Benson, 15 Cal. (2d) 685, 104 P. (2d) 650 
(1940). 
24. Eastman Photographic Materials Co. v. John Griffith Corp., 15 R. P. C. 105 (Ch. D. 
8 


898). 

25. Kroll Bros. Co. v. Rolls-Royce, 126 F. (2d) 495 (C. C. P. A. 1942) (“Kroll’s-Royce” 
enjoined under the “name” provision of § 5 of the Trade-Mark Act). 

26. L. E. Waterman Co. v. Benjamin Gordon, 72 F. (2d) 272 (C. C. A. 2d, 1934); Notes 
(1934) 3 Geo. Wash. L. Rev. 135, (1935) 41 W. Va. L. Rev. 169. As to radio sets and razor 
blades, see Philadelphia Storage Battery Co. v. Mindlin, 163 Misc. 52, 296 N. Y. Supp. 176 (Sup. 
Ct. 1937). 

27. Esquire v. Esquire Bar, 37 F. Supp. 875 (S. D. Fla. 1941). 

28. Time v. Barshay, 27 F. Supp. 870 (S. D. N. Y. 1939). 

29. Cartier v. Parfums Blanchard, 32 N. Y. S. (2d) 15 (1941). 

30. Lady Esther v. Flanzbaum, 44 F. Supp. 666 (D. R. I. 1942). 

31. Walter v. Ashton, L. R. (1902) 2 Ch. 282. 


812 
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uct. How confusion, in any sense, could arise in such cases, is utterly incompre- 
hensible. 

It appears that the courts are influenced, consciously or otherwise, by the fact 
that the defendant is attempting to appropriate values which are properly the plain- 
tiff’s ; that this invasion of the plaintiff’s rights may prove disastrous and that the 
plaintiff is deserving of relief. On the other hand, the autocracy of the doctrine of 
“passing off,” which still stunts the natural development of a law of unfair com- 
petition, is not disturbed. Thus we find opinions, which pay lip service to orthodoxy, 
but covertly adopt the result that would obtain if the “heresy” were accepted. The 
holdings, dictated by the interests involved, are sound but the reasoning analytically 
fails to explain why the relief sought is granted. 

Relief was not granted because injury stemmed out of confusion, as in the ordi- 
nary “passing off” case, but as one court properly stated :* “The real injury was the 
gradual whittling away of the identity and hold upon the public mind of plaintiff’s 
name.” The dilution of a trade-mark’s distinctiveness is the gravamen of these com- 
plaints, and such an injury is materially different from that arising out of mere 
confusion. Dilution presages a process of attrition that slowly but surely destroys 
the uniqueness or singularity of a trade-mark. Imitation may be the sincerest form 
of flattery, but with respect to a trade-mark, constant imitations in any field of com- 
merce, will, of necessity, debilitate the advertising power of the original mark. Should 
the trade-mark owner sanction or allow the continued use of marks similar to his, he 
assumes the risk that the resulting dilution will render the mark generic or avail- 
able to common use. That, of course, writes finis to the distinctiveness of a mark. 
The fate of a trade-mark, therefore, may be dependent upon the alertness of the 
trade-mark owner in guarding its uniqueness and the alacrity with which he inter- 
venes against imitations. 

Met with these hybrids, courts have frequently denied the plaintiff relief on the 
rationale that either there was no confusion” or no competition.” If relief is granted, 
the courts normally strained to spell out some evidence of confusion, ignoring the 
fact that the real wrong arises out of the dilution. As a result, a practice is character- 
ized as an act of unfair competition, notwithstanding the absence of competition. 

The confusion touchstone is not helpful in these cases, and we must, therefore, 
seek out an underlying theoretical justification for the granting of relief. 


32. Time v. Viobin Corp., 40 F. Supp. 249 (E. D. Ill. 1941), aff'd, 128 F. (2d) 860 (C. C. A. 
7th, 1942), cert. denied, 317 U. S. 673 (1942). 
1939) Tiffany & Co. v. Tiffany Productions, 147 Misc. 679, 264 N. Y. Supp. 459 (Sup. Ct. 

34. Dress Circle v. Franklin Simon & Co., 174 Misc. 176, 20 N. Y. S. (2d) 225 (Sup. Ct. 
1940). In Hecht Co. v. Rosenberg, 165 Md., 116, 119, 166 Atl. 440, 441 (1933), “The Hub” in Balti- 
more, the big department store of the Hecht Co., inspired a small businessman in the neighbor- 
hood to call his store The Hub. The plaintiff's bill for injunction was dismissed: “When we come 
to consider the probabilities, we seem to be confronted at once by the outstanding fact that in the 
comparative sizes of the two stores, their comparative importance, characters, and locations, 
there is such differentation as to render confusion hardly conceivable.” See also Yale & Towne 
Mfg. Co. v. Rose, 120 Conn. 373, 81 Atl. 8 (1935). 

35. Mulhens & Kropff v. Onnen, 37 F. (2d) 435 (C. C. P. A. 1930) ; Van Dover v. R. K. O. 
Radio Pictures, 31 T.-M. Rep. 251 (N. D. Ill. 1941) (where the court assumed secondary mean- 
ing of plaintiff's name “for the purpose of this case”). 
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II. The Relationship Rationale and the Exclusive Right 


We must, perforce, begin this discussion with an established premise: we must 
recognize the difference in approach to and the theory of relief for the case in which 
the parties are in a competitive or similar relationship and the case in which no such 
relationship exists. . 

In his “Spirit of the Common Law” Dean Pound said that of the two character- 
istics of the American legal tradition one was the “tendency to affix duties and liabili- 
ties independently of the will of those bound, to look to relations rather than to legal 
transactions as the basis of legal consequences.”** And the law has recognized 
numerous relationships: principal and agent, husband and wife, master and servant, 
parent and child, landlord and tenant, debtor and creditor, vendor and purchaser, 
The relationship between competitors rightfully deserves recognition also; but, as 
yet, it has been ignored. To appreciate that relationship, however, an analysis of its 
mechanism is required. 

Dean Pound states” that whenever the existence of a relationship places the 
parties in different categories, e.g., in the class of landlord or in the class of tenant, 
their respective rights and duties follow as a legal consequence. He reveals two 
peculiarities of this circumstance: first, a mode of thought which, when dealing 
with legal situations and problems, has tempered individualism in the law, and, 
secondly, the insignificance of the contractual element. Agreement can be found 
with the first; but it cannot be agreed that there is a contrast between the relation- 
ship and the contractual element and that the latter should be overshadowed by the 
former. It is suggested that an antithesis other than that of “relationship-contract” 
be substituted. 

There is, in principle, no contrast between a relationship and a contract. To be 
sure, it is the contract from which the relationship is derived and receives its par- 
ticular significance. Where this is the case, some rule of law must exist with which 
specifically expressed terms of contract may be correlated. There must also be a rule 
of law that will adequately define the liabilities of the parties to the particular rela- 
tionship. 

Of course, all relationships are not always traceable to contract alone. For ex- 
ample, a relationship may be based upon the will to create a status (marriage). The 
relationship may be determine by a regulation without an agreement between the 
parties ; thus labor relations are regulated by collective bargaining and an employer 
is compelled to employ a worker. Even apart from torts, relationships may be 
created without the agreement of the parties by the will of a third person (trust). 
Finally the relationship may be created exclusively by a unilateral determination to 
assume a status. This may be exemplified by the entry of an individual into the 
field of competition with the knowledge and recognition of the fact that his future 
business conduct will be governed by particular rules of behavior. The position 
that the free will of those who are bound has been disregarded would seem erro- 
neous. Unless the contract is a typical one as in the case of common leases, insut- 


36. Pound, “The Spirit of the Common Law” (1921), 14. 
37. Ibid. at 20. 
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ance policies and collective bargaining agreements, the will of the parties, as ex- 
pressed in the contract, dominates the relationship. 

There are extraordinary agreements where the will of those interested is not 
a necessary element. In the trustee-beneficiary relationship the will of the settlor 
is alone important. The competitive relationship is created with agreement. The 
only essential to the creation of the relationship is the will to engage in business and 
competition. The relationship alone determines the duties of competitors.** 

Anything which may exist or function other than in a relationship is anti- 
thetically opposed to it. The absolute right, the exclusive right, the individual’s 
right of protection against the whole world® all exist irrespective of a relationship, 
but may constitute the basis of a relationship. In this case the exclusive right is sub- 
ordinate to the relationship. When a contract is the fundamental of a relationship 
the terms of the contract are co-ordinate with the rule of the relationship. In a 
relationship the exclusive right is, so to speak, only incidental to it ; it is embedded in 
the relationship. In case of conflict between relationship and exclusive right the 
latter must yield. For example, there may be what would otherwise amount to a 
trespass upon property within a relationship like that of trustee-beneficiary or a 
marriage. The relationship is preponderant, however, and lends its weight to 
counteract the “trespass.” : 

Where there is no exclusive right and no expression of the will of the individuals, 
the rights and duties of the parties to a relationship follow as a legal consequence of 
the relationship. Where there is no relationship but an exclusive right, the rights 
and duties are determined by the exclusive right itself, according to the scope of 
protection afforded it by the law. If these principles are followed in the application 
of the law of unfair competition, then the rights and duties of the competitors will 
be determined, as they should be, by such rules as may be formulated in accordance 
with the competitive relationship alone. The existence of any exclusive right 
would then be considered only in so far as it would be consistent with the relation- 
ship. Only from the nature of the relationship can principles be derived which will 
furnish the basis for a cause of action for unfair competition.” 

Beyond cavil, the theory of the exclusive right is all-important where there is 
no relationship between the parties, as, for example, in the Vogue, Dunhill and 
Tiffany cases. Failure to recognize and accept this fundamental distinction be- 


38. To what extent, inthe course of these relations, agreements Le:ween competitors may 
be made is more a problem of the anti-trust laws than of the law of unfair competition. 

39. The absolute or exclusive right is absolute only in the sense that it is protected against 
everybody irrespective of any existing relationship. It is not static but dynamic and the same 
is true of the law of torts itself (see Prosser, “Handbook of the Law of Torts” (1941), 5). The 
absolute or exclusive right is only the expression of a technical concept helpful in the enforce- 
ment of law to protect special public and social interests. Jbid. at 21. 

40. In his treatise, Callmann, “Unfair Competition and Trade-Marks” (1945), the author 
tried to show that business competition is a group relationship of mutual right and liabilities, 
dominated by certain “maxims of equity” which may be derived from the particular nature of this 
relationship ; that the right protected by the law of unfair competition is the right of the com- 
petitor to demand that all competitors act in harmony with the rules of competition; and that a 
competitor is vested with the right to sue since, under this theory, all businessmen owe to their 
competitors the affirmative duty of avoiding or abandoning any practice which results in unfair 
competition in the broadest sense of the term. See treatise, Vol. Secs. 6-8. 
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tween the relationship rationale and the exclusive right fathered the incongruous 
doctrine that trade-names can only be protected against use or imitation on the 
theory of unfair competition. From that is derived the untenable conclusion that a 
complaint must be dismissed if there is no competition. 

In very few cases have the courts made a proper distinction between competitive 
and non-competitive circumstances. In a re-sale price maintenance case,“ in which 
a retail gasoline dealer sued an automobile club for selling gasoline to its members 
below the price fixed by the trade-mark owner, the court rested its decision on the 
property right which the dealer shares in the good-will of the trade-name. In a 
name case,“ the plaintiff sold his business to one who later used the plaintiff’s name, 
although the right to use the plaintiff’s family name was not actually conveyed. Some 
seven years later the plaintiff re-entered the same business and sued to enjoin the 
original vendee’s successor from using his name. The defendant pleaded estoppel, 
contending that the plaintiff knew from the outset that his name was being used. 
The plaintiff maintained that he could not be charged with laches until after his 
re-entry into the business ; and he advanced the theory that there could be no unfair 
competition until there was actual competition. “However,” said the court, “this 
question is not, and should not be, decisive of the question of estoppel. We con- 
ceive it to be proper in a certain case for one not in competition to properly object 
to the use of his name by another.’** Where the relationship is competitive, estoppel 
may be based on the contention that the plaintiff consented to the form of competition 
he complains of; but where there is no such relationship, the defense of estoppel 
may be justified where the claim to an exclusive right in the use of his name has been 
waived. Where an inventor sued a manufacturer for the unlawful use of his name, 
the court rightly found that there was nothing to mislead the public into the belief 
that the defendant’s articles were invented by the plaintiff, but that, instead, the 
case was simply one of libel or defamation of business reputation.“ A similar situa- 
tion was presented by a case** in which the makers of “Aunt Jemima” pancake flour, 
in planning a radio advertising program, sought the services of the plaintiff, a white 
woman, who enjoyed an excellent professional reputation as “Aunt Jemima.” Nego- 
tiations were abandoned, however, and a colored actress was employed to do the 
singing.** In cases of this type the cause of action is generally both an injury to 
the property of the business good-will and an injury to the personality. An advertis- 
ing specialist manufactured and used envelopes bearing the word “Telegram” 
printed thereon to attract attention ; these envelopes were similar to those used by a 
telegraph company, but defendant used them in an advertising campaign and not 


( 0) Le Page v. Automobile Club of New York, 258 App. Div. 981, 17 N. Y. S. (2d) 568 
1940). 

42. Burns v. Navorska, 42 Ohio App. 313, 182 N. E. 282 (1932); but cf. Rector v. Rector’s 
Tavern, 163 Misc. 213, 299 N. Y. Supp. 26, 27 (Sup. Ct. 1937) (protection granted on the basis 
of unfair competition though plaintiff was “not at present actually engaged” in business). 

43. Burns v. Navorska, 42 Ohio App. 313, 317, 182 N. E. 282, 283 (1932). 

44. Edison v. Thomas A. Edison, Jr., Chemical Co., 128 Fed. 957 (C. C. D. Del. 1904). 

45. Gardella v. Log Cabin Products Co., 89 F. (2d) 891 (C. C. A. 2d, 1937). ; 

46. See also Feldman v. Amos and Andy, 68 F. (2d) 746 (C. C. P. A. 1934) (partnership 
name) ; Asbestone Co. v. Philip Carey Mfg. Co., 41 App. D. C. 507 (1914) (corporation name) ; 
Tinker v. M. F. Patterson Dental Supply Co., 53 App. D. C. 37, 287 Fed. 1014 (1923) (individual 
name). 
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for telegrams. The court recognized the company’s property right to its envelope.*’ 
The complaint of the owner of an apartment house who sued a hotel owner for his 
use of a fanciful name adopted by plaintiff for his building, was dismissed because 
there was no competition; no exclusive right was recognized.** Two competitive 
cases*® recognized that a merchant has a sufficient economic interest in his trade- 
name to restrain another from exploiting it in the sale of his merchandise, even 
though the two are not engaged in the manufacture or distribution of the identical 
or similar products. The court adopted the theory that where the suit is not designed 
to enjoin unfair competition, as in the threatened unlawful use of a corporate name, 
“it is in the nature of a bill quia timet.”” 

The protection that can be granted to a trade-mark on the basis of a property 
right is most extensive. It is not determined by the wording of a statute nor does it 
depend upon a particular relationship. Relief can be awarded against any injury 
which would prevent the trade-mark owner from fully utilizing his trade-mark. 
Every lawful function of a trade-mark creates a corresponding sphere of interest, 
the legal protection of which is determined by the likelihood of damage to the owner 
of the trade-mark.” Finally, this form of protection is available either alternatively 
or cumulatively. The plaintiff thus has an election between several causes of action. 
In fact, the law should favor a plaintiff who sues a competitor for trespass upon 
his property rather than for unfair competition so as to spare the defendant from 
the charge of immoral conduct implied by the latter phrase. 

It is a commonplace for which no authorities need be cited that the law of trade- 
marks is but a part or secluded corner of the more inclusive law of unfair competition. 
Though it is true that the well-spring of the law of trade-marks is the competitive 
relationship, it should be remembered that there may well be non-competitive viola- 
tions of a trade-mark, and that in such cases, logic should dictate an exception to the 
rule. 

A trade-mark is part of the commercial equipment of a business and it is a 
singularly effective weapon in the competitive struggle. However, it is only that 
segment of the law of trade-marks which refers to the discord between competitors 
that is part of the law of unfair competition. If the defendant uses the trade-mark 
of a non-competitor, some competitive repercussions may arise. The relationship 
between the plaintiff and the defendant, however, would not be a competitive one if 
the defendant, in an unrelated business, appropriated and used the plaintiff’s mark 
to gain an advantage over his own competitors and the plaintiff was injured thereby 


47. Postal Telegraph-Cable Co. v. Livermore & Knight Co., 188 Fed. 696 (C. C. D. R. I. 
1911). The court dismissed plaintiff's complaint, however, because it failed to show that it had 
suffered or was likely to suffer any actual injury. 

48. Astor v. West Eighty-Second St. Realty Co., 167 App. Div. 273, 152 N. Y. Supp. 631 
(Ist Dep’t 1915) (the name, “The Apthorp”). 

49. Western Auto Supply Co. v. Knox, 93 F. (2d) 850 (C. C. A. 10th, 1937) ; Standard Oil 
Co. of New Mexico v. Standard Oil Co. of California, 56 F. (2d) 973 (C. C. A. 10th, 1932). 

50. Standard Oil Co. of New Mexico v. Standard Oil Co. of California, 56 F. (2d) 973, 975 
(C. C. A. 10th, 1932). 

51. John Wood Mfg. Co. v. Servel, 77 F. (2d) 946 (C. C. P. A. 1935). In Varsity Sports- 
wear v. Princess Fabrics Co., 174 Misc. 298. 19 N. Y. S. (2d) 723, 729 (Sup. Ct. 1940), the 
trade-mark owner was held entitled to an injunction against the use of his mark “if he thought 
such use injurious to him.” 
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in his own competitive effort. For example, a business building is part of the 
owner’s and the tenant’s business equipment, but the relationship between landlord 
and tenant does not become competitive by virtue of that fact; nor does a trespasser 
become a competitor because of his trespass. The injury is to the property and re- 
lief cannot be granted to the plaintiff unless an exclusive right, such as property, is 
recognized. One eminent writer recently said: “All there is to trade-mark in- 
fringement and passing off is the misrepresenation by a trader that his goods come 
from another, the right being defined and limited by the wrong. It has always 
seemed to me that this theory is much more logically defensible than the property 
right idea. There cannot be a property right in a mere word or symbol in the ab- 
stract. This conception will not stand the most cursory analysis.” But this criti- 
cism is not justified. True it is that trade-mark infringement and “passing off” are 
often the same, but this is so only if the plaintiff and defendant are competitors. 
Trade-mark infringement does not always involve “passing off,” as we have seen in 
cases of non-competing goods. And so we come back to the question whether a 
trade-mark is an exclusive or property right, which question has woven itself into 
the entire body of the law of trade-marks. 


Ill. The Exclusive Right in a Trade-Mark 


The theory that there may be a property right in a trade-mark and that such 
property may be the basis for equitable relief was first propounded in Millington v. 
Fox in 1838. In that case Lord Cottenham restrained the infringement of a trade- 
mark even though the infringement was attributed to ignorance and was committed 
without fraudulent intent. Equity courts have since been more favorably inclined 
towards the concept of a property right in trade-marks but the precise nature of the 
right is still a matter of great dispute and has yet to be determined. The principle 
obtained from Millington v. Fox was clearly announced in three cases decided by 
Lord Westbury, L. C., in 1863: “At law the proper remedy is by an action on the 
case for deceit: and proof of fraud on the part of the defendant is of the essence 
of the action: but this Court will act on the principle of protecting property alone, 
and it is not necessary for the injunction to prove fraud in the defendant, or that the 
credit of the plaintiff is injured by the sale of an inferior article. The injury done to 
the plaintiff in his trade by loss of custom is sufficient to support his title to relief.”™ 

“The true principle therefor would seem to be, that the jurisdiction of the Court 
in the protection given to trade-marks rests upon property, and that the Court inter- 
feres by injunction, because that is the only mode _— which property of this descrip- 
tion can be effectually protected. 

“The same things are necessary to constitute a title to relief in equity in the case 
of the infringement of the right to a trade-mark as in the case of the violation of any 
other right of property.” 


e& Rogers, “New Directions in the Law of Unfair Competition” (1940) 74 N. Y. L. Rev. 
317, 320. 

53. 3 Myl. & C. 338. 

54. Edelsten v. Edelsten, 1 De G. J. & S. 185, 199, 10 L. T. R. (N. S.) 780 (1863). See also 
Hall v. Barrows, 4 De G. J. & S. 150, 32 L. J. Ch. 548 (1863). 

55. Leather Cloth Co. vy. American Leather Cloth Co., 4 De G. J. & S. 137, 142 (1863). 
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This theory was reaffirmed in 1882 by Lord Blackburn,” who said that it was 
settled in a series of cases, of which Hall v. Barrows™ was considered predominant, 
“that both trade-marks and trade-names are in a certain sense property.” 

In fact, this principle was far from well established. In 1857 it was held “now 
settled law that there is no property whatever in a trade-mark.’’** In 1896, Lord 
Herschell, in Reddaway v. Banham,” doubted the accuracy of a statement that there 
is a property in the common law trade-mark, though there was no doubt that some 
of the rights incident to property might attach thereto, especially if it was capable of 
no conceivable legitimate use except by the proprietor.” 

In this country, where the law is still in an amorphous state,” an excellent state- 
ment was formulated in a California case in 1865. The court held® that “the right 
of property [in trade-marks] does not in any manner depend for its inceptive exist- 
ence or support upon statutory law, though its enjoyment may be better secured 
and guarded, and infringement upon the right of the proprietor may be more ef- 
fectually prevented or redressed by the aid of the statute than at common law. Its 
exercise may be limited or controlled by statute, as in case of other property, but, 
like the title to the good-will of a trade, which it in some respects resembles, the 
right of property in a trade-mark accrues without the aid of the statute . . . .; the 
proprietor may assert and maintain his property right wherever the common law 
affords remedies for wrongs.” The famous Trade-Mark Cases® contain the state- 
ment that the right to adopt and use a trade-mark “is a property right for the viola- 
tion of which damages may be recovered in an action at law, and the continued vio- 
lation of it will be enjoined by a court of equity, with compensation for past infringe- 
ment. This exclusive right was not created by the act of Congress, and does not now 
depend upon it for its enforcement. The whole system of trade-mark property and 
the civil remedies for its protection existed long anterior to that act, and have re- 
mained in full force since its passage.” 

But the cases that followed evidence a regrettable shift of and shading in the 
judicial approach to the subject. Five decisions, written by Mr. Justice Holmes and 
decided between 1890 and 1926, are of particular interest. In Chadwick v. Covell™ 
he said: “When the common law developed the doctrine of trade-marks and trade- 
names, it was not creating a property in advertisements more absolute than it 
would have allowed the author of ‘Paradise Lost’; but the meaning was to prevent 
one man from palming off his goods as another’s, from getting another’s business or 
injuring his reputation by unfair means, and, perhaps, from defrauding the public.” 


56. Singer Mfg. Co. v. Loog, 8 App. Cas. ea to (1882). 
57. De G. J. & S. 150, 32 L. J. Ch. 548 (186. 
93 re — Co. v. Brown, 3 K. & J. 423, 426 1887). See also Perry v. Truefitt, 6 Beav. 66, 
= [1896] A. C. 199, 209. 
See also A. G. Spalding & Bros. v. A. W. Gamage, 30 R. P. C. 388 (1913), 31 R. P. C. 

125 tigit), 32 R. P. C. 273 (1915) ; Jamieson & Co. v. Jamieson, 15 R. P. C. 169, 191 (1898). 

61. But Stokes v. Landgraff, 17 Barb. (N. Y.) 608 (1853) and Glen & Hall Mfg. Co. v. 
Hall, 61 N. Y. 226 (1874), rev’g, 6 Lans. 158, held it “well settled” that a trade-mark is a prop- 
erty. 

62. Derringer v. Plate, 29 Cal. 292, 295 (1865). 

63. 100 U. S. 82, 92 (1879). 

64. 151 Mass. 190, 193, 23 N. E. 1068, 1069 (1890). 
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Du Pont Powder Co. v. Masland® contains the famous statement that “the word 
property as applied to trade-marks and trade secrets is an unanalyzed expression of 
certain secondary consequences of the primary fact that the law makes some rudi- 
mentary requirements of good faith.” But in Bourjois & Co. v. Katzel,® he wrote: 
“The monopoly in that case [of a patent] is more extensive, but we see no sufficient 
reason for holding that the monopoly of trade-mark, so far as it goes, is less com- 
plete. It deals with a delicate matter that may be of great value but that easily is 
destroyed, and therefore should be protected with corresponding care.” In Pres- 
tonettes v. Coty,” he returned to the view expressed in the Du Pont case and, 
finally, in Beech-Nut Packing Co. v. P. Lorillard Co.,* he came even closer to a 
recognition of the property concept than he did in the Bourjois case: “A trade-mark 
is not only the symbol of an existing good-will, although it commonly is thought of 
only as that. Primarily it is a distinguishable token devised or picked out with the 
intent to appropriate it to a particular class of goods and with the hope that it will 
come to symbolize good-will. Apart from nice and exceptional cases, and within the 
limits of our jurisdiction, a trade-mark and a business may start together, and ina 
qualified sense the mark is property, protected and alienable, although as with other 
property its outline is shown only by the law of torts, of which the right is a prophetic 
summary.” This rationale closely parallels the earlier view expressed by the United 
States Supreme Court in the Hanover Star Milling Case® in which the property con- 
cept was qualified and in which it was said that property existed only in connection 
with an operating business. 

But it is still problematic whether the courts will recognize a property right in a 
trade-mark. This remains so notwithstanding the fact that statutes refer to the 
“owner” of a trade-mark ;” courts use the term “owner’™ and “proprietor”? of a 
trade-mark ; trade-marks have been called monopolies,” property rights™ or “vested 


65. 244 U. S. 100, 102 (1917), rev’g, 224 Fed. 689 (C. C. A. 3rd, 1915). 

66. 260 U. S. 689, 692 (1923). 

67. 264 U. S. 359, 368 (1924). 

68. 273 U. S. 629, 632 (1927). 

69. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 414 (1916). 

70. E. g., Trade-Mark Act of 1905, 33 Stat. 724, 15 U. S. C. § 1 (1940). 

71. Sherwood Co. v. Sherwood Distilling Co., 177 Md. 455, 462, 9 A. (2d) 842, 845 (1939); 
Lalanne v. F. R. Arnold & Co., 39 F. (2d) 269, 271 (C. C. P. A. 1930). In Socony-Vacuum 
Oil Co. v. Oil City Refiners, 136 F. (2d) 470, 474 (C. C. A. 6th, 1943) it was said: “The 
possessor of a trade-mark has no more right than other property owners to use it for the 
purpose of passing off... .” 

72. Walgreen Drug Stores v. Obear-Nester Glass Co., 113 F. (2d) 956, 961 (C. C. A. 8th, 
1940) ; Sherwood Co. v. Sherwood Distilling Co., 177 Md. 455, 462, 9 A. (2d) 842, 845 (1939). 

73. A. Bourjois & Co. v. Katzel, 260 U. S. 689, 692 (1923), General Baking Co. v. Gold- 
blatt Bros., 90 F. (2d) 241, 242 (C. C. A. 7th, 1937) ; Pennsylvania Petroleum Co. v. Penn- 
zoil Co., 880 F. (2d) 67, 70 (C. C. P. A. 1935). 

74. American Steel Foundries v. Robertson, 269 U. S. 372, 381 (1926) (quoting from Re- 
port of the House Committee on Patents) ; Enoch Morgan’s Sons Co. v. Wendover, 43 Fed. 420 
(C. C. D. N. J. 1890). Louisville Taxicab & Transfer Co. v. Yellow Cab Transit Co., 53 F. 
Supp. 272 (W. D. Ky. 1943); Bayer Co. v. Shoyer, 27 F. Supp. 633 (E. D. Pa. 1939) ; Coca- 
Cola Co. v. Los Angeles Brewing Co., 1 F. R. D. 67 (S. D. Cal. 1939); Laughman’s Appeal, 
128 Pa. 1, 18 Atl. 415 (1889). As to a name and trade-name: Hamilton-Brown Shoe Co. Vv. 
Wolf Brothers & Co., 240 U. S. 251 (1916); Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169 
(1806) ; McLean v. Fleming, 96 U. S. 245 (1877) ; Little Tavern Shops v. Davis, 116 F. (2d) 
903, 905 (C. C. A. 4th, 1941); Bond Stores, Inc. v. Bond Stores, Inc., 104 F. (2d) 124 (C. C. 
A. 3d, 1939) ; Gannett v. Ruppert, 119 Fed. 221 (C. C. S. D. N. ¥. 1902); Daughters of Isa- 
bella No. 1 v. National Order of the Daughters of Isabella, 83 Conn. 679, 78 Atl. 333 (1910); 
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rights of property” ;* courts frequently adopt such phrases as “trespass upon prop- 


erty,” “title” to a trade-mark” “and chain of title,”"* and have recognized that 
“theoretically and perhaps practically as well this hard-earned right is as important 
as money in the bank. It should not be taken, or even nibbled away, by another, any 
more than any of the dollars should be taken from its bank, against its protest and 
without right in law or equity to do so.” 

Influenced by the function of a trade-mark as a symbol of business, most courts 
follow the so-called Holmes-Hand doctrine of the “qualified nature” of property 
in a trade-mark, 1.e., that a trade-mark is only a symbol of the good-will of the 
business of the trade-mark owner; that “a trade-mark is not property in the 
ordinary sense but only a word or symbol indicating the origin of a commercial 
product. The owner of the mark acquires the right to prevent the goods to which 
the mark is applied from being confused with those of others and to prevent his own 
trade from being diverted to competitors through their use of misleading marks. 
There are no rights in a trade-mark beyond these.” Or, as it has been expressed 
in many cases, a trade-mark is inseparable from the good-will of the business of its 
possessor, and it exists only as an incident to the business in which it was lawfully 
acquired and with which it remains identified. A trade-mark can have no exist- 
ence in gross, unconnected with some business in which it is used.*? “There is no 
such thing as property in a trade-mark except as a right appurtenant to an estab- 
lished business or trade in connection with which the mark is employed.” 


People v. Rose, 225 Ill. 496, 80 N. E. 293 (1907); Goddard v. The American Peroxide & 
Chemical Co., 67 Misc. 279, 281, 122 N. Y. Supp. 360 (Sup. Ct. 1910); Seattle Street Ry. & 
Municipal Employees Relief Ass'n vy. Amalgamated Ass’n of Street, Electric Railway & Motor 
Coach Employees of America, 3 Wash. (2d) 520, 101 P. (2d) ))8 (1940). As to trade-names 
with secondary meaning: Beneficial Industrial Loan Corp v. Kline, 132 F. (2d) 520 (C. C. A. 
6th, 1943) ; Bond Stores, Inc. v. Bond Stores, Inc., 104 F. (2d) 124, 125 (C. C. A. 3rd, 1939) ; 
Western Auto Supply Co. v. Knox, 93 F. (2d) 850, 852 (C. C. A. 10th, 1937). 

75. Bass, Ratcliff & Gretton v. Christian Feigenspan, 96 Fed. 206 (C. C. D. N. J. 1899). 

76. Layton Pure Food Co. v. Church & Dwight Co., 182 Fed. 35, 41 (C. C. A. 8th, 1910). 

77. Gold Dust Corp. v. Hoffenberg, 87 F. (2d) 451, 452 (C. C. A. 2d, 1937) ; Empire Paper 
Co. v. Carew Mfg. Co., 20 F. (2d) 281 (App. D. C. 1927). 

1937) La Fayette Brewery v. Rock Island Brewing Co., 87 F. (2d) 489, 491 (C. C. P. A. 

79. United Drug Co. v. Parodney, 24 F. (2d) 577, 579 (E. D. N. Y. 1928). 

80. L. Hand, J., in Durable Toy & Novelty Corp. v. J. Chein & Co., 133 F. (2d) 853 
(C.C. A. 2d, 1943) ; A. Hand, J., in Industrial Rayon Corp. v. Dutchess Underwear Corp., 92 F. 
(2d) 33, 35 (C. C. A. 2d, 1937). 

81. Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 305 U. S. 315 (1938) ; Colum- 
bia Mill Co. v. Alcorn, 150 U. S. 460 (1893) ; Caigan v. Plibrico Jointless Firebrick Co., 65 F. 
(2d) 489, 850 (C. C. A. Ist, 1933); United States Ozone Co. v. United States Ozone Co. of 
America, 58 F. (2d) 1051 (C. C. P. A. 1932) ; Varsity Sportswear v. Princess Fabrics Co., 174 
Misc. 298, 19 N. Y. S. (2d) 723 (Sup. Ct. 1940); Foster Canning Co. v. Lardan Packing Co., 
17 N. Y. S. (2d) 583, 584 (Sup. Ct. 1939). 

82. United Drug Co. v. Rectanus Co., 248 U. S. 90, 97 (1918); E. F. Prichard Co. v. Con- 
sumers Brewing Co., 136 F. (2d) 512 (C. C. A. 6th, 1943) ; Gruelle v. Molly-’Es Doll Outfit- 
ters,94 F. (2d) 172, 175 (C. C. A. 3rd, 1937) ; Jackman v. Calvert-Distillers Corp., 306 Mass. 
423, 28 N. E. (2d) 430, 432 (1940). 

83. United Drug Co. v. Rectanus Co., 248 U. S. 90, 97 (1918), aff’g, 226 Fed. 545 (C. C. A. 
6th, 1915). American Photographic Pub. Co. v. Ziff-Davis Pub. Co., 135 F. (2d) 569, 572 
(C.C. A. 7th, 1943) : “Although trade-mark rights are property, they are not protected per se; 
It is only the good-will in connection with which the mark is used that is protected.” With re- 


aon : trade-name, see Mutual Life Ins. Co. v. Menin, 115 F. (2d) 975, 977, 979 (C. C. A. 
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The erroneous conclusion that the trade-mark has no independent value is at- 
tributable to judicial emphasis upon the fact that a trade-mark is an indication of 
origin and a symbol of good-will. The following is typical of this unsatisfactory and 
unfortunate viewpoint : “In its last analysis a trade-mark is a name or sign or symbol 
which indicates or certifies that a given article or commodity is in reality what it 
claims or purports to be. It has no intrinsic value whatever. It is merely a certifi- 
cate of the truth. The property in which it inheres is just as valuable intrinsically 
without the trade-mark as with it.... Take away the trade-mark, and the property 
remains in every respect the same as it was before.” 

The right of the trade-mark owner in his mark is the right to be protected with 
respect to its three functions, viz.: indication of origin common to all articles bear- 
ing the trade-mark, guarantee of grade or quality, and advertisement. This is the 
protection that the law accords to that which is commonly called property. It as- 
sures the trade-mark owner the right to exclusive use thereof and the right to chal- 
lenge use of the same or similar mark by others, or any other disturbance of the 
owner’s use thereof. 

Property is a complicated and evasive term,” more philosophical than legal in 
meaning and extent. Legally speaking, it connotes the right to exclude others from 
any use or from disturbing the owner’s use thereof. A property right refers to the 
exclusive but materialistic right of the owner® and it should be distinguished from 
the exclusive but idealistic right of the individual, e.g., his personality. It has been 
said, however, that the trade-mark owner has no property right in the trade-mark* 
and that he can protest only a use that causes confusion.” 


84. Commonwealth v. Kentucky Distilleries and Warehouse Co., 132 Ky. 521, 526, 116 S. W. 
766, 767 (1909). 

85. “‘Property’ is a word of very broad meaning and when used without qualification, may 
reasonably be construed to include obligations, rights and other intangibles, as well as physical 
things. . . .” The essential ingredients of “property” where value is the test are: subject to own- 
ership, subj ect to transfer, exclusive possession and enjoyment may be brought within the domin- 
ion or control of a court. Citizens State Bank of Barstow v. Vidal, 114 F. (2d) 380, 382 (C. C. 
A. 10th, 1940). 

86. “A party may have a property in—that is, an exclusive right to use—a ‘name, symbol, 
figure, letter, form, or device’ to distinguish goods manufactured and sold by him from those 
manufactured and sold by others, or to indicate when or by whom or at what manufactory the 
article to which it is affixed is manufactured. ... It is an infraction of that right, to print or 
manufacture, or put on the market for sale, and sell for use upon articles of merchandise of the 
same kind as those upon which it is used by the proprietor, any device or symbol which by its re- 
semblance to the established trade- mark will be liable to deceive the public, and lead to the pur- 
chase and use of that which is not the manufacture of the proprietor, believing it to be his.” 
Colman v. Crump, 70 N. Y. 573, 578 (1877). See also Scheer v. American Ice Co., 32 Mise. 
351, 66 N. Y. Supp. 3 (Supp. Ct. 1900). 

87. See 2 Callmann, op. cit. supra note 40, at § 66.2. 

88. Loughran v. Quaker City Chocolate & Confectionery Co., 286 Fed. 694, 697 (E. D. Pa. 
1923), aff'd, 296 Fed. 822 (C. C. A. 3d, 1924) ; Rogers, “Good Will” (1914) 99, 100. 

89. “The owner of the mark acquires the right to prevent the goods to which the mark is 
applied from being confused with those of others and to prevent his own trade from being diverted 
to competitors through their use of misleading marks. There are no rights in a trade-mark 
beyond these.” A. Hand, J., in Industrial Rayon Corp. v. Dutchess Underwear Corp., 92 F. 
(2d) 33, 35 (C. C. A. 2d, 1937). 

In Prestonettes v. Coty, 264 U. S. 359, 368 (1924), Holmes, J., said: “Then what new rights 
does the trade-mark confer? It does not confer a right to prohibit the use of the word or words. 
It is not a copyright.... A trade-mark only gives the right to prohibit the use of it so far 
as to protect the. owner’s good-will against the sale of another’s product as his... . When the 
mark is used in a way that does not deceive the public, we see no such sanctity in the word as to 
prevent its being used to tell the truth. It is not taboo.” 
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A recent English case,” speaking of a registered trade-mark, held that “the 
phrase ‘the exclusive right to the use of such trade-mark’ carries . . . . the implication 
of use of the mark for the purpose of indicating, in relation to the goods upon or in 
connection with which the use takes place, the origin of such goods in the user of the 
mark by virtue of the matters indicated in the (statutory) definition of ‘trade- 
mark.’’’*? This makes it clear that “exclusive use” does not refer to a mere use of 
the words as such and as commonly accepted, but to that use of.a trade-mark which 
is commensurate with the functions of a trade-mark. Exclusive use is trade-mark 
use; one does not have a monopoly in every sense of the word in a trade-mark. He 
cannot prevent non-trade mark use; and a trade-mark use does not attach to every- 
thing the seller believes to be his trade-mark.” 

The proposition that the trade-mark owner can exclude others only from a use 
which causes confusion is based upon the fallacious premise that the guarantee func- 
tion is the most significant. The trade-mark owner is entitled to protection against 
anyone who disturbs his trade-mark use.” 

The difficulty in determining the nature of the trade-mark right may be over- 
come by the following considerations : 

First: The incorporeal nature of the trade-mark clouds its substantiality and, 
more particularly, the likelihood of contemporaneous use thereof by others. Un- 
known simultaneous use thereof, which is possible without any visible effect upon 
the use by the original user, most frequently results in serious repercussions. 

Indeed, the exceptional features of the incorporeal trade-mark gives it the value 
that will determine the scope of protection. This applies equally to patents and copy- 
rights. Therefore, the statement that there may be property in a technical trade- 
mark but not in a non-technical trade-name is not justified.* Between these two 
classes of trade-marks there is only a difference in degree. The scope of protection 
depends upon the extent of distinctiveness and popularity. If the chosen word, 
device or designation is publici juris, it will be protected only after it has acquired 


4 peg: Yeast-Vite, Ltd. v. F. A. Horsenail, 51 Rep. Pat. Cas. 110 (1934). 
. Id. at 116. 

92. “It has been well settled that no one can require the exclusive right to call any article by 
a common name which appropriately designates it.” Hygienic Fleeced Underwear Co. v. Way, 
137 Fed. 592 (C. C. A. 3d, 1905). 

93. With respect to franchise compare, for example, City of Campbell, Mo. v. Arkansas- 
Missouri Power Co., 55 F. (2d) 560, 562 (C. C. A. 8th, 1932): “A franchise is property, and, 
as such, is under the protection of the law, and without express words it is exclusive as against all 
persons acting without legal sanction. True, plaintiff’s franchise was not exclusive in the sense 
that the city might not grant right to another, yet it was exclusive against anyone who assumed 
: exercise the privilege granted the plaintiff, in the absence of authority or in defiance of 
aw.” 

94. As to trade-marks, John T. Dyer Quarry Co. v. Schuylkill Stone Co., 185 Fed. 557, 566 
(C.C.D.N. J.) 1922), quoting at length from Elgin National Watch Co. v. Illinois Watch Case 
Co., 179 U. S. 665 (1900), states that, “there was an equally clear legislative recognition of 
the exclusive nature of trade-marks proper; for in the seventh section it was provided that ‘any 
person’ who should ‘reproduce, counterfeit, copy or colorably imitate any trade-mark. . . . 
shall be liable,’ etc. Further, in the second section it was provided that in order to create any 
right in the applicant for registration the application should be accompanied by a verified writ- 
ten declaration to the effect that the applicant ‘has at the time . . . . calculated to deceive.’ . . . 
The Elgin case thus fully supports the propositions that the owner of a trade-mark proper has 
an exclusive right good ‘as against all the world’” (italics supplied. See also G. W. Cole Co. 
v. American Cement & Oil Co., 130 Fed. 703, 705 (C. C. A. 7th, 1904). 
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secondary meaning.”” The more impressive the mark, the stronger it is; the more 
it amounts to a catch-word, the more extensive is its scope of protection. It is wel] 
recognized that arbitrary, coined or fanciful marks or names should be given a much 
broader degree of protection than symbols, words or phrases in common use. The 
mark, like good-will, may decrease in value with the depreciation of the owner's 
reputation and financial standing or his relaxation in advertising. The value is meas. 
ured by the public’s atfitude and reaction to the trade-mark.” 

Second: The courts have disregarded somewhat the manifold functions of the 
trade-mark and have failed to realize its value as something more than a mere symbol 
of good-will. While the use of the famous trade-name “Tiffany” by a motion-pic. 
ture company did not affect the good-will of the jewelry firm, such use, neverthe. 
less, endangered its advertising value by possible dilution of its catch-word poter- 
tial. The pivotal point of the controversy, concerning property right in a trade. 
mark, is not so much the question whether a trade-mark may be protected as prop- 
erty, but whether the trade-mark may be an independent subject of a property right, 
This is convincingly demonstrated in the leading case of Hanover Star Milling Co.y, 
Metcalf" “In the English courts it often has been said that there is no property 
whatever in a trade-mark, as such. But since in the same cases the courts recog- 
nize the right of the party to the exclusive use of marks adopted to indicate goods 
of his manufacture .... it is plain that in denying the right of property in a trade- 
mark it was intended only to deny such property right except as appurtenant to an 
established business or trade in connection with which the mark is used.” 

Trade-mark protection, based upon the concept of a property right, cannot be 
effective as a theory if protection is given only as a “means of preserving good-will 
which is property,’””* or as “merely one of the visible mediums by which the good-will 
is identified, bought and sold, and known to the public.’ Good-will is only another 
term for the relationship between a business and its customers, suppliers, em- 
ployees, etc. It is, however, definitely affected by a competitor’s infringement. In 
the competitive relationship there is ordinarily no need of property protection, and 


95. Little Tavern Shops v. Davis, 116 F. (2d) 903, 905 (C. C. A. 4th, 1941): “The courts 
recognize a right of property in a trade-name which has been... . so used... . in association 
(with a business) as to acquire a special significance as the name thereof,” quoting American 
Steel Foundries v. Robertson, 269 U. S. 372 (1926) ; Standard Oil Co. of Maine v. Standard Oil 
Co. of New York, 45 F. (2d) 309 (C. C. A. Ist, 1930) ; Standard Oil Co. of New Mezxico ¥. 
Standard Oil Co. of California, 56 F. (2d) 973 on ol A. 10th, 1932) ; Restatement, Torts 
(1934) § 716. If the word has not acquired a secondary meaning, only a suit for unfair com- 
petition can be brought. Contra: Fawcett Publications v. Popular Mechanics Co., 80 F. (2d) 
194, 197 (C. C. A. 3rd, 1935), quoting from Barton v. Rex-Oil Co., 2 F. (2d) 402 (Gas 
3rd, 1924): “A merely descriptive name can never become such property (as a trade-mark) 

. and the utmost the first user of such a name after it has acquired a secondary meaning 
can insist upon is that no one shall use it against him in an unfair way.” If this were true, the 
court in Borden Ice Cream Co, v. Borden’s Condensed Milk Co., 201 Fed. 510, 514 (CA 
7th, 1912), would be correct in saying that “the secondary meaning ofa name, however, has no 
legal significance, unless the two persons make or deal in the same kind of goods.” The op- 
posite, however, is true. Secondary meaning is necessary as a basis of a property right in a 
case involving non-competing goods. 

96. See ne" Shulman in 15 American Law Institute Proceedings (1937-8) 116. 

97. 240 U. S. 403 (1916). 

98. F. W. Fitch Co. v. Camille, Inc., 106 F. (2d) 635, 639 (C. C. A. 8th, 1939) ; Esso, Inc. 
v. Standard Oil Co., 98 F. (2d) 1, 5 (C. C. A. 8th, 1938). 

99. Coca-Cola Bottling Co. v. The Coca-Cola Ca, 269 Fed. 796, 806 (D. Del. 1920). 
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outside the competitive relationship, good-will is of minor importance, unless 
there is defamation.” Therefore, the suggestion’ that good-will be regarded as 
property and that the trade-mark owner’s right to relief be based on the protection 
thereof seems valueless. 

The independence of the trade-mark as a property value has been impliedly 
recognized in the Beech-Nut case."** The defendant had acquired the mark “Beech- 
nut” for tobacco from a company which had used it since 1897. The vendor’s 
business had so declined that by 1910 its sales of Beechnut tobacco amounted only 
to twenty-five pounds; therefore the trade-mark was, in reality, dormant. In an 
effort to excite the public’s taste with a new brand this mark was selected, and in 
1915, the new product was placed upon the market under the mark “Beechnut” 
tobacco. The Supreme Court held that the mark had not been lost because of its 
period of dormancy and said: “The fact that the good-will will once associated 
with it has vanished does not end at once the preferential right of the proprietor 
to try it again upon goods of the same class with improvements that renew the 
proprietor’s hopes.””°° 

A trade-mark enjoys legal, but not actual or economic independence. This 
becomes evident from a comparison of a trade-mark and a patent. It has gen- 
erally been said that trade-marks are not rights in gross™ like patents or statutory 
copyrights. This, however, is a distinction in practical law and not in principle, 
and it varies with different countries. Independence of a trade-mark with respect 
to protection does not necessarily entail the independence of its transfer. A trade- 
mark need not be an invention or an intellectual creation. If the trade-mark exists 
as such, its protection is unlimited in time because the public does not have the 
same interest in its use as it has in patents and copyrights. Patents and copy- 
rights are limited, for the public is anxious to have them disclosed, described and 
registered. For the purpose of this discussion, the important distinction between 
a trade-mark and a patent is that the trade-mark, according to its function, refers 
to the business to which it belongs. This is true whether the trade-mark is con- 
sidered a symbol of good-will (in its guarantee function), or a means of allure- 
ment (in its advertising function). A patent refers to an invention and not to a 
business. A patentee may grant as many licenses as he pleases, but the trade- 
mark owner is limited in this respect. There is a similar distinction between a 





100. Cf. the famous illustration in Ainsworth v. Walmsley, L. R. 1 Eq. 518; 14 L. T. R. 
(N. S.) 220 (1866): If he does not carry on a trade in iron but carries on a trade in linen 
and stamps a lion on his linen, another person may stamp in a lion on iron.” Under this rule, which 
is no longer law, there is not need for independent protection of a trade-mark. 

101. Grismore, “Fraudulet Intent in Trade-Mark Cases” (1929) 27 Mich. L. Rev. 857, 866. 
See also Coca-Cola Co. v. Busch, 44 F. Supp. 405 (E. D. Pa. 1942). 

102. Beech-Nut Co. v. P. Lorillard Co., 273 U. S. 629 (1927). 

103. In Finchley, Inc. v. Finchly Co., Inc., 40 F. (2d) 736, 738 (D. Md. 1929), the court 
said: “In owning a mark which enjoys such trust and confidence in relation to one article or 
place, the owner possesses valuable property in the right to use that familiar and popular mark, 
or name, in the extension of his business to new lines of goods and to new territory. He owns 
a right to use the popularity of that mark or name or object for his profit, and to prevent its 
use by others to his detriment. He owns a right to use it to extend his business, and to increase 
his profits to an extent impossible, perhaps, if he refrained from so doing or used some other 
mark, or name, which did not enjoy the same brand.” 

104. See note 82 supra. 
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trade-mark and a copyright. Unlike the proprietor of a patent, the trade-mark 
owner may not monopolize his trade-mark by a mere negative and prohibitive use 
thereof. But this distinction is also a matter of practical policy and does not 
rest entirely on a substantive premise. In certain countries the trade-mark owner 
need not even use his trade-mark and he is nevertheless entitled to protection™ 
and in almost all countries,’” the patentee is obliged by law to put his invention into 
commercial use within a fixed period of time from the grant of the patent. The 
monopoly of a patent “‘is more extensive, but we see no sufficient reason for holding 
that the monopoly of trade-mark, so far as it goes, is less complete.” But in fact, 
- both monopolies—an unfortunate term which, in this connection, is a synonym for 
an exclusive right—are basically dissimilar.” The scope of protection depends, in 
the case of a patent, upon the importance and originality of the invention and, in 
case of a trade-mark, upon its value as a symbol of good-will and a medium of 
advertising (upon its popularity). In both monopolies the competitive principle 
of priority determines ownership. Therefore, it is correct to say “that the prop- 
erty right in a trade-mark is of the same quality as a copyright or the right toa 
patent, and that the remedies available to the owner of any of those rights are, in 
the absence of statutory regulation, analogous.’”° 

Third: The trade-mark is created, usually by the trade-mark owner. It is not 
in the arsenal of commonly known proprietary values like a house or a machine, 
The competitive element of priority determines its ownership. 

Fourth: A denial that the trade-mark enjoys a property right merely because 
it is limited, involves a confession of failure to comprehend the concept of the prop- 
erty right. The property right, in any connection, has never been an absolute right 
in the sense that the owner can dispose thereof at his will.’ The limitations of 
the trade-mark right with respect to transfer, territorial scope, or business ex- 





105. United Drug Co. v. Rectanus Co., 248 U. S. 90, 97 (1918). <A trade-mark is nota 
monopoly, but on the contrary, a symbol of individuality and individuality is democracy. Rogers, 
“Freedom and Trade-Marks,” 34 T.-M. 55 (1944). Judge Wyzanski in National Fruit Product 
Co. v. Dwinell-W right Co., 47 F. Supp. 499 (D. Mass. 1942), refers to those who think that an 
expanded protection of trade-marks tends to promote undesirable monopolies especially because it 
prevents the lowering of prices which would otherwise occur, both on branded and even on com- 
peting unbranded merchandise. “Twentieth Century Fund, Does Distribution cost too Much?” 
(1939) 304. Cf. Restatement, Torts (1934) § 731 (f) see cases cited through not completely 
followed in Landers, Frary & Clark v. Universal Cooler Corp., 85 F. (2d) 46, 48 (C. C. A. 24, 
1936). As to prices, it may be that there are public advantages as well as disadvantages in trade- 
marked articles. While in times of stable or declining prices branded goods may be over-priced, in 
times of rising prices branded goods, contrary to the market as a whole, may maintain rigidity of 
prices since to the consumer their price is as familiar a standard as is their name. 

106. See the defensive and reserve trade-marks in the German Law. The non-user in our 
trade-mark law which does not affect the protection of the trade-mark owner is only a temporary 
non-user and must not lead to an abandonment. 

107. Not in the United States, Danzig, Haiti and Salvador. 

108. Bourjois & Co. v. Katzel, 260 U. S. 689, 692 (1923); see Pennsylvania Petroleum Co. 
v. Pennzoil Co., 80 F. (2d) 67, 70 (C. C. P. A. 1935); Frischer & Co. v. Bakelite Corp., 39 
F. (2d) 247, 259 (C. C. P. A. 1930), cert. denied, 282 U. S. 852 (1930). 

109. See Mishawaka Rubber & Woolen Mfg. Co. v. S. S. Kresge Co., 119 F. (2d) 316, 
323 (C. C. A. 6th, 1941). 

110. A. Hollander & Son v. Philip A. Singer & Brother, 119 N. J. Eq. 52, 69, 180 Atl 
671, 680 (1935). 

111. The misunderstanding of the concept of property is in part due to the erroneous intet- 
pretations given by modern jurists to the property concept of the Roman Law. See Schulz, 
“Principles of the Roman Law” (1936) 102. 
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pansion affect not the nature but only the scone of protection. Most of these limi- 
tations are rules of practical law, varying in «\.fferent countries and not conditioned 
by the inherent nature of the trade-mark. In this respect, trade-mark property 
does not differ from other property which is subject to general limitations or the 
limitations flowing from the nature of speciai property." 

From these considerations the following conclusions may be drawn: 


1, The trade-mark use which is entitled to protection is not the ordinary use of 
words or pictures as such but the typical use of a trade-mark word or a trade-mark 
picture or other trade-mark combination. Trade-mark use involves unique use in 
the nature of a catch-word, catch-phrase, picture or slogan. It is a use which gives 
the trade-mark immediate and lasting intention. 

2. The trade-mark may have a value independent of the fact that it is the symbol 
of the good-will of a business or article. 

3. Whether a trade-mark may be appropriated, i.e., whether its catch-use should 
be protected, is a question which should be thoroughly explored in every infringe- 
ment case. 

4. The limitations on a trade-mark right do not prevent the trade-mark from 
being treated as a property right because limitations on property are not foreign to, 
but inhere in the nature of all property. 


IV. Conclusion 


The relationship between the law of trade-marks and the law of unfair competi- 
tion with respect to cases involving similar trade-marks on non-competing goods, 
presents problems which can be resolved properly only when the trade-mark law 
is held subject to the general principles that there can be no unfair competition where 
there is no competition, and that protection of a trade-mark against tortious con- 
duct cannot be granted when there is no competitive relationship, unless there is a 
violation of an exclusive right. Therefore, a trade-mark owner can be protected 
against injury from those who are not competitors only when the trade-mark is held 
to be an exclusive right. Whether the trade-mark is an exclusive right or a prop- 
erty right and, if either, whether it applies to all kinds of trade-marks, has been one 
of the most debated questions in the law of trade-marks. 

It might be said that all trade-marks—including all trade-designations—are both 
property and rights of personality (similar to the right of reputation which is pro- 
tected against libel and slander). But neither the property nor the personality 
concept are necessary in a suit by the trade-mark owner arising out of a competitor’s 
infringement. He may readily sue for breach of the competitive relationship by un- 
fair competition. When the goods are noncompeting, he, may predicate his suit 
upon violation of a property right. If his personal reputation has been damaged he 
should be entitled to sue upon the theory of personality. 





112. Cf. limitations upon the transfer of certain land in certain countries. 


1433 On the highly controversial right of personality see 1 Callmann, op. cit. supra note 40. 
a J. 
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And now consider the new Trade-Mark Act of July 5, 1946."* Two of its major 
innovations further buttress the theory that the law of trade-marks is a part of the 
law of unfair competition only if the trade-mark owner and the infringer are in q 
competitive relationship. Under the Trade-Mark Act of 1905, the fact that an 
applicant mark was confusingly similar to another would preclude registration only 
if the contending trade-marks were used in connection with “merchandise of the 
same descriptive properties.”"* This latter qualification was judicially interpreted 
to mean that the goods to which the respective marks related had to be so kindred 
in nature that the public might quite reasonably assume that the maker or sponsor 
of one was the maker or sponsor of the other, or that his business could reasonably 
be expected to encompass or include the article of the infringer. The new Act” 
omits this requirement and denies registration to any mark so similar to one already 
registered or in use “as to be likely when applied to the goods of the applicant, to 
cause confusion or mistake or to deceive purchasers.” Confusion, mistake and de- 
ceit of the public are concepts that are materially different from that of dilution, 
as indicated above in the discussion of cases involving completely unrelated and non- 
competing goods. However, we have noted that in the past, courts have blandly as- 
sumed or laboriously “discovered” confusion, when, in fact, dilution was patent. It 
may, therefore, be expected that, in the future, courts will assume that some evi- 
dence of confusion is necessary to the further development of the concept of dilution. 
There then would be no difficulty in applying the new Trade-Mark Act to cases in 
which there is not even the suggestion of a competitive relationship. Thus the 
Trade-Mark Act would be much more than a mere part of the law of unfair competi- 
tion, and the dignification of the trade-mark as a property right could be the only 
justification for that more persuasive and broader interpretation of the Act. 

Moreover, the new Act gives “this property right a legislative standing it had 
not had before’”™” by declaring trade-marks incontestable after “continuous use for 
five consecutive years.”""* This development should very effectively put to rest all 
arguments advanced by opponents of the property right theory. Judge Frank, in 
his dissent in the La Tourraine case,"® states that he would consent to the use of 
the term property right in connection with a trade-mark only if a court recognizes 
the plaintiff’s trade-mark right, for obviously there is no such right if the court 
denies it. In any event, it would seem that Section 15 of the Trade-Mark Act 
demonstrates Congressional willingness to recognize the trade-mark as a property 
right. Those who always contended that a trade-mark is a property right will, of 
course, regard the new law as only declarative of Congressional policy, for they 
assuredly would not suggest that prior to July 5, 1946, the trade-mark was less of a 
property right than it now is. 





114. Pub. L. No. 489, 79th Cong., 2d Sess. (July 5, ‘e2 c. 540. 

115. Trade-Mark Act of 1905, 33 Stat. 724,15 U. S.C. § 5. 

116. Trade-Mark Act of 1946, Pub. L. No. 489, 79th Cong., 2d Sess. (July 5, 1946) § 2 (d). 

117. Clark, J., in La T ourraine Coffee Co., Inc. v. Lorraine Coffee Comp., Inc., 157 F. (2d) 
23 (Cc CA: 2d, 1946) (italics supplied). 

118. Trade-Mark Act of 1946, § 15. 

119. See note 117 supra, dissenting opinion at 119. 

120. This does not affect the property right theory. The patent, unquestionably a property 
right, is also protected only if the court recognizes its validity. 
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TRADE-MARKS AND PATENTS IN FOREIGN COMMERCE* 
Stephen P. Ladas} 


I believe I can assume that this group has very good notions of the nature and 
functions of trade-marks and patents, and general information on their legal pro- 
tection in this country, so that I may limit my remarks to the protection of foreign 
trade. 

First, with regard to 


Trade-Marks 


When a manufacturer or trader engages in foreign commerce, that is, ships his 
goods to foreign countries, he usually affixes on his goods a trade-mark which 
identifies and distinguishes his goods from similar goods of other manufacturers or 
merchants. This trade-mark may or may not be registered in the United States 
Patent Office. It may not have been thought necessary to register the trade-mark 
in this country, because it is known that it is protected by our common law. 

Here I will digress for a moment to say that in view of the new Lanham Act on 
trade-marks, which goes into effect on July 5, it may be found wise not to rely any 
longer on common law protection of trade-marks. 

The American exporter would naturally prefer not to have to register his trade- 
mark in foreign countries—at least not until he establishes a market for his goods in 
such countries which justifies his going to the expense of registration. It must be 
remembered, however, that trade-marks are territorial in character ; that is, a right 
in a trade-mark, acquired.in one country by first use or registration in that country, 
does not extend beyond the boundaries of that country. When we go into a new 
country we meet with a new legal sovereignty which may recognize or deny that 
right. 

When the American manufacturer’s or merchant’s goods are offered for sale or 
distributed in a foreign country under a trade-mark which is not registered in such 
foreign country, there are two risks involved for him. 

1. Another importer or a local trader may adopt and use the same or a confus- 
ingly similar trade-mark, and try to pass off his goods as the goods of the American 
manufacturer or merchant. 

2. Another person may proceed to register the same trade-mark, or a very 
similar mark, in his own name, and then seek to preclude the American trade-mark 
owner from containing to ship or sell and distribute his goods in that country. 

Now, what can the American trade-mark owner do against these dangers if he 
has no registration for his trade-mark in the foreign country? 

Here we must understand at once that outside the United States and its terri- 
tories and possessions, in no country in the world today is an unregistered trade- 
mark protected by an action for infringement against a person who uses the same 
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or a similar mark. In other words, there is no equivalent to what we call common 
law protection of unregistered trade-marks in this country. 

There is only available in foreign countries a protection analogous to our action 
for unfair competition, subject, however, to the following qualifications : 

1. In British countries the equivalent action is the so-called action of passing- 
off. This differs from our action of unfair competition, in that it lies only when 
there is likelihood of the defendant’s passing off his goods as those of the plaintiff, 
Note, however, that this likelihood is not admitted by British courts when the de- 
fendant clearly indicates his own origin of the goods. 

In other words, assume that John has adopted and uses the mark “Alpha” for 
candy, in a British country, and fails to register this mark, then Peter uses the same 
mark, but affixes prominently on his goods his name and location, thus: 


ALPHA CANDY 
Made by Peter’s Company 
Manchester, England 


In such case a passing-off action will probably be rejected in any British coun- 
try. 

I think there is a general misconception widely prevailing among us, that since 
America and England derive from the same common law, we may rely on the same 
protection by common law of our unregistered trade-marks in British countries as 
we do in the United States. This is indeed far from the truth. 

2. In a number of civil law countries, particularly in Europe, there is either 
special legislation or a body of case law against unfair competition. This legisla- 
tion or law, generally speaking, protects against other acts of unfair competition than 
that of imitation of unregistered trade-marks, such as imitation of wrappers and 
get-up of goods, false advertising, false indications of geographical origin, disparage- 
ment of competitors, interference with contracts, imitation of commercial names, 
etc. In other words, in most of these countries the law has two different compart- 
ments, one for infringements of trade-marks properly, which is available to the 
registered proprietors of trade-marks, and another for acts of unfair competition. 

3. In Latin American countries particularly, there is no law of unfair compe- 
tition available at all. The same is true of China. 

Therefore, if the American owner of an unregistered trade-mark is confronted 
with an imitation of his trade-mark in a foreign country, the only way for him to 
obtain an effective remedy is to file application for registration of his trade-mark, 
wait until he has obtained registration, and then take action against an infringer, on 
the basis of his registration. 

This assumes that the infringer has not, in the meantime, himself first filed 
application for registration of the same or a similar mark in his own name. This 
brings up the question: What are the rights of a prior user of a trade-mark in a 
foreign country against a person who attempts to appropriate such mark by filing 
an application for registration of the same? 

On this point we have a great variety of foreign laws, but we can conveniently 
group them as follows: 

a. In British countries generally, prior use enables cancellation of an infring- 
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ing registration or opposition against an application for an infringing mark. It 
should be noted, however, that a registration in such countries becomes conclusive 
after five to seven years (depending on the country), so that if no action is taken 
to cancel such an infringing registration within this term, the prior user is without 
remedy. 

b. In the following countries, there is no opposition procedure, so that prior use, 
though recognized, cannot be availed of before the Patent Office, and the prior user 
must bring court proceedings, which may be costly and lengthy proceedings, if the 
defendant puts up a defense: 


Austria France Poland 
Belgium Holland Rumania 
Czechoslovakia Hungary Sweden 
Denmark Italy Switzerland 
Dominican Republic Jugoslavia Syria 
Dutch Guiana Lebanon Tunis 
Dutch East Indies Morocco Turkey 
Dutch West Indies Norway 


c. In the following countries, opposition procedure is available, but the law 
makes special requirements of the prior user in order to succeed in an opposition : 


Brazil: The mark of the prior user must be well known to the trade. 


Chile: Prior use of more than a year is required of the opposer. Prior use has no 
right of cancellation. 


Colombia: Prior use of three years is required. 
Cuba: A prior user cannot oppose under the law. However, he can cancel an infring- 
ing registration within term of four years by a Patent Office proceeding. 


Japan: Opposer must show that the mark has been extensively used in the country 
and is well known to the trade. 


Mexico: There is no opposition procedure. The prior user may institute cancellation 
before the Patent Office within three years from date of infringing registration. 

Portugal: If prior use has continued for more than six months, and the prior user 
failed to apply for registration, he is disqualified from opposing. 


d. In Spain a recent decree requires that all trade-marks used to distinguish 
products of any nature must be registered before July 1, 1947. 

e. In Canada, the position is peculiar. The person who first used or made 
known the mark in Canada is required to register within six months. If he fails to 
do so, and another person with less than six months’ use applied for registration, 
registration will be granted to him, rather than to the prior user, although he was 
the first applicant. , 


f. In the following countries the prior user may oppose pretty much the same 
as in the United States: 


China Nicaragua Puerto Rico 
Egypt Panama Uruguay 
Guatemala Philippines Venezuela 


g. In the following countries prior use gives no rights against a prior applicant 
or registrant : 


Argentina Bulgaria Ecuador 
Bolivia Costa Rica Finland 
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Germany Paraguay Salvador 
Greece Persia (Iran) U.S. S. R. 
Haiti Peru 


I have dwelt at length on the problem of the protection of the American trade- 
mark owner’s prior use of a trade-mark, because it is a fundamental problem. If 
you fail to obtain this protection for your trade-mark in foreign countries, any 
further discussion of foreign trade-mark laws is fruitless. 

So far we have referred only to national law of foreign countries. I should now 
add that we have tried, for many years past, to establish a modicum of international 
legislation precisely for the purpose of protecting the rights of the prior user of a 
trade-mark. This effort at International legislation has proceeded from the think- 
ing that, from the nature of foreign commerce, a prior user of a trade-mark must be 
given some time within which to perfect his protection. It is not right to demand 
that the American exporter, for instance, should go to the trouble and expense of 
obtaining a foreign registration of his mark until he has had the time to try the 
foreign market, and has found that he can sell or distribute his goods in the particular 
market. He should be given a time during which he may use his mark without 
registration, and yet preclude another party from appropriating his mark. 

We have two international Conventions dealing with trade-marks : 

1. The International Convention for the Protection of Industrial Property. 

This is now in effect between about forty countries. We, much of the British 
Empire, nearly all of Europe (outside Russia), and also Japan, Mexico, Brazil, 
Cuba, the Dominican Republic, and the French and Dutch Empires, are party to this 
Convention. It contains two main stipulations for our problem. 

a. A trade-mark owner who has filed a trade-mark application in the United 
States has six months from the date of his American filing within which he can file 
in the foreign countries party to this Convention. His American filing date is con- 
trolling against intervening applicants or users in the other countries. 

b. The American trade-mark owner who uses his mark in the other countries 
has the right to oppose an infringing application or cancel an infringing registration 
within three years from its grant. If he can show fraud on the part of the defendant, 
there is no time limit within which he can bring an action for cancellation. 

This stipulation, however, must be considered in the light of the fact, disclosed 
previously, that in most of the countries in question there is no opposition procedure 
available, so that it takes a court action to cancel an infringing mark. 

2. The other Convention is the General Inter-American Convention for Trade- 
Mark and Commercial Protection, signed in Washington in 1929. 

This is in effect today between ten American Republics, Colombia, Cuba, Guate- 
mala, Haiti, Honduras, Nicaragua, Panama, Paraguay, Peru, and the United States. 
Thus far, unfortunately, it has not been ratified by the principal Latin American 
countries, Argentina, Brazil, Chile, and Mexico. This Convention contains the 
following stipulations: 

a. The American trade-mark owner may oppose an infringing mark by prov- 
ing that the applicant had knowledge of the prior ownership and use of the Amer- 
ican trade-mark owner’s mark. 
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b. He may also cancel an infringing registration by showing that his goods 
have circulated in the particular country, prior to the filing of the infringing mark by 
the other party. 

Both of these actions have to be taken within the time limit provided for by law 
in the particular country. 

c. If the applicant for the infringing mark has been an agent, distributor, or cus- 
tomer of the American trade-mark owner, the latter may oppose the infringing appli- 
cation and request that the mark be registered in his own name. 

Both Conventions contain other provisions for the protection of commercial 
names without the need for registration, and also against unfair competition. 

I should like now to discuss four other practical problems in connection with 
trade-marks in foreign countries: “Registrability,” “Classification,” “Scope of Pro- 
tection,’ and “Proper Use of the Trade-Mark.” 


Registrability 


In a very large number of foreign countries the trade-mark laws are more liberal 
than our own as to what may be validly registered as a trade-mark. On the other 
hand, in a number of British countries, the requirements of registrability are much 
stricter than ours. In these British countries, however, the strictness of the law 
is modified by certain procedures. 

a. If the mark has been extensively and long enough used, so that the trade 
comes to recognize such trade-mark as identifying the goods of the American trade- 
mark owner, registration will be granted for an otherwise unregistrable trade-mark. 
This is better than our present trade-mark act in the United States, but is similar to 
what our law is going to be under the Lanham Act after next July. 

b. The principal British countries have two parts of the Register of Trade- 
Marks: Part A and Part B. You can get a registration in Part B if you cannot 
register in Part A, and this will not prevent you later from applying in Part A. (It 
will be recalled that in the United States a mark registered under the 1920 act could 
never again be accepted for registration under the 1905 act.) 

c. If you are compelled to enter a disclaimer for a portion of your trade-made 
in such British countries, this disclaimer does not act as an estoppel, and when that 
portion of your mark has acquired distinctiveness, you may obtain a new registration 
without a disclaimer. This, also, is different from our present law. 

d. If you have obtained a registration in Part A of the Register in England, it is 
pretty sure that you may obtain a similar registration in other British countries, in 
the sense that the decision of the British Registrar has a great persuasive effect on 
the Registrars in other British countries. 

This brings me to the question of anticipations. We must bear in mind today 
that adoption of a new mark which can be used in all foreign countries, or registered 
in all such countries, without trouble on account of previous use or registration of a 
similar mark by another person, has become exceedingly difficult. The fact is that 
by reason of the multiplication of business enterprises and of products, the available 
stock of words or symbols which can be used and registered as a trade-mark has 
greatly diminished. In the most important industrial countries, it is now a rare in- 
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stance where you can go and register a trade-mark without meeting with an antici- 
pation. An additional important reason for this condition of things is the fact that 
foreign registrations are encumbered with dead marks. In many countries the reg- 
istrations are granted for 15 or 20 years, and there is no requirement for user of a 
registered trade-mark, so that such marks may remain on the Register although 
they are not alive. ’ 

Some countries are now trying to alleviate this condition. The new British 
Act of 1938 grants an original registration only for a term of seven years, with a 
renewal granted for 14 years. Our own Lanham Act requires the filing of an affi- 
davit of use within the sixth year of a trade-mark registration. This provision is 
probably the best method of clearing up the record of marks which are not really 
in use, and it is hoped that other countries may adopt this procedure. 

I can submit two practical suggestions on this problem. First, in adopting a new 
trade-mark, avoid too suggestive or near-descriptive trade-marks. Not only will you 
have difficulties in a number of countries with the allowance of such a mark, but you 
will more likely meet with anticipations. Secondly, if your mark is to be used in 
foreign commerce, before finally adopting such mark make a search in a number of 
important foreign countries, to be sure that it is not anticipated. 


Classification 


There are few foreign countries which have a classification of goods in the Patent 
Office, for purposes of trade-mark registration, similar to ours. These are: Costa 


Rica, Cuba, Mexico, the Philippine Islands, and Venezuela. 

The new British classification of 1938, which has been adopted by a number of 
British and other countries, is a most excellent classification today. It is based on 
the nature of the industry to which the products belong, and it includes a smaller 
number of classes than in any other country. Many foreign countries have no clas- 
sification at all. 

In dealing with proper coverage of trade-marks in foreign countries, these points 
should be kept in mind. 

1. In foreign countries where you must file a certified copy of home registra- 
tion, you cannot cover for more goods than are included in the United States reg- 
istration. 

2. In foreign countries which have no classification of goods, it is wise to cover 
as broadly as possible, and not to be limited to the special goods on which you use 
the trade-mark. It will be found that in these countries there is usually no law of 
unfair competition, and it is advisable to protect by registration against another 
person’s attempting to use the same trade-mark on related goods. 

3. In British countries the mark should be registered for the goods on which it 
is used and for such additional goods on which it is your bona fide intention to use 
the mark in the future. If you go beyond this in the main British countries, you 
may be exposed to the danger of having your trade-mark expunged partially from 
the Register by an interested party. 

4. In other countries, where there is a classification, and it is possible to cover 
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for the entire class, apply for the entire class, in order to be protected against imita- 
tion. 

Scope of Protection 


Unless in the particular country you are absolutely required to file a certified 
copy of home registration, in registering your trade-mark you need not follow the 
form of the United States registration. I say “absolutely required,” because in sev- 
eral countries today there are alternative procedures available where you may 
register without producing a certified copy of the United States register. Gen- 
erally, in such case, if your trade-mark is a word-mark, it is preferable to regis- 
ter for plain block type, and not for any special form in which the mark is used, 
except in countries where the law requires that the mark must be used in the form 
in which it is registered, such as Brazil, Chile, Cuba, Mexico, and Panama. The 
point is that a plain block type of registration gives you a broader protection. 

If your mark is a word and design or label or wrapper, then different considera- 
tions apply. Bear in mind that in a number of countries, particularly in Latin 
America and China, there is no unfair competition law, so that if your design, label, 
or wrapper is a distinctive element or identifies and sells your goods, then it is im- 
portant in such countries to also register for the same, in order to avoid two dangers: 
That it may be imitated by another person, and you have no remedy against such 
infringement ; or that it may be registered by an infringer who may then prevent 
you from continuing to use such design, label, or wrapper. 

On the other hand, the registration of a combined mark, consisting of a word and 


a design, label, or wrapper, does not give as broad protection for the word as a regis- 
tration of the world per se. It is necessary in each case to weigh and balance these 
considerations, and adopt the decision which may be the wise one for the particular 
country or countries. 


Proper Use of the Trade-Mark 


Under this heading I wish to discuss three specific points: 

1. Under the laws of several foreign countries, if the use of the mark in the 
particular country is not begun within a certain time from registration, or is dis- 
continued for a certain period of time, an interested party may apply for a declaration 
that the registration of such mark is forfeited. The countries where the law is quite 
strict on this point are Brazil and Venezuela, where a two-year non-user of the trade 
mark exposes to this danger. Similar provisions, however, exist in the law of sev- 
eral other countries. It is wise to be informed about these countries, and to make at 
least a small technical shipment within the defined period, in order to eliminate any 
attack on the registration. 

2. There are three countries where the owner of a registered trade-mark is re- 
quired to use a marking giving notice to the public that his mark is registered. If 
he fails to do so, his registration is not affected, but he cannot sue infringers. These 
countries are Chile, Mexico, and Guatemala. In the first two countries the marking 
“Marca Registrada” should be used. In Guatemala the marking used in the United 
States, “Reg. U. S. Pat. Off.,” or, as permitted under the new Lanham Act, the 
letter “R” within a circle, is sufficient. 
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It is advisable, however, even in the countries where no marking is required, 
to use proper notice, so as to warn eventual infringers. 

3. A trade-mark purports generally to indicate origin, and therefore there must 
be actual identity of owner and user of the trade-mark. This is particularly the 
law in many, British countries which have not yet adopted the amendments of the 
British Act of 1938. You have to be extremely careful not to violate this principle 
in the use of the trade-mark in these British countries ; otherwise, you may lose your 
trade-mark. 

For instance, if your American company has registered its trade-mark in 
Jamaica, you cannot ship there goods made by your subsidiary in Canada. If the 
American company has registered the trade-mark in Australia, you cannot license a 
local Australian company to make goods and use your trade-mark. You will be 
deemed to have abandoned your trade-mark, or that you have permitted the trade- 
mark to be used in deception of the public, with the result that not only your 
registration becomes invalid, but your common law rights in the trade-mark may 
likewise be destroyed. 

In Great Britain, India, New Zealand, and the Colony of Singapore, the law 
has been amended, and now permits the registrant to apply to register a licensee as 
the registered user of his mark. If the Trade-Mark Registrar finds that the agree- 
ment between the registered owner and the licensee is such that no deception of the 
public is involved (that is, the owner supervises and controls the quality of the 
goods made by the licensee), he will register the licensee as a registered user of the 
trade-mark. 

It may be added here that there are now bills pending in the Parliaments of 
Australia and South Africa for similar amendment of the law. 

Please note, however, that the registered user procedure refers only to registered 
trade-marks. A licensed use of an unregistered trade-mark is still unlawful in Great 
Britain and the other British countries where the law has been amended. It fol- 
lows that if you intend to license the use of your trade-mark in such countries, this 
is one more reason why you should register your trade-mark, so that you may be able 
to register the licensee as a registered user. 

Analogous provisions, for recordal of licenses for trade-marks, exist today in 
Brazil and Mexico, under recent amendments of the law. 

On the other hand, in a large number of non-British countries, notably in Latin 
America and Europe, a license by the trade-mark owner to another party, whether 
a related company or not, is permitted. It is advisable, however, even in such coun- 
tries, to make sure that the trade-mark owner has some control on the licensee, 
so that no attack may be made that the mark has in fact been used to pass on to 
the public inferior goods with the consent of the trade-mark owner. 

A license agreement, containing appropriate covenants by the licensee, is always 
a good plan. 

As related to the above, I will make one more observation, and with it I shall 
close the subject of trade-marks. Retain always the ownership of trade-marks in 
the name of the American company, even though you have a local subsidiary in a 
foreign country. Many complications and dangers arise when this principle is not 
followed. I shall just mention a few. 
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1. It may be difficult to obtain a valid reassignment of the trade-mark to the 
American company, if you should so decide later. 

2. The mark in the name of the subsidiary may be exposed to the danger of 
expropriation, in case the particular business should be nationalized in the foreign 
country. 

3. If the trade-mark is in the ownership of the American company, its protec- 
tion is controlled from this country, and may have back of it the protection of our 
government. 

4. It may not be exposed to capital levy or other exceptional tax burdens, when 
it belongs to the American company. 

5. When the foreign subsidiary is liquidated, and the mark reverts to the Amer- 
ican company, you may have serious tax problems with regard to the value of the 
trade-mark, both under the tax laws of the foreign countries and with regard to the 
United States Revenue Agent. 

6. You may have troubles with our Justice Department, if it may be alleged that 
the diverse ownership of the trade-mark is used for the purpose of territorial division 
of the foreign markets and therefore in restraint of trade. 


Designs 


Before going into the subjects of patents in foreign commerce, I wish to say a 
few words about design protection. 


In recent years there has been striking progress in the United States in the ap- 


plication of art in industry and the redesigning of many articles with a view to im- 
proving their ornamental or artistic appearance as well as their utility. 

In foreign countries the protection of the appearance of articles or machines is 
secured by design registration, and serves an extremely valuable function, being in 
many respects superior to our own design patents. In such countries this protection 
is afforded under forms other than that of patents. 

1. In the majority of foreign countries designs are protected under special leg- 
islation, or so-called industrial designs and models. The conception of design under 
these laws is broader than our own conception under our law, and the term of pro- 
tection is generally longer than ours. 

2. In another group of countries designs are protected by copyright law, under 
the class of works designated as “works of art applied to industry.” Publication or 
prior use of the design by its owner does not destroy the novelty under these laws, 
and does not prevent valid registration. 

3. Ina third group of countries designs are protected in the same way as trade- 
marks. This means that there is much broader protection against any confusingly 
similar design; also prior use by the owner does not prevent valid registration, and 
the registration may be renewed indefinitely, the same as with trade-marks. 

Thus, a manufacturer, who has created a new design for an article or a machine 
which he exports to foreign countries, and who wishes to prevent copying of such 
design either by the importation or by local production of similar articles or ma- 
chines, may secure to himself an exclusive right by registration of the design in 
the foreign countries, if his design is a novel and original one. Corresponding reg- 
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istration in the United States is not generally required as a condition to registering 
the design in foreign countries. 


Patents 


First, a word on the necessity of patent protection for the American manufac- 
turer in foreign countries. I think this is made self-evident by the very large num- 
ber of patent applications filed in recent years by American patent owners in for- 
eign countries. While alert to the value of domestic patents, the American manu- 
facturer is anxious to have protection abroad, particularly in present times. It is 
well known that American manufacturers have had more to fear from the copying 
of their products than from the superior inventive talents of foreign manufacturers, 
Faced with meeting competition in foreign markets, with lower priced foreign 
copies, the domestic manufacturer must try to protect himself particularly in view 
of the bilateral system of trade still prevailing in a part of the world through cur- 
rency exchange difficulties and other factors. 

Foreign patents are even more valuable, in certain respects, than domestic 
patents, for the following reasons: 

1. They are more easily obtained in foreign countries. In a large number of 
such countries there is no prior examination of the invention, and the patent will be 
granted if the formal requirements are complied with. 

2. They afford considerably stronger protection against infringement than is 
provided under our law. Infringement of a patent is a criminal offense, punishable 
by impronsement. A patent gives the right of immediate seizure of infringing articles 
or machines. The result is that there then is a greater respect for patents in foreign 
countries than there is in our own country. 

3. Failure of the American patent owner to obtain a patent in a foreign country 
may give other persons an opportunity to obtain a patent for the same invention in 
their own name, by copying the essential features of the American invention. It 
may be difficult to attack such a patent in some foreign countries, where publication 
abroad is not a bar, and where it may not be possible to prove copying. The result 
would be that the American patent owner would be prevented from importing his 
articles or machines, or that the copyer may be able to hold up the American patentee. 

4. United States patents can be protected as patents of confirmation or importa- 
tion in many foreign countries, particularly Latin America, so long as articles or 
machines incorporated in the invention have not been imported into such coun- 
tries. 

There are, on the other hand, certain features in foreign patent laws which make 
the position less desirable than under our law. 

First, the patentee is generally required, in foreign countries, to pay annuities 
on his patent. These are generally small in the first years of the life of the patent, 
and increase in its later years. The burden is not prohibitive and the American 
patentee may let the patent lapse if he finds that he has not been able to make use of 
his foreign patent either by importing in that country or by licensing a local manu- 
facturer. 

Also, most of the foreign patent laws have working requirements for patents, 
that is, the patentee is required to make his invention available locally within a cer- 
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tain period from its grant. In most countries now the sanction for this requirement 
is not forfeiture of the patent, but compulsory license. In other words, an interested 
party, willing and able to manufacture the invention, may file an application for a 
compulsory license, and such license will be granted to him subject, of course, to the 
payment of royalties to the American patentee. 

In many countries the working requirement is met by so-called “nominal work- 
ing,” i.e., an advertisement of an offer to grant a license under the patent. In many 
cases the local industry or art is not sufficiently developed to permit local manu- 
facture by a licensee. Whenever local manufacture is possible, the American paten- 
tee will find it to his interest either to himself establish a local industry or to enter 
into a license agreement with local manufacturers and obtain royalties. 

In this connection I should call attention to a recent interesting development. 
The treaties against double taxation concluded by the United States with Great 
Britain and France specifically provide that no foreign taxes are payable on royal- 
ties derived by an American patentee. Our government is presently negotiating 
double taxation treaties with several other countries, particularly Belgium, Holland, 
Brazil, and Mexico. It is expected that similar provisions will be included in such 
other treaties. 

The important thing to bear in mind, in connection with the patent laws of 
foreign countries, is that the novelty of an invention is destroyed, and therefore no 
valid patent may be obtained, when the invention has been published or publicly used 
anywhere in the world. Therefore, it is important to file in the foreign countries 
before the novelty is deemed destroyed. In this connection we have, under the 
International Convention for the Protection of Industrial Property, a very important 
right granted to applicants for foreign patents. This is the so-called Convention 
priority right. An American applicant, who files in the United States a patent ap- 
plication, has 12 months within which he may file similar applications in foreign 
countries. Any public use or publication of the invention during these 12 months 
will not affect the novelty of the invention. Similarly, the United States filing date 
will control against any intervening applicant in the foreign country. 

The International Convention for the Protection of Industrial Property contains 
two other important provisions affecting foreign patents of American patentees: 

1. The foreign patent corresponding to the United States patent is entirely in- 
dependent of the United States patent, so that the invalidation or annulment, in 
part or in whole, of the American patent does not affect the foreign patent. 

2. The working requirements of foreign laws are seriously restricted by the 
Convention, so that in fact such requirements come into play only when there is a 
teal abuse of the monopoly granted by the patent. 

In view of the above, I should think that a carefully thought-out policy for for- 
eign patents is advisable for American manufacturers. They may find it advisable 
to obtain patents corresponding to United States patents, particularly in foreign 
industrial countries where, in view of the existence of local similar industries or art, 
there is a danger of copying of American patented articles or machines for local 
sale or for export to other countries. On the other hand, in non-industrial countries 
the policy of the American patentee may be a conservative one, i.e., to protect basic or 
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commercially important inventions or inventive features which constitute so-called 
selling points upon which the salesman relies in selling his goods in the face of the 
competition of foreign manufacturers. 

Summing up, the rapid change which is taking place after the end of the war, in 
foreign trade, has more than ever emphasized the value of research and careful 
planning. Patents and trade-marks are instruments of planning for foreign trade, 

In the case of trade-marks, the guide posts may be the following: 


Choose your trade-mark carefully and make a search in important countries before 
you finally adopt a trade-mark. 


Register your trade-mark, without too much delay, in those countries where prior use 
gives no rights. 


Do not neglect to register in the other countries as soon as you have established a mar- 
ket for your goods. 


Protect your mark against infringements which may water down the scope of your pro- 
tection. 


Be careful not to license the use of your trade-mark to another person, whether a re- 
lated company or not, in those countries where a license may destroy your trade-mark. 


In the case of patents, the course to follow is: 


If you propose to file applications for foreign patents, do so within the Convention period 
of 12 months, in those countries where you may be precluded from filing in view of the 
provisions of novelty of an invention under the law. 

Secure protection for American inventions in the leading foreign markets. 

Follow a conservative attitude with regard to non-industrial countries, where protec- 
tion is desirable against unscrupulous competition. 


There is one final and important admonition I must make: the questions of for- 
eign trade-mark and patent protection are intricate and complex ; they are also inti- 
mately connected with domestic protection in the United States, in the sense that 
some action in a foreign country may have repercussions in this country. It is 
therefore highly advisable for domestic manufacturers and traders to handle their 
problems through their attorneys in the United States who handle their domestic 
trade-mark and patent problems. The foreign situation should be dealt with under 
the advice and counsel of these attorneys. 


ARRANGEMENT CONCERNING THE PRESERVATION OR THE RES- 
TORATION OF INDUSTRIAL PROPERTY RIGHTS AFFECTED 
BY THE SECOND WORLD WAR 


EXECUTED AT NEUCHATEL, SWITZERLAND, ON FEBRUARY 8, 1947 


The undersigned delegates of the governments of the member countries of the 
International Union for the protection of industrial property, desirous of remedy- 
ing the effects on industrial property rights resulting from the second World War, 
after having established their respective powers which were found to be in good 
form, have agreed to the following provisions: 

Article 1—The priority periods provided by Article 4 of the Paris Convention 
of the Union for the protection of industrial property for the filing of registration of 
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applications for patents, utility models, trade-marks, and industrial designs or models, 
which had not expired on September 3, 1939, and those which have arisen since this 
date, but before January 1, 1947, will be prolonged by each of the contracting coun- 
tries, in favor of the owners of rights recognized by the said Convention or their 
assignees until December 31, 1947. 

Article 2—A term expiring June 30, 1948, will be granted, without additional 
tax or penalty of any sort, to owners of rights recognized by the said Convention or 
their assignees, to accomplish any act, carry out any formality, pay any fee and gen- 
erally fulfill any obligation prescribed by the laws and regulations of each country, 
to preserve industrial property rights possessed on or after September 3, 1939, or to 
obtain such rights which, if the war had not taken place, could have been acquired 
since this date as a result of an application made before June 30, 1947. 

Article 3—The renewal of trade-mark registrations which have reached the 
end of their normal term of protection after September 3, 1939, but before June 30, 
1947, will have a retroactive effect to the date of expiration of their normal term, on 
condition that the renewal is effected before June 30, 1948. 

Article 4.—Countries which participate both in the present Arrangement and in 
the Arrangement of Madrid concerning the international registration of trade-marks, 
also agree as follows: renewals of trade-mark registrations inscribed in the Inter- 
national Register, and of which one of the contracting countries is the country of 
origin in the sense of the first article of the Arrangement of Madrid, will have retro- 
active effect to the date of expiration of their normal term, on condition that the 
renewal is effected before June 30, 1948. 

Article 5—(1) The period between September 3, 1939, and June 30, 1947, will 
not be taken into account in calculating either the delay provided for working a 
patent, for using a trade-mark, or for working an industrial design or model, or the 
delay of three years provided by paragraph (2) of Article 6 bis of the Convention. 
(2). Furthermore, it is agreed that no patent, industrial design or model, or trade- 
mark, still in force on September 3, 1939, will be subject to any of the sanctions pro- 
vided for by Article 5 of the Convention before June 30, 1949. 

Article 6.—(1) Third parties who after September 3, 1939, and before Decem- 
ber 31, 1946, have in good faith begun working an invention, utility model or in- 
dustrial design or model will be able to continue this working under conditions pro- 
vided for by domestic legislation. (2) An inventor who establishes proof of con- 
ception and who has filed a patent application between September 3, 1939, and 
January 1, 1946, or his assignee, may—with respect to a patent application filed 
under the provisions of Article 1—be dealt with as if he had worked his invention in 
good faith, even if he has not effectively worked it, on condition that he establishes 
that working was prevented by the war. 

Article 7—The provisions of the present Arrangement constitute only a mini- 
mum protection ; they do not prevent the claiming in favor of owners of industrial 
property rights, the application of broader provisions which may be decreed by the 
domestic legislation of a contracting country; they likewise permit more favorable 
and non-conflicting agreements and treaties that the governments of the contracting 
countries may have concluded or will conclude between them. 
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Article §—The provisions of the present Arrangement will not affect the appli- 
cation of the provisions of the peace treaties and agreements concluded or to be 
concluded between the countries which have been at war with each other. 

Article 9—(1) The present Arrangement open to member countries of the Union 
for protection of industrial property will be ratified as soon as possible. Ratifica- 
tions will be deposited with the Swiss Government and notified by the latter to all 
the others. The present Arrangement will go into effect without delay between 
the countries which have ratified it. (2) The countries which have not signed the 
present Arrangement can adhere to it on request. Such adherence will be notified 
to the Swiss Government and by the latter to all the others. Adherence will carry 
full rights and without delay accession to all the provisions and admission to all the 
advantages stipulated by the present Arrangement. 

Article 10—Any contracting country can extend the present Arrangement, by a 
simple notification to the Swiss Government, to all or part of its colonies, protec- 
torates, mandated or guardianship territories, or any other territories subject to its 
authority. The Swiss Government will transmit such notification to the other 
governments. 

Article 11—The present Arrangement will be signed in a single copy which 
will be deposited in the archives of the Swiss Government. A certified copy will 
be transmitted by the latter to each of the Governments of the signatory countries 
and the countries adhering hereto. 

Executed at Neuchatel, February 8, 1947. 


Closing Protocol 


The undersigned delegates, meeting today for the purpose of signing the Ar- 
rangement concerning preservation or restoration of industrial property rights af- 
fected by the second World War, are agreed as follows: 

I.—When, during the period between September 3, 1939, and June 30, 1947, 
products bearing a mark infringing or imitating a mark registered in a contracting 
country have been imported into this country for the account of the government for 
the effective prosecution of the war, or to maintain supplies and essential services 
for the life of the community or to alleviate suffering resulting from the war, such 
use of the mark will not be considered as affecting the rights of its proprietor. 

II.—The provisions of the first article apply equally to patent applications filed 
by Czechoslovakian nationals in the German Patent Office in Berlin, in the period 
between August 1, 1940, and May 4, 1945, inclusive, on condition that the inven- 
tion was not made in Germany. 

In witness whereof the undersigned delegates have adopted the present Protocol. 


Executed at Neuchatel, February 8, 1947. 


Signatories : Belgium, Brazil, Bulgaria, Denmark, Finland, France, Great Britain 
and Northern Ireland, Greece, Hungary, Ireland, Italy, Lebanon, Liechtenstein, 
Luxembourg, Morocco (French Zone), Norway, New Zealand, Holland, Poland, 
Portugal, Roumania, Sweden, Switzerland, Syria, Czechoslovakia, Tunis, Turkey. 











37 T.-M. REP. 





NEUCHATEL ARRANGEMENT 


ance emma a aa 


8, 1947 


Stephen P. Ladas* 





REPORT ON THE NEUCHATEL ARRANGEMENT OF FEBRUARY 









The Arrangement concerning the Preservation or the Restoration of Industrial 
Property Rights Affected by the War was signed by the following countries, mem- 
bers of the International Union for the Protection of Industrial Property : 




















Belgium Greece Netherlands 
Brazil Hungary Poland 
Bulgaria Italy Portugal 
Czechoslovakia Lebanon Roumania 
Denmark Liechtenstein Sweden 
Eire Luxembourg Switzerland 
Finland Morocco Syria 
France Norway Tunis 

Great Britain New Zealand Turkey 


































This group includes all of the members of the International Union for the Pro- 
tection of Industrial Property with the exception of Cuba, Germany, the Dominican 
Republic, Japan, Mexico, the United States of America, and Yugoslavia. 

The general provisions of the Arrangement of Neuchatel concerning all indus- 
trial property rights (patents, utility models, industrial designs, or models and trade- 
marks) are: 

1, Convention priorities which had not expired on September 3, 1939, or which 
arose after that date but before January 1, 1947, are automatically extended to De- 
cember 31, 1947. An applicant need not make any showing that war circumstances 
prevented him from filing in the foreign country within the normal Convention term. 

2. All legal terms in connection with the preservation of rights existing on or 
after September 3, 1939, or in connection with the acquisition of rights which could 
have been obtained in the period between September 3, 1939, and June 30, 1947, 
are extended to June 30, 1948. 

3. Working periods for patents and designs and user requirements for trade- 
marks do not include the period from September 3, 1939, to June 30, 1947. Further- 
more the provisions of Article 5 of the Convention for working of patents and user 
of trade-marks will not apply before June 30, 1949, on any patent, design or trade- 
mark which was still in force on September 3, 1939. 

Additional provisions of the Arrangement are as follows: 

4, Trade-mark registrations that have normally expired during the period be- 
tween September 3, 1939, and June 30, 1947, may be renewed retroactively pro- 
vided renewal application is filed before June 30, 1948. 

5. In computing the period of three years provided for by the Convention for 
the cancellation of infringing registrations of trade-marks and which period is 







*Member of the International Executive Committee, International Association for the Pro- 


tection of Industrial Property ; Chairman, International Committee, The United States Trade- 
Mark Association. 
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normally of three years from the date of such infringing registration, the time be. 
tween September 3, 1939, and June 30, 1947, is not taken into account. 

6. Infringing use of trade-marks which has taken place between September 3, 
1939, and June 30, 1947, under the conditions specified in Article 1 of the Protoco} 
to the Arrangement will not create any rights in favor of the infringer affecting the 
rights of the proprietor of the trade-mark. 

7. Third party rights are recognized with respect to patents, utility models 
and designs preserved or restored under the above provisions. They exist in favor 
of two classes of persons: (a) those who commenced working an invention, utility 
model or design in good faith within the period from September 3, 1939, to Decem- 
ber 31, 1946: (b) those who conceived an invention and filed an application therefor 
between September 3, 1939, and January 1, 1946, but were prevented by the war 
from working the invention. 

Such third party rights are governed by the provisions established by domestic 
legislation. 

The provisions of the Arrangement constitute a minimum of protection ; that is, 
the rights provided therein must in any case be secured to the persons entitled to the 
provisions of the Arrangement, but if the domestic legislation of a particular country 
grants broader rights to applicants or if bipartite treaties or peace treaties contain 
broader provisions, these shall become available to applicants. 

It is important to bear in mind that the benefits of the Arrangement are open 
only to nationals of the signatory countries which will ratify the Arrangement, or of 
any of the other Convention countries which, though not signatories, may subse- 
quently adhere to the Arrangement. 

The United States was not represented by a delegate at the Neuchatel Confer- 
ence although an American observer participated in the work of the conference. The 
Agreement was not signed by the United States but it may adhere to it by a noti- 
fication to the Swiss Government as provided for in Article 9. 

On the question whether the United States should adhere to the Neuchatel 
Agreement, it should be noted that it generally follows the lines of the provisions of 
the Treaties of Peace with Italy and the satellite countries, except that no prolonga- 
tion of the terms of patents and registrations of trade-marks and designs is provided 
for. 

The main difference of the Agreement with the Boykin Act resides in the ex- 
tension of priority rights and terms. If the Boykin Act should be amended in this 
respect to conform to the Agreement, there will be no essential point of divergence 
between the Act and the Agreement. 

It is true that under the Agreement, extension of Convention priorities and terms 
is automatic, whereas under the Boykin Act the Convention priority is extended 
when “a request in writing was made therefor” (Section 1) and the time fixed by 
law for the payment of any fee or for the taking of any other action “whenever it 
shall be shown to the Commissioner that the time . . . . has lapsed because of condi- 
tions growing out of World War II.” 

It is also true that the Agreement extends the priority right for trade-marks and 
the time for doing any act required by law with respect to trade-mark applications 
for which neither the Boykin Act, nor the Lanham Act, contain provisions. 
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Adherence of the United States to the Neuchatel Agreement will enable persons 
entitled to the benefits thereof to claim its protection under our constitutional theory 
that a subsequent Treaty supersedes a prior Act of Congress when it is self-executing. 
There should be no doubt of the self-executing character of the provisions of the 
Agreement under the authority of the decision of the Supreme Court of 1940 in the 
Bacardi Corporation v. Domenesh case. 

Section 1 of the Boykin Act exempts the United States of any claim based on a 
patent granted or validated by reason of the extension of the priority right and there 
is a similar exception in Section 4 with regard to extension of times. These pro- 
visions do not conflict with the provisions of Articles 1 and 2 of the Agreement which 
merely concern the granting of the extension of priority rights and of terms and con- 
tain no provision prohibiting such limitations of claims. 

In view of the regime of reciprocity generally prevailing in foreign countries in 
the legislation for restoring or re-establishing industrial property rights affected by 
the war, and in view of the fact that the stipulations of the Agreement are applicable 
orly as between the countries party thereto, it is strongly recommended that the 
United States should adhere to the Agreement in order that its nationals may avail 
themselves of its benefits in foreign countries. 





WATERMARK HELD UNLIKELY TO HAVE CRYPTIC MEANINGS* 


EarLY PAPERMAKERS’ Devices RELIGIOUS, MODERN USAGE Is LIKE TRADE- 
MarK 


By Harrison Elliott 


Something of the history and technic of watermarking paper has appeared in 
these columns in the past. What is now set forth is an attempt to treat somewhat 
briefly of the romantic phase of the art and the evolution of watermark designs and 
incidentally of their significance. 

The first writer to interpret the significance of watermarks was Constance Mary 
Pott, who published her conclusions in 1891 in connection with her exposition of the 
Baconian theory. Her book contains more than 500 watermark reproductions. Mrs. 
Pott’s book was followed by three works on watermarks by Harold Bayley, who 
expounded the theory that hidden messages lay concealed in watermarks and were 
put there by medieval refugee papermakers, scattered over Europe by purges and re- 
ligious persecution. To these authors the present writer is indebted for much of his 
symbolical interpretation. 

When a variety of watermarks appeared in the leaves of the same book, it was 
said that these various marks carried coherent messages. But a calmer latter-day 
view might construe it that paper was in short supply, and it was necessary to 
gather many makes from the various sources to complete the printing of an edition. 
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*Reprinted from The New York Evening Sun, March 7, 1947. 
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Mark Indicates Quality 


It was no doubt the thought of the early papermakers, aside from the use of a 
design as a trade-mark or identification as to the kind or size of the paper, that a 
somewhat artistic device would create an interest in the paper because of its orna- 
mental value. What significance such watermarks had was of a more material char- 
acter and more in the nature of exploiting the product. Today one may read the 
advertisements of modern machine-made papers with much made of the fact that they 
are watermarked. Such identifying brand marks are assurance that the consumer js 
getting a sponsored and established make of paper. 
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The term “watermark” or “paper mark” has often been subject to criticism 
Owing to its vagueness. That might be answered with the claim that the watermark 
impression is formed while the pulp is in a rather watery state. This is particularly 
true when the paper is made by the hand method. A literally true watermark is fre- 
quently and accidently made by drops of water falling on the pulp sheet while in the 
hand mold, thus forming little craters which become translucent spots indelibly fixed 
in the finished paper. Such drops may fall from the wet hands of the vatman of 
from the deckle frame when removed from the mold. Many handmade papers bear 
such marks, and are poetically termed the “vatman’s tears.” The ingenious Japanese 
papermaker executes a polka dot pattern in this manner and an interesting over-all 
decorative design. 

As to Esoteric Marks 


Mrs. Pott, previously mentioned, discovered such spots in old papers and read 
into them a part of the Baconian cipher. The good lady called such blemishes 
“moons” and declared they were thumb prints. This was the belief of a lady who 
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deplored the fact that writers on the subject of papermaking knew so little of the 
lore of watermarking. But let that not detract from the interest of the lady’s further 
researches, which are most intriguing. Those who wish to delve into the mystic 
phase of watermarking will find it a fascinating pursuit. 

The earliest watermark of which there is record appeared about 1282. Two de- 
signs seem to vie for priority. They both had religious significance. One consisted 
of two straight lines in the shape of a cross with small circles at the ends of the 
lines or bars and another circle at their intersection. The other design made use 
of a circle surmounted by a cross. 

The cross, aside from its religious significance, was the signature of the illiterate 
and the sign naturally chalked on any object to distinguish it. The circle stood as 
the emblem of eternity. The number “4” was a philosophical figure denoting the 
four elements, the four seasons, the universe. The vase meant the urn or pot to hold 
“the liquor of knowledge” which would vanish if not preserved in books. In the 
Philobiblon of Richard de Bury (1281-1345) books are thus apostrophized, “Ye are 
the golden pots in which manna is stored.” 


Dove Italian Device 




















The dove first appeared as a watermark device in Italy about 1391. The dove 
came down the ages and appeared in this country in 1776. This emblem of peace 
bore in its beak an olive branch but at times the branch was dropped, perhaps during 
periods of strife, when the dove had nothing to offer. 

The hand appeared with many modifications and additions. The open hand is 
variously interpreted as denoting faith and trust, generosity and open-handed liber- 
ality. Sometimes there was added the trefoil or clover leaf. The key was added 
as a symbol of secrecy, and the five fingers were spread out as rays. The hand with 
two fingers folded was the symbol for the act of blessing or oath taken. A sheet of 
modern English handmade paper bears a hand watermark with the only signigficance 
that the paper is handmade. 

The fleur-de-lis was employed as an emblem of the Trinity, the Flower of Light, 
signifying the mental light diffused by printing. The unicorn stood for purity and 
strength and appears in old paper in various forms. A modern make of handmade 
paper has it in its quaint old form. Somewhat related to the unicorn is the stag as 
emblematic of solitude and purity of life. 


Legend Perpetuated 











There is produced in England today a handmade paper watermarked with the 
head of Christ. It bears the date 1399, which is the date of its origin in France. It 
represents the Vera Icon or True Image, the Berenice-Veronica legend. The ox- 
head in every conceivable variety prevailed rather generally in the paper used for 
manuscript Bibles of the fourteenth and fifteent centuries, and still survives in some 
modern Dutch paper. It was considered emblematic of patience, strength and per- 
sistence of effort. 

Serpents and serpentine lines were variously employed and symbolized wisdom. 
A lion rampant with liberty pole is of comparatively late origin. It was adopted as 


214 THE TRADE-MARK BULLETIN 37 T.-M. Rep, 


the watermark of Isaiah Thomas (1749-1831) of Worcester, Mass., the paper- 
maker-printer-historian. It still survives in an English handmade paper, and the 
writer uses a hand mold with this device. The familiar fool’s cap made an early 
appearance in some of the paper used by Caxton for printing “The Golden Legend” 
in 1483. It had many forms and may be interpreted as the “infinite jest.’ 

Some American watermarks during the Revolution made use of a plow design 
with the legend “Work and Be Rich.”” Another, dated in 1799, in Boston, bore the 
exhortation ‘Save Rags!” In 1760 there was such a heavy tax on paper produced 
in the Colonies that certain Pennsylvania papermakers were accused of putting Eng- 
lish watermark designs in their own product to escape the stamp tax. 

Watermarks that originally distinguished some fine types of papers were in time 
imitated and lost much of their significance. When we consider that Briquet’s col- 
lection of watermarks at one time numbered 40,000, the possibility of selecting a 
small representative group has its difficulties. By the way of illustration some 
ancient designs and modern survivals based on old devices are shown. The sur- 
vivals appear in English, Dutch and Italian handmade papers of present-day manu- 
facture. 


RECENT BRITISH DECISIONS IN TRADE-MARK AND UNFAIR COM- 
PETITION CASES 


Dr. Paul Abel, London* 


The present report gives a survey on British decisions delivered or reported 
since the completion of my last report in November, 1946. 


A. Trade-Marks 
I. Resemblance of Trade-Marks 


Ovax v. Hovis and Ovi.’ Hovis Ltd. are the proprietors of a well known trade- 
mark “Hovis” registered in 1895 in respect of the whole of the then class 42, /e., 
“Substances used as food or as ingredients in food” and widely used for bread, and 
of another trade-mark “Ovi” registered in 1890 in respect of—inter alia—"cake 
mixtures” user of which was not evidenced in the present case. 

Smith Hayden & Co. applied for registration of the word mark “Ovax”’ in Part 
A of the Trade-Marks Register in respect of “a cereal preparation for use as an 
improver and moistening agent in making cakes.” 

Hovis Ltd. opposed that registration based on Sections 11 and 12 (1) of the 
Trade-Marks Act, 1938. 

Section 11 reads as follows: “It shall not be lawful to register as a trade-mark 
or part of a trade-mark any matter the use of which would, by reason of its being 
likely to deceive or cause confusion or otherwise, be disentitled to protection in a 


* Doctor of Laws (Vienna), Consultant on International Law (London). See previous re- 
ports by this author in 33 T-M. Rep. 29 and 107; 34 T.-M. Rep. 92, 35 T.-M. Rep. 15 and 115; 
36 T.-M. Rep. 196. 

1. 63 R. P. C. 97 (March 20, 1946). 
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court of justice, or would be contrary to law or morality, or any scandalous de- 
sign. 

: Section 12 (1) provides that “subject to the provisions of subsection (2) of 
this section, no trade-mark shall be registered in respect of any goods or description 
of goods that is identical with a trade-mark belonging to a different proprietor and 
already on the register in respect of the same goods or description of goods, or that 
so nearly resembles such a trade-mark as to be likely to deceive or cause confusion.” 

The Comptroller and Registrar of Trade-Marks Sir H. L. Saunders allowed 
the registration of the mark “Ovax.” Hovis Ltd. appealed to the Court. The 
Court (Mr. Justice Evershed) dismissed the appeal. 

His Lordship argued as follows: 


“The real argument is whether the case is different when the consideration is with 
reference to the ear and not the eye. In considering the test of sound, I must pay proper 
regard to the various circumstances including the circumstance that since ‘Hovis’ may 
justly be regarded as a household word goods so marked will be commonly demanded by 
children and uneducated persons, that recollections are sometimes faulty and enunciation 
some times indistinct or imperfectly heard (for example, on the telephone), that aspirates 
are incorrectly supplied or omitted by substantial numbers of persons, and that these 
opportunities for confusion (perhaps the greater where the words in questions are made- 
up words), may occur in intercourse between one person to whom the mark of Hovis Ltd. 
only is known and another to whom only Smith Hayden & Co. Ltd.’s mark is familiar. 

When all is said, the question is in truth, as observed by Luxmoore, L. J., and the 
House of Lords in the Aristoc case,” one of first impression, on which no doubt different 
minds may reach different conclusions. It is not profitable in such a case tc indulge in 
minute analysis of letters and syllables, a process, indeed, notoriously productive of con- 
fusion in regard to words. My conclusion is that, judged by sound as well as visually, 
the applicants have succeeded in discharging the onus laid upon them. ... Treating the 
matter as one of first impression—albeit bearing in mind the various circumstances to 
which I have referred—I do not attempt any elaboration of the conclusion which I have 
reached beyond saying that I agree with the Registrar in attaching importance to the em- 
phatic characteristics of the second syllable of the applicants’ mark. I add, further, that a 
contrary conclusion would give to Hovis Ltd., in effect, exclusive rights in regard to all 
short words beginning with the syllable ‘ov’ to an extent which disregards the significance 
commonly attached to the syllable, from its derivation from ovum, in words in general use 
in the language, such for example as ‘oval’ as well, as in made-up words, such for ex- 
ample, in ‘Ovaltine.’ ” 


IT. Registrability of Word-Marks 


The “Oomphies Case.”* La Marquise Footwear, Incorporated, applied for reg- 
istration of the word ““Oomphies” in respect of footwear. Evidence was given that 
the word “oomph” owed its origin to a cinema actress Miss Ann Sheridan and had 
achieved a significance meaning those qualities which have been described as “sex 
appeal.” The Registrar refused the application holding that the word “Oomphies” 
had a reference to the quality of footwear and further that protection should not be 
given to such a word. The applicants successfully appealed to the Court. Mr. 
Justice Evershed held that as the word “oomph” had a recognized meaning it 


2. See 33 T.-M. Rep. 108 and 35 T.-M. 15. 
3. 2 (1946) All England Law Reports, p. 497; The Times Law Reports, 1946, p. 647; The 
Law Times (Journal), Vol. 202, p. 289; The Daily Telegraph, October 16 and 17, 1946. 
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could not be said that the word “Oomphies” was an invented word, but although it 
might be that to abnormal and morbid people there is some peculiar, exciting sexual 
effect derived from looking at women’s shoes, that was a matter so far removed 
from normal experience that no such significance could properly be given to the 
word “Oomphies” in connection with shoes. The judge then considered the ques- 
tion whether the word had a direct reference to the quality or character of the goods 
and was, therefore, excluded from registration under Section 9 (1) (d) of the 
Act. His Lordship referred to the decision of the Court of Appeal In Re Keystone 
Knitting Mills (45 R. P. C. 421), in which case the Court had refused the reg- 
istration of the word “Charm”’ for ladies’ stockings, but arrived at the conclusion 
that the considerations which apply in the present case were different. “The Court 
must consider,” His Lordship argued, “whether the use of particular marks in ref- 
erence to particular goods would embarass or harness other traders. Where you 
take an ordinary word in common use, properly applicable in its ordinary meaning 
to the class of goods to which it is sought to be applied by the applicant, the Court 
will not give to the applicant in effect a monopoly of that epithet. Where, how- 
ever, you take a word which is exceedingly uncommon by comparison, different 
considerations apply.... When all the circumstances of the origin and the novelty 
of the word “Oomphies” are considered, I cannot think that it can properly and 
justly be said that “Oomphies,” applied to footwear, has a direct reference to the 
character or quality of that footwear.” 

Consequently, the appeal was allowed. 


III. Concurrent User 


The “Carmen” Case.* Section 12 (2) provides that “in case of honest concur- 
rent use, or of other special circumstances which in the opinion of the Court or the 
Registrar make it proper so to do, the Court or the Registrar may permit the reg- 
istration of trade-marks that are identical or nearly resemble each other in respect 
of the same goods or descriptions of goods by more than one proprietor subject to 
such conditions and limitations, if any, as the Court or the Registrar, as the case 
may be, may think it right to impose.” 

Based on this proviso, J. R. Parkington & Co. Ltd. sought registration in Class 
33 of the word-mark “Del Carmyn” in respect of sherry although Frederick Robin- 
son Ltd. were the proprietors of the trade-mark “Carmen” registered in 1926 in 
respect of fermented liquors and spirits and used since that time. Parkington’s 
application was opposed by Frederick Robinson Ltd. The Comptroller General and 
Registrar allowed the application of ‘“‘Del Carmyn” subject to amending the applica- 
tion so as to read: “Sherry, but not including sherry for sale within an area having 
a radius of 25 miles from the seat of Frederick Robinson Ltd.” 

The applicants had given in 1937 an undertaking to the opponents not to use the 
mark “Carmen” in respect of sherry. One month before that agreement was signed 
the applicants, unknown to the opponents, commenced to use the mark “Del Carmyn” 
in respect of sherry. 


4. 63 R. P. C. 171 (May 1, 1946). 
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Allowing the appeal filed by Frederick Robinson Ltd. Mr. Justice Romer said as 
follows: 

“The adoption of the mark by Parkington’s was accompanied by a deliberate conceal- 
ment from Robinson’s who could and would have interfered, but it was not adopted for the 
purpose of filching Robinson’s trade but of developing a trade of their own. On these con- 
ditions can it be said that a user, so initiated, was honest? .... Parkington’s not only 
knew that Robinson’s, in furtherance of what they believed to be their own interests, 
would never have permitted the use, far less the registration, of a mark so similar to their 
own that (in the absence of most stringent safeguards), confusion and deception would 
almost certainly result. In knowledge of all this Parkington’s secretly adopted their 
mark and secretly put it to commercial use. I should be sorry for it to be thought that 
such conduct is, in the view of this Court, commercialy honest. I am abundantly clear that 
it is not, and that traders who obtain the use of a mark by hoodwinking those who would 
have interfered had they known the truth, cannot come some years later to the Court and 
found a claim for relief on the footing of honest concurrent user. ... In these circum- 
stances, I cannot regard the discreditable origin of the mark as cleansed by its subsequent 
history.” 


The application for registration of the mark “Del Carmyn” failed accordingly. 


IV. Same Description of Goods 


1. The “Jardex” Case® In 1942, Lewis Thomas Edwards, trading as British 
Disinfectant Co., applied for the registration of the word-mark “Jardex” in Class 5 
in respect of “Disinfectants.” The application was opposed by Jardox Concentrated 
Products Ltd. as the proprietors of the mark “Jardox” registered in respect of “Ex- 
tract of Meat” which had been continuously and extensively used since 1909 and con- 
stituted the key part of their name. Opposition was based on Sections 11 and 12 (1) 
of the Trade-Marks Act. 

The applicant admitted resemblance of “Jardox” and “Jardex,” but contended 
that the respective goods do not cover goods of the same description. 

The Assistant Comptroller accepting the applicant’s point of view declared: 

“In determining whether two sets of goods are of the same description various tests 
have been referred to in the reported cases, ¢.g., to the nature and characteristics of the 
goods, their origin, their purpose, whether they are usually produced by one and the 
same manufacturer or distributed by the same wholesale houses, whether they are sold 

in the same shops, over the same counter, during the same seasons, and to the same class 


or classes of customers, and whether by those engaged in the manufacture and distribu- 
tion of the goods they are regarded as belonging to one and the same trade.” 


The Assistant Comptroller arrived on the evidence at the conclusion that “ex- 
tract of meat” and “Disinfectants” were not goods of the same description and that 
the opponents, therefore, could not base their opposition on Section (12) (1), but 
that they were successful under Section 11 of the Act (referred to above in 1). “It 
does not take a great deal of imagination,” he argued, “‘to visualize that in a hospital 
an order might be telephoned to the store assistant for some ‘Jardox’ or ‘Jardex’ 
without the purpose for which the article is required being stated, or in the house- 
hold the mistress might request the maid to some act with reference to the ‘Jardox’ 





5. 63 R. P. C. 19 (September 12, 1945). 
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or the ‘Jardex’ again without specifying the purpose in view. In either instance, 
if the word ‘Jardox’ were used but were misunderstood for ‘Jardex’ very serious 
consequences might follow. ... I have come to the conclusion that the applicant 
has failed to discharge the onus that lies upon him to show that the use of the mark 
*“Jardex’ would not be likely to deceive or cause confusion, and also that in the 
exercise of the discretion conferred upon the Registrant, I should do nothing that 
would encourage the applicant to sell, or continue to sell his disinfectants under the 
mark “Jardex.’”’ 

Consequently, the application for registration of that mark was refused. 

2. The “Panda” Case.’ The same test as given above in deciding whether two 
sets of goods were goods of the same description was applied by Mr. Justice Romer 
when dismissing an appeal from a decision of the Assistant Comptroller who had 
held that “shoes, boots and slippers’ were not goods of the same description as 
“shoe polish.” 

Ladislaus Jellinek applied for registration in respect of “shoe polish” of a pic- 
ture mark showing inter alia in white block letters the words “Panda Shoe Polish.” 
The application was opposed by Chissick and Kershenstein Ltd., the proprietors of 
a picture mark bearing the prominent inscription “Panda Footwear,” registered in 
respect of “shoes, boots and slippers” since 1939. 

Mr. Justice Romer accepted the Assistant Comptroller’s view that the two marks 
resemble each other and that Section 12 (1) of the Act would apply if the appli- 
cant’s and the opponent’s goods might properly be regarded as being goods of the 
same description which latter question he denied in agreement with the Assistant 
Comptroller. Carefully reviewing the evidence, His Lordship held that they were 
not such goods from the point of view of their nature or their user, and not by rea- 
son of the channels of trade either through which the respective commodities are 
sold ; whilst it is true, His Lordship argued, that some proportion of the total sales 
of shoe polish is effected through the medium of shoe and boot shops, the great 
bulk of polish is sold through grocers, drysalters, and the like which do not con- 
stitute a channel of trade for boots and shoes. 

For these reasons, the opposition was unsuccessful. 


























V. Non-Use of Trade-Marks 


The “Black Flag’ Case.’ Under Section 26 (1) (b) of the Act a trade- 
mark may be taken off the register if a continuous period of five years or longer 
has elapsed during which there was no bona fide use thereof, but under subsection 
(3) such non-use is excused if it is shown to have been due to special circumstances 
in the trade and not to any intention not to use or abandon the trade-mark.® 

David Thom & Co. Ltd. applied, based on non-use during five years, for recti- 
fication of the register by cancelling the trade-mark “Black Flag,” registered since 
1929 for the Black Flag Co. of Baltimore, Md., in respect of “insect destroying 
powders and fluids.” The Assistant Comptroller acting for the Registrar of Trade- 
















6. 63 R. P. C. 39 (January 23, 1946). 
7. 64R. P. C. 161 (May 3, 1946). 
8. Compare as to the legal position in U. S. Walter J. Lerenberg, 36 T.-M. Rep. 181. 
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Marks ordered the removing of the entry of that Trade-Mark from the register. 
Black Flag Co. appealed under subsection (3) of Section 26, producing new evi- 
dence which was not before the Assistant Comptroller. Reviewing that evidence 
Mr. Justice Roxburgh allowed the appeal. The Judge stated that the appellants in- 
tended to put their goods on the British market as soon as possible, but that that 
was impossible owing to the circumstances of the war because they could neither 
import them into the United Kingdom nor manufacture them there so that special 
circumstances which justified non-use had to be considered proved. 


VI. Infringement of Trade-Marks 


The “Beedies” Case.° The plaintiff V. S. Subbiah Nadar was the proprietor of 
two trade-marks registered in the register of trade-marks in Ceylon in respect of 
“beedies” (a small and cheap type of cigarettes). The leading feature of the marks 
was a portrait of the plaintiff, a man of South India, wearing a turban and an open 
coat without a tie and showing other distinctive matter. The defendants, E. P. 
Kumaraval Nadar and others, were sued by the plaintiff for infringement because 
they used for cigarettes a trade-mark showing the portrait of Kumaraval Nadar in 
a dress very similar to that worn by the plaintiff in the portraits in his trade-marks, 
surrounded by features closely resembling those surrounding the plaintiff’s portrait 
in one of his two marks. The defendants had tried to have their mark registered in 
the register of trade-marks in Ceylon but their application was refused on the 
ground that the mark so closely resembled the plaintiff's marks as to be calculated 
to deceive. Their trade-mark had been registered with the Chamber of Commerce 
in Madras as long ago as 1915. 

The trial judge found the defendants guilty of infringement, and that their 
defence of anterior user or honest concurrent user upon which issues witnesses had 
been heard failed. On appeal, the Supreme Court of Ceylon held that, whilst the 
defendants’ mark so closely resembled the plaintiff's marks as to be calculated to 
deceive, the defendants had proved anterior user and honest concurrent user so 
that the appeal was successful. The plaintiff appealed to the Judicial Committee 
of the Privy Council. The latter (Lord Porter, Lord Du Parcq and Sir John Beau- 
mont) allowed the appeal, set aside the order of the Supreme Court and restored 
that of the trial judge insofar as the order concerned infringement of trade-mark. 
(I omit the question of passing-off which was denied by the Privy Council contrary 
to the findings of the trial judge.) 

Their Lordships considered that the plaintiff had no monopoly in the right to 
display a portrait as part of a trade-mark. ‘The defendants,” their Lordships con- 
tinued, “have a perfect right to display a portrait of one of themselves on their 
mark so long as their portrait, or their portrait together with the surrounding de- 
vices, does not so closely resemble the plaintiff’s portrait and devices as to lead to 
confusion. The defendants’ portrait is of E. P. Kumaraval Nadar in a Marathi dress 
and head-dress similar to the dress and head-dress in the plaintiffs’ photo and sur- 
rounded by a series of almost identical features. It is in evidence that most of the 





9. 63 R. P. C. 187 (April 11, 1946). 
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people who purchase beedies are illiterate and are unlikely to make a close examina- 
tion of labels on the beedies which they purchase. Their Lordships have no hesita- 
tion in holding that the general effect on the mind of anybody dealing in beedies 
would be to confuse the beedies sold under the marks and labels of the defendants 
with those sold under the plaintiff’s trade-marks, and both Courts in Ceylon appear 
to have been of that view. The marks are plainly calculated to lead to confusion 
and deception and the similarities are so close as to make it impossible to suppose 
that such marks were devised independently of the other.... The conclusion must 
be that one party copied the mark of the other.” Their Lordships then carefully 
considered the evidence and agreed with the finding of the trial judge that the 
defendants have not proved user of their mark prior to the user of the plaintiff's 
marks nor concurrent honest user, and granted an injunction to restrain the de- 
fendants, their servants and agents from infringing the appellant’s marks concerned 
through the use of their marks or of any mark or device being a colourable imitation 
of the appellant’s marks; the defendants were ordered to deliver to the appellant 
upon oath or affirmation all labels, bills, invoices, letters, forms or other documents 
bearing such marks. 
B. Passing-off 


1. The “Blue Orchid” Case.° The facts of this case can hardly be stated more 
clearly than in the headnote which precedes the report in R. P. C. and which, there- 
fore, may be referred to in the following. That headnote reads: 


“The plaintiffs Delavelle (G. B.) Ltd. had sold a range of toilet articles, including 
brillantine, under the brand name of ‘Blue Orchid’ since 1936. In or about 1944 the de- 
fendant Harry Stanley began to sell brillantine under the same name. The plaintiffs 
brought an action to restrain such use of the name, alleging that it would lead to the 
defendant’s goods being passed-off for those of the plaintiff’s. No case of actual confusion 
or damage was alleged. The defendant alleged that the words ‘Blue Orchid’ were ordinary 
English, and were descriptive and not distinctive of the plaintiffs’ goods. 

“It was held by Mr. Justice Evershed that although the words ‘Blue Orchid’ were 
ordinary English words, they were not descriptive, but were distinctive of the plain- 
tiffs’ goods; that whether a name was distinctive was a question of fact, and that on the 
evidence the plaintiff, had shown that ‘Blue Orchid’ brillantine was understood by both 
the trade and the public to mean their brillantine, and that they were entitled to an in- 
junction restraining the defendant from using the name ‘Blue Orchid’ for toilet goods, 
and to an order for delivery up for destruction of labels and wrappers bearing such name.” 


From the Judge’s reasoning the following passages may be quoted: 


“When a trader seeks to obtain anything which might be said to be in the nature of a 
monopoly it is necessary to look strictly at his case and be satisfied that he has made it out, 
for plainly it is not in accordance with public interest that such monopolistic rights should 
go further than is strictly justified, or should have the effect of preventing another honest 
trader from carrying on his business in the best way that he can. On the other hand, 
it is equally clear that no one has the right to represent his goods as being the goods of 
another, and when the trader has, over a period of time, expended capital and initiative 
and labour in building up a reputation in a particular class of goods, it is plainly not right 
that the benefit of his work should be assumed by someone else.” 


10. 63 R. P. C. 103 (June 21, 1946). 
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2. The “Jamal” Case." A certain kind of permanent hair wave was known in 
the trade as “Jamal” wave to be carried out by the plaintiff’s “Jamal” lotion. The 
defendant gave to customers asking for a “Jamal” hair wave a permanent hair wave 
with a lotion and heating medium not being the plaintiff’s branded articles. It was 
held that where a brand-name was applied to some service or process and where 
it was understood by the trade that that process should be carried out only with 
the branded articles, a trader was guilty of a form of misrepresentation analogous to 
passing off if he knowingly carried out what was supposed to be that process with 
articles other than the branded articles. A declaration was, therefore, made which 
interdicted such a behaviour by the defendant. 

3. The “Kem” Case.” Marengo, an artist, used for his drawings the fancy 
name “Kem” which name had become distinctive of his political sketches. The Daily 
Sketch and Sunday Graphic Ltd. published in their newspapers political cartoons 
by another artist who had published sporting cartoons under the name “Kim,” but 
had just started to produce political cartoons which appeared under the same name 
“Kim.” Marengo sued the said company for passing off in view of the resemblance 
of “Kim” with “Kem.” The Court of Appeal (Lord Greene, M. R., Morton and 
Somervell, LL.J.), gave judgment for the defendant company. The Court held that 
the producer of the “Kim” cartoons had acted bona fide and with no intention to de- 
ceive and that he was entitled to continue the use of the name by which he had be- 
come known, even though some confusion might arise through the fact that he 


started producing a different type of drawings for which type another artist had 
become known by a similar name. 


C. Designation of Goods 


1. The “Beecham’s Pills’ Case.* The Pharmacy and Medicines Act, 1941, 
interdicts to sell by retail any article consisting of or comprising a substance rec- 
ommended as a medicine unless quantitiative particulars of the constituents are 
given, but the Act permits articles to be sold under a “proprietary designation.” 
In Re Porter & Clarke Ltd. v. The Pharmaceutical Society of Great Britain the 
question arose whether “Beecham’s Pills” was a proprietary designation. Mr. 
Justice Wynn-Parry in the Chancery Division held that “the word ‘designation’ 
was used in the sense of a distinctive title or appellation. It followed that when a set 
of words were said to amount to a ‘proprietary designation’ it must first be pos- 
sible to say that . . . . they were to be read together, and secondly when read to- 
gether, formed a distinctive title or appellation. Thus ‘Beecham’s Pills’ amounted to 
such a designation, while ‘Pills manufactured by Beecham’ did not.” 

2. The “Tassa” Case.* One Earp caused to appear in a periodicai called Health 
and Life an advertisement referring to ““Tassa” as an antiseptic for almost every 
form of disease, and stating: “full information on application.” An inspector caused 
a letter to be written to Earp referring to the advertisement and asking for informa- 





11. 1 (1947) All England Law Reports, 287; Solicitors Journal, Vol. 91, p. 100. 
12. The Law Journal, Vol. 96, p. 317 (June 14, 1946). 


_ 13. The Times Law Report, 1946, p 688; Solicitors’ Journal, Vol. 90, p. 585 (decision de- 
livered on October 25, 1946). 


14. The Law Times (Journal), Vol. 203, p. 45; Solicitors’ Journal, Vol. 91, p. 101. 
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tion. Earp in a letter replying enclosed a circular and stated, inter alia, that ‘“Tassa” 
cured tuberculosis. 
By Section 8 (1) of the above cited Act it is forbidden, “to take any part in the 


publication of any advertisement referring to any article ... . of any description in 
terms which are calculated to lead to the use of that article... . for the treatment of 
human beings for any of the following diseases, namely ... . tuberculosis.” Earp 


contended that the said letter was not an advertisement but a private letter. He 
was convicted by the Justices and his appeal failed. The Court (Lord Goddard, 
L.Ch.J., and Lewis, J.) held that the advertisement, circular and letter, taken to- 
gether, were an advertisement of the antiseptic as curing tuberculosis and that the 
advertisement accordingly contravened Section 8 (1). 


E. Bibliography 





After a rather long period a new book on British-Mark law has been 
published: Irene G. R. Moses, Barrister at Law: “Trade-Mark Practice at the 
Patent Office,” XX and 334 pages. Burrell, K. C., says in the foreword, that “the 
publication of a textbook particularly directed to the present practice in these mat- 
ters seems very opportune and should be of considerable interest and value to all who 
carry on a trade-mark practice at the office.” The book justifies these expectations, 
It is divided into seven chapters, dealing with: 1, The Register and Definition of a 
Trade-Mark; 2, Registrability and Prohibition on Registration ; 3, Registration and 
Opposition Proceedings ; 4, Special Types of Marks (Certification Marks, Defensive 
Registration, Registered Users, etc.) ; 5, Registration, Duration and Renewal of 
Registration, Assignment and Transmission ; 6, Rectification and Correction of the 
Register ; 7, Evidence and Miscellaneous Matters. The practicability of the book is 
increased by three Appendices, the first of which contains the Trade-Mark Act, 
1938, the Trade-Marks Rules, 1938, and Sections 91 and 91A of the Patents and 
Designs Act, 1907 to 1942; the second gives Precedents and a table comparing 
sections of the Trade-Marks Act, 1938, with those of the Trade-Mark Acts, 1905 and 
1919; the third Appendix contains the Emergency Legislation. 


F. Some Statistics*® 


The annual report by the Comptroller General of the British Patent Office for 
the year 1945 shows the highest figure of trade-mark applications in the last ten 
years: 9,189 (6,786; the figures in parentheses are those for 1944) applications for 
trade-mark registrations in Part A of the Register and 152 (157) in Part B. Two 
thousand eighty hundred and eighty (2,924) trade-marks were registered in Part A 
and 461 (346) in Part B. 

The number of trade-mark registrations renewed was 9,930; of these, 799 were 
originally effected in 1875, 919 in 1889, 959 in 1903, 1,163 in 1917, and 4,621 in 
1931; the remaining 1,469 renewals related to marks registered in 1938 under the 
Trade-Marks Act, 1938, which limited the initial period to seven years. 













16. See Statistics for 1942, 33 T.-M. Rep. 113, for 1943, 35 T.-M. Rep. 18, for 1944, 35 T.-M. 
Rep. 122. 
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The highest number of trade-mark registrations was effected as in previous 


years in Class 5: “Pharmaceutical, veterinary and sanitary substances, infants’ and 
invalids’ food, etc.” : 358 cases (440). 


The next highest figures are: 


Class 25: “Clothing, including shoes, boots and slippers”: 297 (248) cases. 

Class 3: “Bleaching preparations, soap, perfumery, etc.” : 244 (247) cases. 

Class 24: “Tissues, piece goods, bed and table covers, etc.” : 214 (285) cases. 

Class 30: “Coffee, tea, cocoa, sugar, rice, etc.”: 190 (167) cases. 

Class 1: “Chemical products used in industry, science, etc.” : 176 (135) cases. 

Class 2: “Paints, varnishes, lacquers, etc.”: 160 (125) cases. 

Class 7: “Machines and machine tools, motors (except for vehicles, etc.”: 153 (138) 
cases. 

Class 16: “Paper, paper articles, stationary, office requisites, etc.” : 152 (148) cases. 

Class 9: “Scientific, nautical, surveying, and electrical apparatus and instruments (in- 
cluding wireless), etc.” : 129 (169) cases. 

Class 6: “Unwrought and partly wrought common metals and their alloys, etc.”: 111 
(96) cases. 

Class 11: “Installations for lighting, heating, steam generating, cooking, etc.”: 107 
(92) cases. 


Hearings on official objections to applications for registrations took place in 
2,369 (2,345) cases. Asa result, 27 (26) applications were allowed to proceed un- 
conditionally and 1,359 (459) were allowed to proceed subject to conditions to be 
fulfilled by the applicants, 184 (131) were accepted for registration in Part B of the 
Register, 19 (21) were withdrawn and 177 (323) were refused. 

Sixty-four (79) notices of opposition to the registration of trade-marks were re- 
ceived in 1945. 

Seven applications for variation of suspension orders of trade-marks—all of 
them containing the word “Zyclon’—were received in 1945, but abandoned. Only 
one application for suspension of trade-marks was received in that year, but re- 
fused.” From September 3, 1939, up to the end of 1945, 65 applications for sus- 
pension of trade-marks under the Patents, Designs, Copyright and Trade-Marks 
(Emergency) Act (1939) had been filed, six thereof were refused, seven withdrawn 
and only 52 trade-marks were suspended, a rather small number, covering more than 
six years. 

The Library of the British Patent Office was visited by 64,915 (30,373) per- 
sons. The library kept at the end of 1945: 321,774 (end of 1944: 318,605) volumes. 





17. Compare my article 36 T.-M. Rep. 204. 
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PART II 


EASTMAN KODAK COMPANY v. FEDERAL TRADE COMMISSION 
Circuit Court of Appeals, Second Circuit 
November 27, 1946 


UNFAIR COMPETITION—SHERMAN ACT 

Miller-Tydings amendment to Section 1 of the Sherman Act excepts from the prohibj- 
tions of the statute resale price fixing agreements for a commodity sold under the producer’s 
trade-mark, brand or name, provided such commodity is in free and open competition with 
commodities of the same general class produced or distributed by others and provided 
agreements of that description are lawful as applied to intrastate transactions under the 
law of the state within which the resale is to be made. 

The Commission found that “Kodachrome Film” is not in the same general class as 
and is not in free and open competition with black and white film. 

The Miller-Tydings amendment must not be too broadly construed as to defeat its 
purpose. The purpose was to validate resale price agreements with respect to branded 
commodities which are in effective competition with similar commodities produced by 
others so that if the resale price of the branded article were not set too high, the manufac- 
turer would lose his trade by the competition of other similar articles. 

APPEALS TO CircUIT CourT OF APPEALS 

Court is limited to determining whether there is any evidence to support the Commis- 
sion’s findings as to the absence of competition between “Kodachrome” and black and white 
film. 


Petition of Eastman Kodak Company to review order of Federal Trade Com- 
mission. Petition denied. 


Nixon, Hargrave, Middleton, and Devans (T. Carl Nixon, Arthur L. Stern, 
and Thomas Kiernan of counsel) all of New York, N. Y., for petitioner. 

W. T. Kelly, Washington, D. C., and Daniel J. Murphy, New York, N. Y., for 
respondent. 

Isaac W. Digges, New York N. Y., for American Fair Trade Council, Inc., 
amicus curiae. 


Before Swan, CLarK and FRANK, Circuit Judges. 


Swan, C. J.: 


The petitioner, Eastman Kodak Company, manufactures and sells in interstate 
commerce under the trade-name “Kodachrome,” photographic film for the taking 
of still and motion pictures in color. Another of its products is “Magazine Cine- 
Kodak Film,” both black and white and “Kodachrome,” packaged in a magazine 
which fits exclusively the patent protected cameras of the petitioner or its licensees. 
With respect to both “Kodachrome” and “Magazine Film” the petitioner has 
adopted a resale price maintenance policy to control the prices at which retail 
dealers may sell these commodities. The order of the Commission which the 
petitioner seeks to have set aside directs that the petitioner desist from entering 
into or continuing in operation any contract with its dealer-customers providing 
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that “Kodachrome Film” or “Magazine Film” is not to be advertised, offered 
for sale or sold by such dealer-customers at prices less than those specified by 
the petitioner. The order also provides that if conditions later change so that 
there are other commodities of the same general class produced or distributed by 
others which are sold in free and open competition with the petitioner’s “Koda- 
chrome” or “Magazine Film,” then the Commission will, upon proper showing 
by the petitioner, reconsider the terms of its order in the light of such new condi- 
tions. 

The Miller-Tydings amendment to Section 1 of the Sherman Act, 15 U. S.C. A. 
§ 1, excepts from the prohibitions of the statute resale price fixing agreements 
for a commodity sold under the producer’s trade-mark, brand or name, provided 
such commodity “is in free and open competition with commodities of the same 
general class produced or distributed by others,” and provided agreements “of 
that description” are lawful as applied to intrastate transactions under the law 
of the state within which the resale is to be made. The Commission found as a 
fact that the petitioner’s “Kodachrome Film” is not in the same general class as 
and is not in free and open competition with black and white film and that a pur- 
chaser wishing to take photographs or moving pictures in natural color is required 
to purchase film for this purpose solely from the petitioner. It further found that 
the petitioner’s “Magazine Cine-Kodak Film,” both black and white and “Koda- 
chrome,” is not sold in free and open competition with commodities of the same 
general class; that petitioner’s ““Magazine Film” is the only film on the market 
that can be used in the petitioner’s “Magazine Cine-Kodak” cameras, the “Bell & 
Howell Magazine” cameras and the “Prefix Magazine” cameras; and that the 
owners and purchasers of such cameras can use in such cameras only “Magazine 
Film” purchased solely from the petitioner. Because of these findings the Commis- 
sion concluded that the petitioner’s resale price maintenance contracts covering its 
“Kodachrome Film” and its “Magazine Film” were not protected by the Miller- 
Tydings Amendment. Unless so protected they constituted unfair methods of 
competition in violation of Section 5 of the Federal Trade Commission Act, 15 
U.S.C. A. § 45(a). See Federal Trade Comm. v. Beech-Nut Co., 257 U. S. 441; 
Armand Co. v. Federal Trade Comm., 78 F. 2d 707 (C. C. A. 2), cert. den., 
296 U. S. 650. 

With respect to “Kodachrome Film” the petitioner limits its petition for review 
to the question whether it is in free and open competition with and in the same 
general class with black and white film. The argument is that all photographic 
film, whether “Kodachrome” or black and white, is in the “same general class,” 
being film for taking pictures, and that color film is in free and open competition 
with black and white film because each competes for “the consumer dollar” inas- 
much as a person about to take a picture must choose between buying a color film 
or a black and white film. By analogous reasoning it may be argued that cham- 
pagne and “Poland Spring” water are competing commodities of the same general 
class because both are beverages and a person desiring to quench his thirst must 
choose which to buy; or similarly, that the various types of fuel—coal, wood, oil 
gas, etc—are all competing commodities of the same general class. 
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But the statutory clause under consideration must not be so broadly construed 
as to defeat its purpose. As clearly appears from the legislative history of the 
Miller-Tydings amendment,* the purpose was to validate resale price agreements 
with respect to branded commodities which are in effective competition with similar 
commodities produced by others so that if the resale price of the branded article 
were set too high the manufacturer would lose his trade by the competition of other 
similar articles. Hence it will not do to say that all film is in the same class. [If 
a purchaser wants a color film he must be able to buy it from more than one manv- 
facturer if there is to be “free and open competition with commodities of the same 
general class ;” that he can buy a black and white film will not serve to destroy the 
monopoly of the sole producer of color film. Hence we think the Commission has 
correctly construed the statutory phrase. The only other function of the court 
in this proceeding is the very limited one of determining whether there is any eyi- 
dence to support the Commission’s findings as to absence of competition between 
“Kodachrome” and black and white film. See Trade Comm’n v. Education 
Society, 302 U. S. 112, 117. It will suffice to say that it is supported by the testi- 
mony of several witnesses. 

The Commission’s findings with respect to “Magazine Film” also find support 
in the record testimony. Accordingly the order is affirmed. 


HUBRITE INFORMAL FROCKS, INC. v. SILVERSTEIN, er A ., potne 
BUSINESS AS JANE JOYCE CO. 


District Court, S.D. New York 
March 4, 1947 


Unrair CoMPETITION—NAMES OF COMPANIES 

Plaintiff’s dresses bear “Joyce Hubrite ;” defendants, doing business as “Jane Joyce Co,” 
also sells dresses; defendants’ sales agent and plaintiff’s sales agency are in the same build- 
ing, and there has been some confusion in mail deliveries as well as probably some con- 
fusion among buyers calling for exhibitions or to make purchase. 

There is no such similarity in the defendant’s corporate name as would reasonably be 
calculated to cause any confusion to anybody with whom either the plaintiff or the defendant 
does business, and certainly there is no area of contact identifiable between the labels on the 
individual garments and the partnership title as it is used by defendant on the literature 
or advertising of its retail sellers. 

No secondary meaning of “Joyce” referable to plaintiff either as a corporation or as a 
manufacturer exists. There is no unfair competition. 


Action by Hubrite Informal Frocks, Inc., against Julius Silverstein, Lillian, 
Rich, Rose Like, Esther Berman, and Sophie Frankel, copartners doing business 
as Jane Joyce Co., for unfair competition. Complaint dismissed. 


Erwin Feldman, New York, N. Y., for plaintiff. 
Levisohn, Niner & Levisohn (Edwin Levisohn and Harry Cohen of counsel) all 
of New York, N. Y., for defendants. 


* See Cong. Rec., Vol. 81, Part 7, 75th Cong., 1st Sess., pp. 7495 and 8141. 
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Crancy, D. J.: 


Findings of Fact 


1. The plaintiff is a Massachusetts corporation. It was organized in 1927 
and succeeded a partnership entitled Hub Dress Manufacturing Company, which 
began business in 1893 as the Hub Wrapper Company. On December 1, 1937, 
it filed its application in the United States Patent Office to register a trade-mark 
consisting of the words “Joyce Hubrite” in almost perpendicular script. This 
trade-mark which we find a valid one for the purpose of deciding this case, was 
admitted to registration on June 7, 1938, and it was attached by labels to the 
collars of all the plaintiff’s dresses, and also to the price tag which is attached to 
each dress. “Hubrite” is an adoption of part of plaintiff’s corporate title and 
“Joyce” is intended to be a feminine name to personalize the mark. 

2. The defendant is a partnership formed in April, 1945, which succeeded and 
took over the business of a corporation bearing the same name, which was organ- 
ized in July, 1943. 

3. The manufacturing businesses of the two parties, while they are included 
in a broad classification of house apparel, nevertheless constitute recognizably 
different classes of women’s informal indoor dresses. There is not much difference 
in the class of material used so far as the court recognizes it, but there is some. 
The prices are somewhat different. The defendant’s garments wholesale at a price 
from $6.75 to $12.75 and the plaintiff’s dresses sell retail between $9 and $11. 

4. The plaintiff has spent large sums of money in a vigorous campaign to 
advertise its trade-mark and its merchandise, on a basis broad geographically and 
also in the character of the vehicles chosen, in the first class magazine and news- 
paper field. Its retail customers in addition have advertised both its goods and 
its trade-mark as an identification of them, and the court is quite willing to find 
that they are well known on their own merits and identified as the plaintiff’s 
products as a result of the advertising done by the plaintiff: and its customers. 

5. The defendant does not attach any label whatever or tag to its goods and 
the complaint here is against the use of the defendant’s trade-name. 

6. The defendant employs a sales agent who represents also other garment 
manufacturers, and has taken by himself at his own expense an office in the same 
building in New York City in which the plaintiff’s sales agency is, and in fact 
immediately adjoining it, and there has been some confusion in the delivery of their 
mail and probably some confusion among the buyers calling for exhibitions, or to 
make purchases. This of course is easily understood in a modern office building 
and it is not occasioned by anything that the defendant did, nor does the court 
regard it as material to the issues in this case. 

7. There is evidence in the case that the stores which are customers of the 
defendant and who retail its goods, of their own volition have advertised the de- 
fendant’s goods, and that the defendant in some instances at least knew that this 
was being done and took no measures to stop it. 

8. Other than the confusion of the mailman, or the buyers, referred to in the 
preceding finding, the case is bare of evidence that any other persons in the garment 
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trade such as buyers or members of the consuming public suffer any confusion jn 
purchasing the product of the plaintifi or of the defendant. 

9. The court finds no such similarity in the defendant’s corporate name as 
would reasonably be calculated to cause any confusion to anybody with whom 
either the plaintiff or the defendant does business, and certainly there is no area 
of contact identifiable between the labels on the individual garments and the 
partnership title as it is used on the defendant’s letterheads or literature or the 
advertising of its retail sellers. 

10. There is no evidence in the case to establish any relation between the word 
“Joyce” for the plaintiff's name and the plaintiff’s product. In other words, there 
is no evidence in this case whatever that any secondary meaning of the word “Joyce” 
referable to the plaintiff either as a corporation or as a manufacturer exists, or has 
been established. There is therefore no ground for any finding of unfair competi- 
tion by the defendant in any sense. Neither is there any basis for a finding that 
the registered trade-mark has in any way been infringed. 


Conclusions of Law 


1. The complaint must be dismissed. 


PRO-PHY-LAC-TIC BRUSH COMPANY v. JORDAN MARSH COMPANY 
District Court, D. Massachusetts 
March 3, 1947 


TRADE-MARKS—PLEADING AND PRACTICE 

Parties submitted before trial stipulation that specific exhibits be offered in evidence 
without objection by either party except on the question of the relevancy or materiality and 
that matters set forth in the statement of facts be presumed to be true and not subject to 
objection except on the question of relevancy or materiality of any such fact to the preseat 
action. 

TRADE-MARKS—CONFUSING SIMILARITY 

In determining the question of confusing similarity of marks we must consider the 
marks as a whole, but similar portions need not be given the same weight as dissimilar 
portions. 

“Gemlite” is not confusingly similar to “Jewelite.” “Gem” and “Jewel” predominate the 
marks and are substantially alike in meaning, but are unlike in sound and appearance. It 
is unlikely that the ordinary purchaser would be confused on seeing goods, hearing radio 
advertising or seeing newspaper advertising. 


Action by Pro-phy-lac-tic Brush Company against Jordan Marsh Company for 
trade-mark infringement. Complaint dismissed. 


George P. Dike, George P. Towle, Jr., and Dike, Calver & Porter, all of Boston, 
Mass., for plaintiff. 
Kenway & Witter and Herbert P. Kenway, both of Boston, Mass., for defendant. 


HEacey, D. J.: 


This is an action for trade-mark infringement with a prayer for an injunction 
and for damages as provided for by Section 96 of Title 15, United States Code. 
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This court has jurisdiction of this action under Section 97 of Title 15, United 
States Code. 

Before trial the parties submitted a stipulation containing a “list of exhibits” 
and a “statement of facts.” The parties agreed and stipulated that the exhibits 
identified in the list of exhibits should be offered in evidence without objection by 
either party except on the question of the relevancy or materiality of any of them. 
It was also agreed and stipulated that the matters set forth in the statement of 
facts be presumed to be true and not subject to objection by either party except 
on the question of the relevancy or materiality of any such fact to the present ac- 
tion. 

At the trial before this court on December 20, 1946, the exhibits mentioned in 
the “List of Exhibits” and other evidence were introduced and the court heard the 
arguments of counsel. 


I find the facts to be as follows: 


The plaintiff, Pro-phy-lac-tic Brush Company, a Delaware corporation, having 
a usual place of business in Northampton, Massachusetts, has been in the business 
of making and selling tooth brushes, hairbrushes and various toilet and dresser sets 
since prior to 1901. 

The defendant, Jordan Marsh Company, is a Massachusetts corporation oper- 
ating a department store in Boston, Massachusetts. 

An issue of the Boston Herald published March 14, 1946, contained an advertise- 
ment by Jordan Marsh Company advertising certain articles or commodities. A 
section of this advertisement was devoted to an illustration of a toilet set showing 
a hairbrush, mirror and comb and entitled “‘ ‘Gemlite’ Vanity Set.” 

Below this was the following description: 

Beauty for your dressing table . . . . beauty for you with this sparkling, crystal 
clear vanity set of “Gemlite” plastic. Pretty pastel design of frolicking cherubs is inset 

in the back of the nylon-bristle hair-brush and round, full-view mirror. You'll find the 

practically unbreakable comb made for everyday use, too .... a perfect combination of 

beauty and practicability. Pink, blue or white. $15.00 (non-taxable). 

On March 15, 1946, Jordan Marsh Company sold the boxed dresser set which 
is in evidence as plaintiff's exhibit (4). This exhibit consists of a hairbrush, a 
mirror and a comb, and was sold at the retail price of $15. On the box in which 
these articles were enclosed, was a gummed label rectangular in shape, 3 inches long 
and 1 inch wide, bearing the words “Gemlite Dresser Set” in one line, in printed blue 
type. The hairbrush is of clear plastic material with a white decorative cloisonne 
insert embellished by a cherubic design on the back. The nylon bristles are set in 
wood which in turn is set in the plastic frame. There is no trade-mark or label on 
the hairbrush. The round mirror is set in a clear plastic frame with the same white 
decorative cloisonne work insert as the hairbrush on the back. Stuck on the glass 
mirror is a gem-shaped blue paper label with silver-colored edging. Printed on this 
label in silver-color are the words “Gem” and “Lite” placed one above the other. 
Below the word “Lite” are the words “Trade Mark,” and below those words are 
“Gemloid Products N. Y.”, one under the other. The comb is of clear plastic ma- 
terial, on one end of which appears the word “Gemlite” in small letters. 


230 THE TRADE-MARK REPORTER 37 T.-M. Rep, 
sss sSNA” 

This dresser set was purchased by Jordan Marsh Company from Gemloid Cor. 
poration of New York, the manufacturer. Gemloid Corporation has agreed to in- 
demnify Jordan Marsh Company for any loss that may be sustained as a result of 
its sale of Gemlite Dresser Sets and has provided Jordan Marsh Company with the 
exhibits which have been introduced in evidence by the defendant. Jordan Marsh 
Company is relying in part on rights asserted to reside in Gemloid Corporation in 
its defense to this action. 

On April 5, 1940, Pro-phy-lac-tic used the word “Jewelite” as a trade-mark 
stamped on hairbrushes which were sold in interstate commerce. This use has 
continued ever since. It applied for registration of its trade-mark ‘“‘Jewelite” on 
hairbrushes on May 2, 1940, and registration was granted by the Commissioner of 
Patents on October 22, 1940. . 

It applied for registration of “Jewelite” in separate script on hairbrush and 
comb sets and toilet and dresser sets on May 27, 1943, and registration was granted 
on this application November 7, 1944. 

The plaintiff has used the trade-mark “‘Jewelite” on hairbrushes in interstate 
and foreign commerce continuously since April 5, 1940; on Hairbrush and Comb 
sets continuously since August 15, 1940; on mirrors and on Dresser Sets contiiu- 
ously since January 2, 1941, and on Toilet sets since June 16, 1941. In each case 
the trade-mark was placed on the goods and on boxes containing them. In practi- 
cally all the advertisements of plaintiff’s products which are exhibits in this case, 
the word “Pro-phy-lac-tic” appears in a prominent manner with the word “Jewelite” 
in such a way as to identify the plaintiff's “Jewelite” products with the manufac- 
turer’s trade-name of “Pro-phy-lac-tic.” 

There is a hairbrush and comb manufactured by the plaintiff in evidence (De- 
fendant’s Exhibit EE). The plaintiff’s hairbrush is a crystal clear plastic with 
nylon bristles set directly into the frame. There is no decorative insert on the back. 
On the handle is impressed in script in one line the words “Pro-phy-lac-tic Jewelite.” 
The comb is of the same material and prominently on the middle of the frame is 
impressed the same label in the same manner. 

For the year 1940, Pro-phy-lac-tic spent $38,608.50 in advertising its “Jewelite” 
products, and by the end of 1944, had spent a total therefor of $648,215.01. 

During the year 1940, sales of “Jewelite” products amounted to $314,055.31, and 
by the end of 1944 totaled $6,103,402.25. 

The plaintiff greatly expanded its plant and equipment to meet the demand for 
its “Jewelite” line of goods. 

Gemloid Corporation, incorporated in 1931, was in 1934 making mirrors with 
decorative inserts on the back made of cloisonne finish material referred to by Gem- 
loid as its “Gemlike” material, and was selling them to dealers in the toiletries trade. 
The mirrors did not bear any trade-mark when shipped by Gemloid. Between 
1934 and 1939, Gemloid sold sheets of decorative material which it called its “Gem- 
like,” “Gemloid” and “Enameloid” displays. This decorative material was sold to 
manufacturers of mirrors, hairbrushes, and the like. 

Gemloid has registered as its trade-mark the words “Gemlike,”’ Gemloid,” “Gen- 
Glo” and “Gem-Cote.” 
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On January 2, 1939, Gemloid Corporation shipped unlined plastic ring boxes 
to Wolfsheim & Sachs, Buffalo, New York, containing the marking “Gem Lite” 
in two words, one above the other within a gemshaped figure. 

At various dates, Gemloid Corporation subsequently used the name “Gemlite” 

on other plastic creations as follows: March 8, 1940, on plastic clock cases; May 
13, 1940, on empty plastic powder containers; June 10, 1940, on plastic parts of 
lamps. 
On February 19, 1940, Gemloid applied for registration of “Gem Lite” as a 
trade-mark on “plastics in class k, raw or partly prepared materials,” alleging the 
use of the mark in interstate commerce since September 6, 1939. This registration 
was granted December 9, 1941. 

Although Gemloid Corporation used the word “Gemlite” prior to the use by the 
plaintiff of the word “Jewelite,” the plaintiff’s use of the word “Jewelite” on toilet 
sets preceded the use by the Gemloid Corporation of the word “Gemlite” on toilet 
sets. 

Gemloid Corporation’s trade-mark registration No. 392,064 for “Gemlite” did 
not cover completely manufactured toilet sets, but only plastic castings used for 
molding parts of toilet sets among other specified articles. 

The plaintiff's trade-mark registration No. 410,035 for “Jewelite” did cover 
completely manufactured toilet sets made of or backed with plastic material. 


DISCUSSION 





The plaintiff’s action arises under Section 96 of Title 15, United States Code, 
which is as follows: 

























h Any person who shall, without the consent of the owner thereof, reproduce, counter- 

k. feit, copy or colorably imitate any such [registered] trade mark and affix the same to 

” merchandise of substantially the same descriptive properties as those set forth in the 

: registration, . . . and shall use, . . . such reproduction, counterfeit, copy, or colorable 

5S imitation in commerce among the several states, . . . shall be liable to an action for 

; damages therefor at the suit of the owner thereof, ... 

, The plaintiff does not contend that Gemloid Corporation’s mark ‘“Gemlite”’ is 

of a reproduction, counterfeit or copy of the registered trade-mark “Jewelite,” but 
contends that the mark “gemlite” is a colorable imitation of the registered mark 

for “Jewelite.” 

Assuming, therefore, without deciding, that the plaintiff’s use of the trade-mark 
ith “Jewelite” on completed toilet sets preceded the use by Gemloid Corporation of the 
mM mark “Gemlite” on completed toilet sets, and that the manufacture and sale of 
de. completed toilet sets was not a natural expansion of the business of Gemloid Cor- 
een poration, the sole question to be determined is whether or not the words “Jewelite” 
emnl- and “Gemlite” have caused or are likely to cause consumer confusion as to the 
1 to source of the merchandise. Dwinell-Wright Co. v. National Fruit Product Co., Inc., 

140 F. 2d 618 [60 U. S. P. Q. 304]; Industrial Rayon Corporation v. Dutchess 
emn- Underwear Corporation, 92 F. 2d 33; Seven Up Company v. Cheer Up Sales Com- 


pany, 148 F. 2d 909 [36 T.-M. Rep. 93]. 
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In this case, there is no evidence of actual consumer confusion. Plaintiff bases 
its case on the likelilhood of such confusion. 

It has been held that when the issue of a colorable imitation of a trade-mark js 
presented and “‘no evidence of actual instances of confusion in the purchase of goods 
has been introduced, the test of deceptive similarity is whether ordinary purchasers, 
buying under the usual conditions in the trade and exercising ordinary care, would 
likely be induced to purchase the article to which the accused trade-mark is affixed, 
believing it to be plaintiff’s article.” Seven Up Company v. Cheer Up Sales Com- 
pany, 148 F. 2d 909 [36 T.-M. Rep. 93]. 

Or as stated in this Circuit, “the basic test of trade-mark infringement is whether 
the goods of the alleged infringer would be supposed by the kind of people who pur- 
chase them to emanate from the same source as the goods of the complainant.” 
Dwinell-Wright Co. v. National Fruit Product Co., 140 F. 2d 618. 

In the present instance, both the toilet sets made by the plaintiff and those made 
by Gemloid Corporation are similar in that they are made of a plastic material. They 
are both sold in department stores, probably at the same or adjacent counters in the 
same department. They are both in relatively the same price class.* There, how- 
ever, the similarity ends, except insofar as the trade-names are similar. 

The decorative cloisonne inserts in the mirror and hairbrush of the “Gemlite” 
set distinguish that set in appearance from the clear plastic of the “Jewelite” mirror 
and hairbrush. 

The sole question to be determined is whether or not the terms “Jewelite” and 
“Gemlite” are so confusingly similar as to cause prospective purchasers of toilet sets 
to purchase “Gemlite” sets under the impression that they are buying goods manu- 
factured by Pro-phy-lac-tic. 

Although in determining this question of confusing similarity of marks, we must 
consider the marks as a whole, it does not follow that portions of marks which are 
similar must be given the same weight as the portions that are dissimilar. Young- 
husband v. Kurlash Company, Inc., 94 F. 2d 230; Franco-Italian Packing Corpora- 
tion v. Van Camp Sea Food, 142 F. 2d 274. 

In the instant case, therefore, the fact that the two marks both end in “lite” is 
not controlling ; in fact, it is relatively unimportant. 

In the Second Edition (1942) of Webster’s International Dictionary, the suffix 
“lite” is defined as “A combing form equivalent to-lith, denoting: a mineral, rock, 
fossil in stone, etc., as cryolite, ryolite, dendrolite.” It has been used commonly in 
combination with several words to denote generally some manufactured substitute 
for a mineral such as, “bakelite,” “Hya-lite,” “Crystolite,” “Idolite,” ‘“Emlite,” 
“Lapilite” and “Sparkelite.” When so used, and as used in “Jewelite” and “Gem- 
lite,” it is merely descriptive of the material of which the product is manufactured, 
and as such is not subject to exclusive ownership by the plaintiff. 

The other components of the marks in issue “Jewel” and “Gem” are the pre- 
dominating parts of these marks. While substantially alike in meaning and gen- 


* Plaintiff’s pre-war price for a set composed of a brush, comb and mirror was $10 and the 
retail price of the “Gemlite” set sold by Jordan Marsh on March 14, 1946 was $15. 

















37 T.-M. Rep. RAPPAPORT v. MANCRAFT PRODUCTS 233 


a a RR 





erally used synonymously, “Jewel” and “Gem” are alike neither in sound or ap- 
pearance. 

The same is true of the marks as a whole. “Jewelite” composed of three syllables 
neither sounds nor looks like “Gemlite” composed of but two syllables. Even when 
both are printed in the same type of script, the difference between them is apparent, 
and it seems most unlikely that the ordinary purchaser of a $10 or $15 toilet set 
would be confused merely by the similarity of meaning of the two marks. 

Furthermore, in the line of toiletries of this price class, in which plastics are 
widely used, the ordinary customer is more interested in the physical appearance 
and workmanship, and would rely greatly on an inspection and visual comparison 
of two sets in making a purchase. In making such an inspection, a prospective pur- 
chaser in examining the “Gemlite” mirror would no doubt see the name “Gemloid 
Products” on the label affixed thereto, and would know that the set was not made by 
the plaintiff. 

Even were this not the case, and these sets were sold by name only, by mail as 
a result of advertising by newspapers, periodicals or radio, the words “Jewelite” 
and “Gemlite” as applied to toilet sets are not confusingly similar and the use of 
“Gemlite” on toilet sets made by Gemloid Corporation would not lead the ordinary 
purchaser to believe that such sets were the product of the plaintiff. 

I am, therefore, of the opinion that the use of the mark “Gemlite” on toilet sets 
made by Gemloid Corporation and sold by Jordan Marsh Company does not con- 
stitute an infringement of plaintiff's trade-mark “Jewelite.” 

Because of my finding that there is no likelihood of confusion by prospective pur- 
chasers buying under the usual conditions, as a result of the use of “Gemlite” by 
Gemloid Corporation on toilet sets, and, therefore, no infringement of plaintiff’s 


trade-mark, it is unnecessary to determine the other questions argued by the parties 
in their briefs and at the hearing. 


The complaint is dismissed. 











































RAPPAPORT v. MANCRAFT PRODUCTS, INC. 
New York Supreme Court, Special Term, New York County 
March 10, 1947 


Unrain CoMPETITION—JURISDICTION OF CouRTS 

In unfair competition suit the defense of consent and acquiescence is sufficient as pleading, 

as is the defense that the defendant received permission to use the words “Mancraft” or 

any variation thereof prior to the plaintiffs’ first use of the words. Also that no one can 

acquire exclusive right to use words as trade-marks or names and that the parties do not 
compete with one another, and that there is no secondary meaning in the words. 






Action for unfair competition. On plaintiff’s motion to strike defenses. Motion 
granted in part and denied in part. 


Cuurcu, J.: 


Motion by the plaintiffs under Rule 109 of the Rules of Civil Practice to strike 
out as insufficient the affirmative defenses contained in the answer and also under 
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Rule 103 of the Rules of Civil Practice to strike out the identical defenses as sham, 
frivolous and irrelevant and as tending to prejudice, embarrass and delay the trial 
of this action, is in all respects denied as to the new matter alleged in the second, 
third, fourth and seventh affirmative defenses. The above affirmative defenses allege 
that the defendant received permission to use the words “Mancraft” or any variation 
thereof long prior to plaintiffs’ first use of the words; that the words “Mancraft” 
are a combination of two common words, employed and used in everyday speech 
and that no one may acquire an exclusive right to them as a trade-name or a trade- 
mark; that the defendant is not engaged in a competitive line with the plaintiffs; 
and that no secondary meaning could have been established in the words “Mancraft” 
between the date of plaintiffs’ first use of the words and the defendant’s alleged use 
of the same words. These defenses are properly pleaded in this action for unfair 
competition. The fifth separate defense of consent and acquiescence is likewise 
sufficient as a pleading. 

The first alleged separate defense fails to allege sufficient facts to constitute the 
defense that as to the defendant the plaintiff has no exclusive right to the use of 
the word or words in question. Newman v. Alvord, 51 N. Y. 189; Winthrop 
Chemical Co. v. Blackman, 150 Misc. 229, aff’d 246 App. Div. 234; Clode v. Scrib- 
ners Son, 200 App. Div. 532. The sixth defense which incorporates by reference 
paragraphs fourteenth to nineteenth inclusive of the answer, already included in the 
fifth affirmative defense, contains insufficient facts to constitute the defense of 
laches. Rosenberg v. Rosenthal, 135 Misc. 282; Goldman Bros., Inc. v. Goldstein, 
125 Misc. 737. 

The defendant may serve an amended answer with regard to the defenses which 
have been stricken within twenty days after service of a copy of the order to be 
entered hereon, with notice of entry. 


EX PARTE THE UNION FORK & HOE COMPANY 
Commissioner of Patents 


February 27, 1947 


TRADE- MARKS—CONFUSING SIMILARITY 
“Ply-Beam” is confusingly similar to “Beam” written across rays emanating from the 
pupil of a human eye. Viewed as a rebus the eye of the registered mark might well mean 
“I,” in which event the mark would be read as “I Beam.” The word “Beam” constitutes 
a very prominent portion of both marks, and either “eye” or “I” has the same sound as 
“Ply”; also the goods are identical. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark of the Union Fork & Hoe Com- 


pany, Serial No. 468,399, filed March 17, 1944. From decision refusing registra- 
tion, applicant appeals. Affirmed. 


W. S. McDowell, Columbus, Ohio, and Stone, Boyden & Mack, Washington, 
D. C., for applicant. 
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Frazer, F. A. C.: 


In view of a reference, the Examiner of Trade-Marks rejected this application 
to register the notation “Ply-Beam” as a trade-mark for a long line of hand tools, 
including shovels, spades and scoops. The registered mark relied on by the ex- 
aminer is described in his statement on appeal as “comprising the profile repre- 
sentation of a human eye with rays emanating from the pupil and the word ‘Beam’ 
written across such rays.” Shovels, spades and scoops are the goods named in the 
registration. - 

Applicant points out that “the word ‘beam’ has two distinct and entirely differ- 
ent meanings.” And it is probably true that the registered mark would suggest the 
word “eyebeam” to observers, while applicant’s mark would have no such signifi- 
cance. But if viewed as a rebus, the eye of the registered mark might well mean 
“T,” in which event the mark would be read as “I Beam,” and its meaning would be 
closely related to that suggested by applicant’s mark. Moreover, regardless of 
significance, the word “Beam” constitutes a very prominent portion of both marks; 
and either “eye” or “I” has the same sound as “Ply.” Since the goods are identi- 
cal, I am clearly of the opinion that these various similarities in the marks render 
them reasonably confusable. 

The decision of the Examiner of Trade-Marks is affirmed. 


























EX PARTE TAKAKI 
Commissioner of Patents 
February 27, 1947 


TraDE-M ARKS—DESCRIPTIVE 
“Isan” and its Japanese equivalent are descriptive of preparation for stomach powder. 






Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark of Ralph N. Takaki, Serial No. 
475,877, filed October 30, 1944. From decision refusing registration, applicant 
appeals. Affirmed. 






Lester L. Sargent, Washington, D. C., for applicant. 
Frazer, F. A. C.: 







This is an appeal from the refusal of the Examiner of Trade-Marks to register 
a mark, under the provisions of the Act of February 20, 1905, for “a preparation 
for upset conditions of the stomach due to gastric hyperacidity and as an antacid 
alkalizer.” Registration was refused on the ground that the mark is the name of 
the goods to which appropriated, and hence incapable of trade-mark significance ; 
which is another way of saying that the mark is merely descriptive. 
As stated in the brief on appeal : 

















Applicant seeks to register his trade-mark “Isan” accompanied by certain equivalent 
Japanese characters which, when translated literally, mean “stomach powder.” 
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There is also expert testimony of record that the word “Isan’’ means “medicinal 
powder for the stomach.”’” And the specimen labels filed with the application show 
that applicant’s product is in powder form. Moreover, applicant, whose place of 
business is located at Honolulu, has stated that the “characters are used so that the 
Japanese people here in Hawaii will know the contents they are taking, as lots of 
them do not understand English.” 

The argument is advanced, with apparent sincerity, that the mark is “merely 
suggestive and not descriptive,” because it does not indicate the precise “nature of 
the indisposition” for the treatment of which applicant’s preparation is intended; 
and that “the word ‘stomach powder’ does not at all describe the goods which is in 
the nature of an antacid preparation or alkalizer.” I agree with the examiner, 
however, that neither those words nor their Japanese equivalent may be registered 
as a trade-mark for stomach powder. 

The decision is affirmed. 


EX PARTE SELAS CORPORATION OF AMERICA 
Commissioner of Patents 


February 27, 1947 


TrRADE-Marks—Not DEscRIPTIVE 
“Flo-Scope,” “Flo” being disclaimed, is not descriptive of a meter for measuring and 
indicating the flow of fluids. The mark is suggestive of the intended purpose or function of 
the device but is not descriptive since it requires conscious mental effort to determine its 
meaning in relation to the goods. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark of Selas Corporation of America, 
Serial No. 473,261, filed August 14, 1944. From decision refusing registration, 
applicant appeals. Reversed. 

See also 71 USPQ 1060. 


John E. Hubbell, New York, N. Y., for applicant. 
Frazer, F. A. C.: 


The Examiner of Trade-Marks rejected this application to register a trade-mar* 
under the Act of February 20, 1905, on the ground that applicant’s mark is descrip- 
tive of the goods to which appropriated. Applicant appealed from the examiner’s 
decision, and the appeal was argued on July 9, 1946. On September 25, 1946, I 
remanded the case to the examiner for his consideration of “a mass of affidavits” 
which applicant had filed with its brief on appeal. (591 O.G. 667, 71 USPQ 160.) 

The examiner has now considered those affidavits. In a supplemental statement, 
he concedes that they support applicant’s contention that the mark is not descriptive 
in the sense he originally held it to be. He adheres to the rejection, however, be- 
cause in a slightly different sense he still thinks the mark describes the goods. 

Applicant’s mark is the notation “Flo-Scope,” the word “Flo” being disclaimed 
“apart from the mark as shown.” It is appropriated to “a meter for measuring and 
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indicating the flow of fluids.” The fluid to be measured is not visible, but readings 
are made by means of an indicator mounted on a float. The examiner thus reasons 
that since the device “indicates flow,” and the “indication is readily observable,” the 
mark “goes beyond mere suggestiveness and is in fact descriptive of the character 
and use of the apparatus.” 

I am unable to agree with that conclusion. The mark is, of course, highly sug- 
gestive of the intended purpose or function of applicant’s device; but I doubt that 
it is descriptive. Rather it is an expression that requires conscious mental effort to 
determine its meaning in relation to the goods. In the absence of opposition I think 
the mark is registrable. 

The decision of the Examiner of Trade-Marks is reversed. 


EX PARTE ALEXANDRA DE MARKOFF SALES CORPORATION 
Commissioner of Patents 


February 7, 1947 





TraDE-MARKS—PLEADING AND PRACTICE 
Application was rejected in view of the prior registration of a confusingly similar mark 

for merchandise of the same descriptive properties. Applicant petitioned to cancel prior reg- 
istration at time of instant application. An application was filed by the purported owner of 
the registration sought to be canceled, which is now in condition for allowance. The mark 
of that application, which is confusingly similar to applicant’s mark, claims a later date of 
first use. Applicant’s petition that interference be declared between applications or that 
registrant’s application be withheld pending determination of cancellation, is denied. Since 
applicant’s mark has been held nonregistrable, it may not form the subject matter of an inter- 
ference. It is unfair to withhold conflicting application from issue pending the termination 
of the cancellation proceeding. Applicant may petition to cancel new registration should it 
prevail in the cancellation proceeding. 













Petition to Commissioner of Patents. 
Application for registration of trade-mark of Alexandra de Markoff Sales Cor- 

poration, Serial No. 505,878, filed July 19, 1946. On petition that interference be 

declared or that application of another be withheld from issue. Petition denied. 


Dean, Fairbank & Hirsch, New York, N. Y., for applicant. 
Frazer, F. A. C.: 












On July 19, 1946, this application to register a trade-mark was filed. On Sep- 
tember 6 it was rejected in view of the prior registration of a confusingly similar 
mark for merchandise of the same descriptive properties. A petition to cancel that 
registration had been filed by applicant concurrently with the instant application. 
The cancellation proceeding is now set for final hearing before the Examiner of 
Interferences on July 8, 1947. 

On March 26, 1942, an application was filed by the purported owner of the reg- 
istration sought to be canceled, which is now in condition for allowance. However, 
the mark of that application, which is likewise confusingly similar to applicant’s 
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mark, claims a later date of first use; so that the question of priority depends upon 
the outcome of the cancellation proceeding. 

In view of the circumstances thus briefly outlined, applicant petitions that an 
interference be now declared between the two pending applications ; or, in the alter- 
native, that the allowable application be withheld from issue pending the final deter- 
mination of the cancellation proceeding. 

Rule 51 provides that : 


Before the declaration of interference, all preliminary questions must have been settled 
by the examiner in charge of trade marks, and the trade mark which is to form the subject 
matter of the controversy must have been decided to be registrable, and must have been 
published at least once in the Official Gazette of the Patent Office. 


Since applicant’s mark has been expressly decided to be nonregistrable, obviously 
it may not “form the subject matter” of an interference. Nor would it be fair to 
withhold the conflicting application from issue pending the termination of the can- 
cellation proceeding. That application was filed nearly five years ago, and to grant 
the requested suspension might well add another three years to its pendency. 

Applicant is not without remedy. Its time to oppose has long since expired, 
but should it prevail in the cancellation proceeding it may still institute a similar pro- 
ceeding against the new registration. And if the cancellation proceeding terminates 
adversely to applicant, the new registration will entail no legal injury. 

The petition is denied. 


McKESSON & ROBBINS, INCORPORATED v. VILLAGE WINERY 


Commissioner of Patents 
March 7, 1947 


TRADE-MArRKS—CLasSsES OF Goops—DESCRIPTIVE PROPERTIES 

Dry liquor has the same descriptive properties as whisky. 

TRADE-MARKS—CONFUSING SIMILARITY 

Mark is necessarily dominated by the word “Southern,” for that is the only undisclaimed 
word it contains; and in the case of a trade-mark which consists of words accompanied by 
other pictorial indicia the portion of the mark which would be likely to indicate origin would 
be the words used. 

“Southern Bouquet,” “Bouquet” being disclaimed, above bouquet of flowers, above a 
monogram of the letters “V” and “W” and disclaimed expression “A favorite of the South” 
is confusingly similar to “Old Southern Home,” above a landscape depicting a house, drive- 
way, trees and shrubs. 

TRADE- MARKS—EVIDENCE—OPPOSITION 

The registration was issued to a third party who later changed its name and under the 
new name made a formal assignment to opposer. Facts are established by certified copies 
of Patent Office records introduced under Rule 154(e) 

Since opposer owns the registration, its failure to prove use was irrelevant to issues of 
opposition. 


Appeal from Examiner of Interferences. 
Trade-mark opposition No. 23970 by McKesson & Robbins, Incorporated, 


against Village. Winery, application, Serial No. 474,643, filed Sept. 26, 1944. From 
decision sustaining opposition, applicant appeals. Affirmed. 
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Samuel Herrick, Washington, D. C., for McKesson & Robbins, Incorporated. 
Jackson, Webster & Read and William G. MacKay, both of San Francisco, Calif., 
for Village Winery. 


Frazer, F. A. C.: 





































This is an appeal from the decision of the Examiner of Interferences sustaining 
the opposition of McKesson & Robbins, Incorporated, to the application of Village 
Winery for registration of a trade-mark, claimed to have been used since Septem- 
ber 18, 1944, for “a dry liqueur.” 

Applicant’s mark compfises the words “Southern Bouquet,” printed in two lines 
above the picture of a bouquet of flowers. Below the picture is the disclaimed ex- 
pression “A favorite of the South,” and a small monogram of the letters “V” and 
“W.” The descriptive word “Bouquet” is also disclaimed. 

The mark on which opposer relies was registered for “whisky” on July 24, 1934. 
It is the notation “Old ‘Southern Home,’” above a landscape depicting a house, a 
driveway, trees and shrubs. 

That the goods of the parties have the same descriptive properties, there can be 
no doubt. The record discloses, and it is a matter of common knowledge, that they 
are directly competitive. 

Applicant argues, however, that the marks “are readily distinguishable from 
each other, especially when applied to specifically different goods.” It points out 
that “the only feature common to both marks is the word ‘Southern,’ which may be 
termed a highly suggestive or geographically descriptive word ;”’ and insists that 
otherwise the two “‘ensembles” are “strikingly different” in appearance and meaning. 

But applicant’s mark is necessarily dominated by the word “Southern,” for that 
is the only undisclaimed word it contains; and “in the case of a trade-mark which 
consists of words accompanied by other pictorial indicia the portion of the mark 
which would be likely to indicate origin would be the words used.” WW. B. Rodden- 
bery Co. v. Kalich (C. C. P. A.), 72 U.S. P. Q. 138. That is particularly true in 
respect to marks appropriated to goods of the kind here involved, because purchasers 
frequently order “by the drink rather than by the bottle,” and “have no opportunity 
to see the labels.” Englander v. Continental Distilling Corporation, 25 C. C. P. A. 
1022, 95 F. 2d 320 [28 T.-M. Rep. 265]. 

Applicant’s product would thus be called for as “Southern,” or possibly “South- 
ern Bouquet,” and opposer’s as “Southern Home,” or “Old Southern Home.” And 
despite specific differences between the two, it seems to me that some measure of 
confusion would inevitably result. 

The contention is made that opposer has failed to prove ownership of its mark. 
The registration was issued to a third party, which thereafter changed its name, and 
under the new name made a formal assignment to opposer. These facts are suffi- 
ciently established by certified copies of Patent Office records, introduced under 
Rule 154(e) of the Rules of Practice. Rosengart v. Ostrex Co., 30C. C. P. A. 1046, 
136 F. 2d 249. It is further contended that a certain label, attached to the notice of 
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opposition, negatives opposer’s alleged use of the mark, because it bears the notation 
“Bottled expressly for McKesson Spirits Co., Inc.,” which concern is alleged, but 
not proved, to be “‘opposer’s wholly-owned subsidiary.” 

But since opposer owns the registration, its failure to prove use “was wholly 
irrelevant to the issues here involved and should be given no consideration what- 
soever in determining the issues in this case.” Lactona, Incorporated v. Lever 
Brothers Co., 32 C. C. P. A. 704, 144 F. 2d 891. 


I find no error in the decision of the Examiner of Interferences, which is ac- 
cordingly affirmed. 
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37 T.-M. REp. CONCURRENT REGISTRATIONS 


PART I 


CONCURRENT REGISTRATIONS UNDER THE NEW TRADE-MARK 
LAW* 


By Walter J. Halliday* 


Concurrent registrations of the same or similar marks to more than one reg- 


istrant are expressly allowed by the proviso in Section 2(d) of the new Trade-Mark 
Law which goes into effect July 5, 1947.7 


Under the 1905 Act, such concurrent registrations were not permitted. In con- 
struing that Act the courts held: “Congress provided that if a trade-mark is identi- 
cal with one in existence and if it is applied to related goods, it shall not be reg- 
istered.” Following this construction, the courts ruled that the consent of the 
parties in attempts to effect concurrent registrations was immaterial because: “In 
refusing to register a prohibited mark, the Commissioner of Patents acts as the 
guardian of the public interests and the parties by their deeds or agreements cannot 


confer upon him the power to do that which he is prohibited from doing under the 
statute.” 


Now, the Commissioner or the Courts may permit concurrent registrations of 
similar or even the same marks to more than one registrant, under the conditions 
enumerated in the proviso of Section 2(d) of the new Trade-Mark law, as follows: 


(a) The parties must have become entitled to use such marks through concur- 
rent lawful use in commerce; and they must have become so entitled prior to any 
of the filing dates of the applications involved’ and 


* Wallace H. Martin, Esq., and the author, both of the New York Bar, have in preparation a 
text on the new Trade-Mark Law which they expect to publish jointly this summer. 

1. This article copyright, 1947, by Walter J. Halliday. 

2. Provided, That the Commissioner may register as concurrent registrations the same or 
similar marks to more than one registrant when they have become entitled to use such marks 
as a result of their concurrent lawful use thereof in commerce prior to any of the filing dates 
of the applications involved and the Commissioner or a court on appeal determines that confusion 
or mistake or deceit of purchasers is not likely to result from the continued use of said marks 
under conditions and limitations as to the mode or place of use or the goods in connection with 
which such registrations may be granted which conditions and limitations shall be prescribed in 
the grant of the concurrent registrations thereof; and concurrent registrations may be similarly 
granted by the Commissioner with such conditions and limitations when a court has finally deter- 
mined that more than one person is entitled to use the same or similar marks in commerce. The 
Commissioner shall give not less than 30 days’ written notice to all applicants, registrants, and 
users specified by any of the parties concerned of any application for concurrent registration and 
of the time and place of the hearings thereon. When the Commissioner decides to grant a con- 
current registration the proposed registration shall be published in the Official Gazette of the 
Patent Office and the application shall be subject to opposition as hereinafter provided for other 
applications to register marks. Concurrent registrations may be ordered by a court in an action 
under the provisions of Section 4915, Revised Statutes, under such conditions and limitations as 
the court considers proper in accordance herewith. 

3. Philadelphia Inquirer v. Coe, 133 F. (2d) 385, 387 (C. A. D. C., 1942). 

4. Application of Laskin Brothers, 146 F. (2d) 308, 309 (C. C. P. A., 1944) ; see also: George 
A. Breon & Co., Inc. v. Aronovic, 33 U. S. P. Q. 390; ex-parte The Glidden Company, 68 U. S. 
P. Q. 152, 153 (1946). 

5. As to future marks, the use of which is begun after the effeffctive date of the new Act, 
the provision of Section 22 of the Act that registration of a mark on the principal register “shall 
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(b) It must be determined that confusion or mistake or deceit of purchasers js 
not likely to result from the continued concurrent use of such marks ; and 

(c) Conditions and limitations as to the mode or place of use or the goods in con- 
nection with which such registrations are granted must be prescribed in the grant of 
concurrent registrations. 

While the granting of concurrent registrations is new to our statutory law,° the 
concurrent use of similar or identical marks is commonplace; and the regulation 
thereof by agreement of the parties or under conditions and limitations imposed by 
the courts is old. Therefore, a well established body of common law principles js 
available to guide the Courts and the Commissioner, in determining when applicants 
have become entitled to continue concurrent use of marks and to furnish the out- 
lines of the conditions and limitations requisite to avoiding confusion. 


Territorial Divisions 


Concurrent use of marks resulting from outright sale of the business in a par- 
ticular territory represents the time-worn commercial practice. The business of 
many concerns in this country stems from such arrangements and the courts have 
long enforced the trade-mark rights growing out of these interpartes agreements.’ 

In some instances, concurrent uses of similar marks have been developed, in good 
faith, in separate markets, with no agreement to divide territories, but with full 
knowledge of the parties, and the courts have enforced the trade-mark rights of the 
concurrent users in their own markets.* Some of these decisions were explained on 
the basis of acquiescence or estoppel.” 

In other instances, concurrent uses of the same or similar marks, on similar or 
related goods, have grown up innocently in widely separated markets. Where there 
has been no bad faith or forestalling, in such cases, the courts have held that prior 
appropriation was legally insignificant and that the later comer could not be ousted 
from the markets which he had occupied. Perhaps the most difficult problems in 
these cases, have arisen when the expanding markets of such concurrent users have 
begun to encroach upon each other. At that point, the courts have divided the ter- 
ritories and established geographic limitations on the concurrent users’ rights.” 


be constructive notice of the registrant’s claim of ownership thereof” must be considered in deter- 
mining the lawfulness of use and whether or not a party has become entitled to use a mark. The 
effect of Section 22, however, is not deemed within the scope of this article. 

6. The laws of some foreign countries have provided for concurrent registrations for many 
years. For example: Great Britain since 1905; Australia since 1905; New Zealand since 1921. 

7. Bourjois v. Katzel, 260 U. S. 689 (1923). Koppel Industrial Car & Equipment Co. V. 
Orenstein & Koppel, 12 F. (2d) 1009 (S. D. N. Y., 1926). 

8. Esso, Inc. v. Standard Oil Co., 98 F. (2d) 1 (C. C. A. 8, 1938). 

9. Dwinnell-Wright Co. v. White House Milk Co., 132 F. (2d) 822 (C. C. A. 2, 1943). Nis- 
ley Shoe Co. v. Nisley Co., 72 F. (2d) 118, 120 (C. C. A. 6, 1934). Jacobs v. Iodent Chemical Co, 
41 F. (2d) 637 (C. C. A. 3, 1930). J. A. Dougherty’s Sons v. Kasko Distillers Products Corp., 
35 F. Supp. 561 (E. D. Pa., 1940). ; 

10. United Drug Co. v. Rectanus Co., 248 U. S. 90 (1918). Hanover Star Milling Co. Vv. 
Metcalf, 240 U. S. 403 (1916). Socony-Vacuum Oil Co. v. Oil City Refiners, 136 F. (2d) 470 
(C. A. C. 6, 1943). General Baking Co. v. Gorman, 3 F. (2d) 891 (C. C. A. 1, 1925). Bisceglia 
Bros. Corp. v. Fruit Industries, Ltd., 20 F. Supp. 564 (E. D. Pa., 1937). 

11. Tillman & Bendel v. California Packing Corp., 63 F. (2d) 498 (C. C. A. 9, 1933). Cf. 
General Baking Co. v. Goldblatt Bros., Inc., 90 F. (2d) 241, 242 (C. C. A. 7, 1937). Standard 
Oil Co. of Maine v. Standard Oil Co. of New York, 45 F. (2) 309, 313 (C. C. A. 1, 1930). 
Chapin-Sacks Mfg. Co. v. Hendler Creamery Co., 254 F. 553, 559 (C. C. A. 4, 1918). 
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CONCURRENT REGISTRATIONS 


Notices of Differentation 


The efficacy of explanatory phrases and differentiation notices as a means of pre- 
yenting confusion has been challenged frequently. Nevertheless, this device has 
been used repeatedly by the courts in attempts to regulate concurrent uses of the 
same or similar marks on similar goods in the same markets. Primarily, it has been 
used in connection with personal names, many more of which will be eligible for 
registration under section 2(f) of this Act than could be registered under the ten- 
year clause of the 1905 Act. Until some more appropriate means is devised, the 
courts no doubt will continue to utilize this established technique. Following are 


typical examples of notices which have been used by the courts and which will serve 
as a guide to the Commissioner. 


FuLtt NAME AND ADDRESS 


The requirement that a later comer use his full name is perhaps the first step 
in regulating concurrent uses of the same name.” To this has often been added the 
requirement that the address be stated.”® 

Similarly, the full firm or corporate name of the maker has been required in some 
cases in conjunction with the use of marks in which concurrent users have qualified 
rights.” 

While considering this device, one should not lose sight of the general rule that 
prefixes and suffixes appended to strong marks ordinarily do not avoid infringe- 
ment.’° The same is true of the use of the maker’s name; and except in cases of 
loss of distinctiveness or laudatory or other weak marks, use of a maker’s personal 
or firm name as an adjunct is insufficient.”® 





DISAVOWALS OF COMMERCIAL RELATIONSHIP 


“Not connected with the L. E. Waterman Co.” is a familiar example of a type 
of legend utilized in numerous cases. This is perhaps its simplest form. The de- 


12. L. E. Waterman Co. v. Modern Pen Co., 235 U. S. 88, 93 (1914). R. B. Davis v. Davis, 
75 F. (2d) 499, 500 (C. C. A. 2, 1935). Societe Vinicole de Champagne v. Mumm Champagne 
& Importation Co., Inc., 13 F. Supp. 575, 595, 596 (S. D. N. Y., 1935). Faber v. Faber, 124 F. 
603, 614-615 (S. D. N. Y., 1903). Lever Bros. Ltd. v. Smith, 112 F. 998 (D. Conn., 1902). 
Rogers v. Wm. Rogers Manuf’g Co., 70 F. 1019 (C. C. A. 2, 1895). 

13. Horlick’s Malted Milk Corporation v. Horlick, 143 F. (2d) 32, 36 (C. C. A., 7, 1944). 
Burger Brewing Co. v. Maloney-Davidson Co., 86 F. (2d) 815, 817 (C. C. A. 6, 1936). Vogue 
Co. v. Vogue Hat Co., 6 F. (2d) 875, 876 (C. C. A. 6, 1925). 

14. L. E. Waterman Co. v. Modern Pen Co., 235 U. S. 88 (1914). S.C. Johnson & Son., Inc. 
v. Johnson, 116 F. (2d) 427, 430 (C. C. A. 2, 1940). International Silver Co. v. Oneida Com- 
munity, Ltd., 73 F. (2d) 69, 74 (C. C. A. 2, 1934). 

15. Little Tavern Shops, Inc. v. Davis, 116 F. (2d) 903, 906 (C. C. A. 4, 1941). Bunte Bros. 
v. Standard Chocolates, 45 F. Sup. 478, 481 (D. Mass., 1942). Colgate v. Adams, 88 F. 899, 
90 (N. D. Ill, 1898). Estes v. Leslie, 27 F. 22, 24 (S. D. N. Y., 1886). 

16. Tillman & Bendel v. California Packing Corp., 63 F. (2d) 498, 508 (C. C. A. 9, 1933), 
use of defendant’s name with “Del Monte” insufficient. Coca-Cola Co. v. Nashville Syrup Co., 
215 F. 527 (C. C. A. 6, 1914). Use of “Fletcher’s Coca Cola” held to infringe “Coca-Cola.” 
Anheuser-Busch, Inc. v. Power City Brewery, 23 F. Supp. 740 (W. D. N. Y., 1939). “Niagara 
Bud” held an infringement of “Bud,” the abbreviation or nickname for plaintiff’s trade-mark 
‘Budweiser.” But see Du Pont Cellophane Co., Inc. v. Waxed Products Co., Inc., 85 F. (2d) 
75,82 (C. C. A. 2, 1936). Where use of a maker’s name as a prefix was regarded as sufficient 
because of loss of distinctiveness of the mark “Cellophane.” 

17. L. E, Waterman Co. v. Modern Pen Co., 235 U. S. 88, 93 (1914). See also Prestonettes, 
Inc. v. Coty, 264 U. S. 359 (1924). 
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crees in many instances have prescribed in detail the contents of the notice, the size 
of type to be used, the location of the notice, its color and arrangement and the man- 
ner in which it must be displayed. Citations to typical cases are given below.* 

However, the mere anticipatory use of a “not connected with” form of notice 
by one of the parties has not served as an automatic license to concurrent use and in 
some cases, absolute injunctions have been granted by the courts despite the use 
of such notices.”® 


Miscellaneous Regulations as to Placing and Use of Mark 


As examples of other regulatory injunctions, defendants have been enjoined (a) 
from using the words “Blue” and “Blade” in juxtaposition on razor blades”; (b) 
from using defendant’s name on the same side of the bottle as the word “cham- 
pagne’”; (c) from using the word Johnson’s on household cleanser unless the words 
“Johnson’s Cleanser” are used as a single phrase and there is added, in immediate 
juxtaposition, the legend ““Made by Johnson Products Company, Buffalo, N. Y.” in 
type equally large and conspicuous” ; (d) from using the word “Carlsbad” on domes- 
tic water unless accompanied by “Artificial” or other “words, printed as ccn- 
spicuously as the word ‘Carlsbad,’ plainly indicating that the water is manufactured 
in this country and is not the product of the Bohemian spring”™”; (e) from using 
the word “Tabasco” in connection with his pepper sauce for a period of five years 
(after violating decree permitting descriptive use accompanied by qualifying language 
to distinguish from plaintiff’s sauce)™; (f) from filling orders for “Cellophane” 
without stating the maker’s name.” 


Limitations As to Goods 


The foregoing discussion applies principally to concurrent uses of similar marks 
on the same goods whether in the same or separate markets. We come now to con- 
current uses of the same or similar marks, in the same markets on different goods. 


18. John B. Stetson Co. v. Stephen L. Stetson Co., 14 F. Supp. 74, 87, 88 (S. D. N. Y, 
1936). Modified and affirmed 85 F. (2d) 586 (C. C. A. 2, 1936) and 128 F. (2d) 981, 982-984 
(C. C. A. 2, 1942). Robert Reis & Co. v. Herman B. Reiss, Inc., 36 T.-M. Rep. 182 (S. Ct. 
N. Y. Co., 1946). R. B. Davis Co. v. Davis, 75 F. (2d) 499, 500 (C. C. A. 2, 1935). John H. 
Woodbury, Inc. v. William A. Woodbury Corp., 23 F. Supp. 162, 170 and 23 F. Supp. 768 
(S. D. N. Y., 1938). Knabe Bros. Co. v. American Piano Co., 229 F. 23, 32, 33 and as modified 
and affirmed by the same court 232 F. 140 (C. C. A. 6, 1916). Moline Plow Co. v. Omaha 
Iron Stove Co., 235 F. 519, 527 (C. C. A. 8, 1916). Keystone Oil & Mfg. Co. v. Buzby, 219 
F. 473, 477 (C. C. A. 7, 1914). Dr. A. Reed Cushion Shoe Co. Ltd. v. Frew, 162 F. 887, 
891 (C. C. A. 2, 1908). 

19. Esso, Inc. v. Standard Oil Co., 98 F. (2d) 1,7 (C. C. A. 8, 1938). Phillips v. The Gov- 
nor & Co., etc., 79 F. (2d) 971, 972 (C. C. A. 9, 1935). 

20. Gillette Safety Razor Co. v. Triangle Mechanical Laboratories Corp., 4 F. Supp. 319, 
327 (E. D. N. Y., 1938). 

- Societe Vinicole de Champagne v. Mumm C. & Imp. Co., 13 F. Supp. 575, 596 (S. D. 
N. Y., 1935). 

22. S. C. Johnson & Son, Inc. v. Johnson, 116 F. (2d) 427, 430 (C. C. A. 2, 1940). 

23. City of Carlsbad, et al. v. Schultz, 78 F. 469, 472 (S. D. N. Y., 1897). 

24. MclIlhenny Co. v. Bulliard, 33 F. (2d) 978, 981 (W. D. La., 1928). 

25. Du Pont Cellophane Co., Inc. v. Waxed Products Co., Inc., 85 F. (2d) 75, 82 (C. C. A. 
2, 1936). Cf. Havana Cigar and Tobacco Factories Ltd. v. Oddenino, 40 R. P. C. 229, 24 
(Ch. D., 1923). Enjoining defendant “from selling . . . . in response to any order for ‘some 
cigars—Coronas,’ or ‘Corona cigars,’ or a ‘Corona cigar,’ or ‘Coronas’ or a ‘Corona’ cigar or 4 
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CONCURRENT REGISTRATIONS 247 
“Different goods” may cover a multitude of sins. When the goods are as far 
apart as the proverbial steam shovels and lipsticks,” perhaps the possibilities of con- 
fusion are too slight to be cause for alarm or excite discussions of dilution. As the 
goods involved become closer in relationship to each other and finally reach a point 
where the only distinctions are matters of degree, it becomes increasingly difficult 
to apply any rule of thumb and each case must be explained, if at all, on its own 
facts. 

Concurrent uses of marks on “different goods” have originated in various ways 
including agreements of the parties and as a result of decisions of the courts and 
the Patent Office. 

Express inter partes agreements to divide the field by limiting the goods upon 
which each shall use a mark in the same area have been sustained by the courts. For 
example : 





(a) use of the mark “Prang” split between “crayons, pastels, oil and water color paints, 
pencils, erasers and pens” (except pens of certain designated styles) and school and 
art supplies other than the foregoing.” 


(b) 






use of the mark “Manhattan” for clothing split between underwear and outer shirts.”® 


By judicial determination, in other instances and in the absence of express agree- 
ments between the parties, concurrent uses have been approved. Where the goods 
are closely related, careful attention should be given to the facts of each case. Fol- 
lowing are examples of concurrent uses sanctioned by the courts for “different 
goods” under particular circumstances in which the question arose: 


“Arrow” for beer and near bear and cordials and liqueurs” 

“Century” for distilled liquors and cereal malt beverages and beer®°® 

“Simplex” for railway car bolsters, car couplers, and insulating or protected conducting 
brake rigging, heads, beams, wire and various other goods not 
shoes, hangers, etc. made by plaintiff** 

“Gold Medal” for flour and pancake flour®* 

“Blue Ribbon” for beer and malt syrup** 






cigar not of the Corona brand, unless it is first clearly ascertained that the customer giving the 
order does not require cigars or a cigar of the Corona brand and no other brand.” 

26. L. H. Waterman Co. v. Gordon, 72 F. (2d) 272, 273 (C. C. A. 2, 1934). 

27. American Crayon Co. v. Prang Co., 28 F. (2d) 515, 516 (D. Del., 1928) ; 38 F. (2d) 
448 (C. C. A. 3, 1930); 50 F. (2d) 225 (D. Del., 1931); 51 F. (2d) 737 (D. Del., 1931); 58 
F, (2d) 715 (C. C. A. 3, 1932) ; 62 F. (2d) 549 (C. C. A. 1, 1932). 

28. Manhattan Shirt Co. v. Sarnoff Irving Hat Stores, 18 Del. Ch. 224, 158 A. 133; 19 Del. 
Ch. 151 and 242, 164 A. 246, 165 A. 570 (Del. Ch., 1933). Affirmed 20 Del. Ch. 455, 180 A. 928 
(S. Ct. Del., 1934). Robert Reis & Co. v. Manhattan Shirt Co., 27 T.-M. Rep. 215 (S. Ct. 
N. Y. Co., 1937). 

29. Arrow Distilleries, Inc. v. Globe Brewing Co., 117 F. (2d) 347, 351 (C. C. A. 4, 1941). 
1939" Ph. Schneider Brewing Co. v. Century Distilling Co., 107 F. (2d) 699, 704 (C. C. A. 10, 

31. American Steel Foundries v. Robertson, 269 U. S. 372, 382-384 (1926). 

32. France Milling Co., Inc. v. Washburn-Crosby Co., 7 F. (2d) 304 (C. C. A. 2, 1925). 

33. Pabst Brewing Co. v. Decatur Brewing Co., 284 F. 110 (C. C. A. 7, 1922), but see con- 
trary result with strong mark on same goods in Anheuser-Busch, Inc. v. Budweiser Malt Prod- 
ucts Corp., 287 F. 243. Affirmed 295 F. 306 (C. C. A. 2, 1923). See also Jacob Ruppert v. 


Knickerbocker Food Specialty Co., 295 F. 381 (E. D. N. Y., 1923), involving “Knickerbocker” 
for same goods. 
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“National” for cash registers and paper rolls for and toilet paper, paper towels, paper 
use therein roll towels and serpentines** 
“Beech-Nut” for food products and chewing tobacco and cigarettes*5 
“White Rock” for mineral water and soft drinks and beer and during prohibition, near- 
beer*® 
“Life” for magazine and cereal product** 


Under the 1905 Act, the seemingly anomalous situation occasionally arose in 
which the right to use a mark was sustained by the courts though the right to reg- 
istration was denied by the Patent Office or the courts or both. This apparent in- 
consistency resulted from the Commissioner’s lack of statutory authority to qualify 
the grant of registration ; while the equity courts had plenary powers to regulate and 
so limit the use of marks as to prevent confusion.* 

Irrespective of concurrent use and agreements of the parties or laches, acqui- 
escence or estoppel, however, there may still be cases in which the Commissioner and 
the courts will feel that no amount of conditions or limitations will be adequate 
to render confusion unlikely to result from continued concurrent use of the mark. 
In such cases, concurrent registrations should be denied and absolute injunctions 
should be issued by the courts. The present proviso does not alter the rule that 
“the Commissioner of Patents, in refusing to register a prohibited mark, acts as 
the guardian of the public interests, and not merely as an arbiter of a private dis- 
pute between two parties’ ; because it must be determined, as a condition precedent 
to granting concurrent registrations with conditions and limitations attached, that 
confusion is not likely to result from the continued concurrent use of the mark. 


Moreover, the courts still “should not be astute to recognize in favor of an infringer 
fine distinctions between different articles of merchandise of the same general nature, 
and should resolve against the wrongdoer any fair doubt whether the public may 


or may not be deceived... .° 


. National Cash Register Co. v. National Paper Products Co., 297 F. 351 (C. A. D.C, 


. Beech Nut Packing Company v. P. Lorillard Company, 273 U. S., 629 (1927). 
. White Rock Mineral Springs Co. v. Akron B. & C. S. Co., 299 F. 775, 777 (C. C. A. 6, 


. Time, Inc. v. Viobin Corporation, 128 F. (2d) 860 (C. C. A. 7, 1942). 

. White House Milk Products Co. v. Dwinell-Wright Co., 111 F. (2d) 490 (C. C. P. A, 
1940). Registration of the words “White House” in association with a picture of the White 
House used on canned evaporated milk cancelled at the instance of owner of prior registrations 
of the same mark used on tea and coffee; and Dwinell-Wright Co. v. White House Milk Co., 
Inc., 132 F. (2d) 822 (C. C. A. 2, 1943), suit by the user of the mark on coffee and tea against 
the canned milk people dismissed. 

39. Schering & Glatz v. Sharp & Dohme, 146 F. (2d) 1019, 1020 (C. C. P. A., 1944), Century 
Distilling Co. v. Continental Distilling Corp., 23 F. Supp. 705, 707 (E. D. Pa., 1938). 
40. Bass, Ratcliff & Gretton Ltd. v. Feigenspan, 96 F. 206, 211 (D. N. J., 1899). 
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THE SOCIAL VALUE OF TRADE-MARKS AND BRANDS* 
By Edward S. Rogers} 


Recently there have been attacks from several directions on trade-marks and 
brand-names as institutions. Some people say they are against trade-marks because 
they assert they are monopolies. Of course trade-marks are monopolies in a limited 
sense. But then, all property is monopoly. Monopoly is merely an ugly word used 
by people to put a curse on any kind of property they do not like. “Monopoly” sug- 
gests the figure of an obese person with dollar signs on his coat labeled “The 
Trusts,” pushing Caspar Milquetoast around. Caspar is labeled “The People,”’ and 
is being very badly treated. 

As I have said, all property is monopolistic, and is recognized as such by the law. 
There is nothing evil about it. Property is simply the right to exclude other people 
from using whatever it may be without the permission of the owner. I can keep 
people from trespassing on real estate that I own. I don’t have to let anyone into 
my house unless I choose. I am not obliged to share my clothes with whoever takes 
afancy to them. Things that belong to me are monopolies and no one in this country 
except Communists denies the right to own private property and exercise the ex- 
clusion that ownership gives. One of the rights of the owner of a trade-mark is to 
exclude other people from using it, and, of course, a trade-mark in this sense is prop- 
erty, and like other property it is a monopoly. But those who think that trade-marks 
are evil say this right should be denied and that brands and trade-marks should be 
done away with. Perhaps they do not appreciate what a trade-mark is. 

Trade-marks are nothing but reputation symbolized. It strikes a person not 
obsessed with equalitarian ideas that it is only fair to protect a man in the reputa- 
tion he has built up for himself and his product, and prevent other people from ap- 
propriating it unless he lets them. 

Other attacks on trade-marks have been based on the notion that trade-marks 
are incident only of big business, but those who say this seem to forget that big 
business was once little business, and big business usually becomes big because it 
has something to offer that the public wants. That is because people feel that an 
established business with a known brand is more likely to be reliable than another 
business with a brand no one ever heard of, or no brand at all. People who attack 
trade-marks from this direction tacitly deny the value of reputation and think that 
aman should not be entitled to the good-will resulting from the fact that his custom- 
ers prefer to deal with him because they like to. 

It seems impractical to attack these various heresies piecemeal. One gets nowhere 
by being against this or against that. We prefer to be for something. So this Founda- 
tion is for brand-names and trade-marks, and the philosophy that is back of them. 


* Paper read before the Annual Meeting of the Brand-Names Foundation, New York City, 
April 18, 1947. 


+ Member of the New York Bar, Chairman of the Board of Sterling Drug, Inc., member of 
the Lawyers’ Advisory Committee of the United States Trade Mark Association. 
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The question, as I see it, is whether it is desirable to have people responsible for 
their acts or not. We think they should be. 

Let us take persons first. What sort of a society do you think we would have if 
no one were answerable for his conduct. There would be complete anarchy. And 
did you ever stop to think what it is that makes it possible to hold a man responsible 
for what he may do? Isn’t it the ability to distinguish one person from another, and 
thus fix on a particular individual, responsibility for his acts? Without distinguish- 
ability—if everybody looked so like everyone else that nobody could be picked out 
from everybody—nobody could be given credit or blame for anything he did, so I 
suggest that distinguishability among people is what permits civilized society to 
exist. 

This was recognized at a very early day. The use of given names in the four- 
teenth century made it possible for every John in a village to be distinguished from 
every other John and so to assume individuality by oral distinguishability. It fixed 
identity, without which there could be no responsibility. 

It all goes back to the recognition of the fact that we know take for granted that 
mankind is not a mass, but an aggregation of individuals each having identity, dis- 
tinguishability, and hence charged with responsibility—and, as a corollary, dignity 
and self-respect. I suggest that responsibility, dignity and self-respect could not 
exist in a society made up of nameless and indistinguishable units. 

Responsibility is as important for trade morality as for personal morality—and 
responsibility here, too, depends on distinguishability. 

It might perhaps be useful to consider the historical development of this idea. 

Most of the textbooks on trade-marks and brands assume, or by implication con- 
vey the impression, that they are a comparatively modern thing and of recent de- 
velopment. As a matter of fact, few human institutions have a more respectable 
antiquity. The use of trade-marks dates from the very earliest times of which we 
have any knowledge and their use in the early days was compulsory and for a very 
definite purpose—to fix responsibility for the kind and quality of the goods bearing 
the marks. 

Many of the ancient writers on architecture state that the best time for moulding 
sun-dried brick is in spring or autumn, because in these seasons they dry evenly. In 
summer the heat drives off the external moisture and makes the brick appear full 
dry before it is so in fact and eventually shrinks it, sometimes resulting in cracks, 
and when put in a wall, collapse. A number of Roman writers on architecture advise 
that bricks be kept from two to five years. 

Recent excavations in Asia Minor and Egypt have revealed bricks bearing names 
which are supposed to be those of the manufacturer, accompanied in many instances 
by the name of the actual workman who made them. 

Here emerges in pre-history the idea of responsibility. If the brick was not 
properly made, the maker could be held accountable and he in turn, since the brick 
bore the name of the slave who actually made it, could hold the slave responsible. 

The Italian stone-cutters’ marks found in aacient city walls, in the buildings of 
the Palatine and upon the stones of the walls of Pompeii, were used to indicate who 
was responsible for the particular stone, in case anything went wrong. 
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Marks upon goods were in very general use among the Romans. Wherever 
exist relics of Roman life, from Syria to Britain, are found the names of workmen, 
of manufacturers and of traders, all for the purpose of enabling the user to know who 
made the goods he bought. 

Marks are found on Roman and Greek lamps, on lead pipe, on marble, on in- 
struments, on knives and gems. 

Bread also was stamped and “Scaurus’ Tunny Jelly” was popular all over the 
Empire. 

During the Middle Ages it was a common practice to mark upon artistic pro- 
ductions the name, monogram or device of the artist or workman. The practice of 
signing paintings is an example. 

Among the armorers and sword-makers the use of marks was compulsory. By 
ordinance of Amiens (1374) every smith was required to place a mark “different 
from any other” upon his metalwork, “so that .... it may be known who made it.” 
The same duty was required of goldsmiths (1376). In France at least as early as 
the fourteenth century every workman had his mark which he was required to put 
on his products. It was not optional but obligatory to show who was responsible 
for the work. 

The use of marks by printers was the inevitable consequence of the conditions 
which resulted from the absence of any notion of literary property. The books of 
the day consisted almost entirely of the Greek and Latin classics and the writings of 
the fathers of the church. The end sought was not originality but accuracy and the 
publication of such works presented many difficulties, such as the securing of trust- 
worthy texts from more or less doubtful manuscripts and in educating compositors 
correctly to put such texts into type. The work of the reviser and proofreader 
under such circumstances demanded a very high standard of scholarship and a very 
wide range of knowledge. Erasmus himself acted in this capacity for Aldus of 
Venice and Froben of Basle. Such printer-publishers as Aldus acquired a great 
reputation for the accuracy of their texts and they were jealous in preserving that 
reputation and assumed responsibility for the integrity of their product by the use 
of marks and brands. In the preface to Aldus’s Livy (1518) there appears this 
warning : 


“Lastly, I must draw the attention of the students to the fact that some Florentine 
printers, seeing that they could not equal our diligence in correcting and printing, have 
resorted to their usual artifices.” 


The artifices were the imitations of Aldus’s well-known sign of the dolphin 
wound around an anchor. 

In the German and Italian guilds of the Middle Ages, as in the French, the use 
of marks was compulsory. A member was not only permitted but was compelled 
to use his mark and was usually required to use two—the guild mark to show that 
the goods were not contraband, and the individual artisan’s mark to show who was 
responsible for their quality—so that the guild could hold the individual artisan re- 
sponsible for bad work and preserve its own reputation for admitting only com- 
petent men into its membership. Dr. Kohler, a distinguished scholar of the Uni- 
versity of Wurzburg, quotes a statute of Parma of 1282 that made this require- 
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ment. The guild statute of the crossbowmakers of Lubeck (1425) provides that— 
“Every crossbowmaker shall place his mark upon the bow of each crossbow that he 
makes in token that he has done and will do his work in proper manner.” The guild 
statutes of bakers in 1547 required them to mark their bread, apparently for the pur- 
pose of fixing responsibility for adulterated and short weight loaves. 

The ordinances of the city of Strassburg in 1475 required that “Every weaver 
shall have weave his mill mark into his cloth, according to ancient custom.” 

The marking of goods in the Middle Ages was neither optional nor a mere right— 
it’ was an obligation. It was a part of the artisan’s duty to the community to mark 
what he made with his name or device (and if a device, it was required to be entered 
in a register), so that responsibility for them could be fixed. The instances men- 
tioned are only a few—the requirement was well nigh universal and the more ef- 
ficient and well developed a trade was, the more rigid was the application of the 
rule. And it has often been said by writers on the subject that the standing of any 
trade in the community can be gauged by the desire to identify the origin of the 
things it sells—by the use of identifying marks. 

A social institution so well established and so long in effect must have had a policy 
behind it and that policy, in the case of the marks on goods, was to require the per- 
son who produced them to accept full responsibility, so that if anything went wrong 
they could be traced back to him. 

An institution so long accepted in so many countries and one which so many 
people believed in must have had something in it. I suggest that it is socially desir- 
able to have trade-marks and brands on goods so that individual responsibility for 
them can be fixed and that producers should be encouraged to use trade-marks and 
brands ; and that it makes good economic sense to do this. 

Brand names are symbols. They stand for something—the realization or expec- 
tation of public preference and business permanence as long as the preference is de- 
served. Brand-names make freedom of choice between competing businesses and 
goods possible. Their purpose is identification. Their use presupposes competition, 
for if there was nothing to distinguish from, there would be no need of distinguishing. 
Distinguishing marks imply competition, and competition is the guardian of fair 
prices. 

It is encouraging that in the most recent legislation on trade-marks and brands— 
the Lanham Trade-Mark Act—there is a clear national recognition of the value and 
usefulness of trade-marks and brands. This is very clearly stated in the report of the 
Senate Committee of May 14, 1946, where it is said: 


“BASIC PURPOSES OF TRADE-MARK LEGISLATION” 

“The purpose underlying any trade-mark statute is twofold. One is to protect the pub- 
lic so it may be confident that, in purchasing a product bearing a particular trade-mark 
which it favorably knows, it will get the product which it asks for and wants to get. Sec- 
ondly, where the owner of a trade-mark has spent energy, time, and money in presenting to 
the public the product, he is protected in his investment from its misappropriation by pirates 
and cheats. This is the well-established rule of law protecting both the public and the 
trade-mark owner. It was succinctly stated by Mr. Justice Frankfurter in Mishawaka 
Rubber and Woolen Company v. S. S. Kresge Company, decided on May 4, 1942: 

“‘The protection of trade-marks is the law’s recognition of the psychological 
function of symbols.’ 
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“Your committee believes the proposed bill accomplishes these two broad basic prin- 
ciples. 


“TRADE-MARKS DEFEAT MONOPOLY BY STIMULATING COMPETITION 


“This bill, as any other proper legislation on trade-marks, has as its object the pro- 
tection of trade-marks, securing to the owner the good-will of his business and protecting 
the public against spurious and falsely marked goods. The matter has been approached 
with the view of protecting trade-marks and making infringement and piracy unprofit- 
able. This can be done without any misgivings and without the fear of fostering hateful 
monopolies, for no monopoly is involved in trade-mark protection.” 

* 





x * 


“Trade-marks, indeed, are the essence of competition, because they make possible a 
choice between competing articles by enabling the buyer to distinguish one from the other. 
Trade-marks encourage the maintenance of quality by securing to the producer the benefit 
of the good reputation which excellence creates. To protect trade-marks, therefore, is to 
protect the public from deceit, to foster fair competition, and to secure to the business com- 
munity the advantages of reputation and good-will by preventing their diversion from those 
who have created them to those who have not. This is the end to which this bill is 
directed.” 


* * * 





“ 


. . when it is considered that the protection of trade-marks is merely protection to 
good-will, to prevent diversion of trade through misrepresentation, and the protection of 
the public against deception, a sound public policy requires that trade-marks should receive 
nationally the greatest protection that can be given them.” 


Brand-names, then, are the keystone of a competitive economy, an economy 
where every man is encouraged to do the best he can, and the public is the judge of 
whether or not he succeeds, because by branding his goods people will know that 
they come from him. He stakes his future on their quality. That is what I mean 
by responsibility. I believe in it. That is what the Brand-Names Foundation stands 
for and what it is trying to convince people is a sound idea. 

It seems to me that this is a challenge to those who believe in such a competitive 
economy as we have had in this country and that the Foundation should have in- 
dustry’s full support, not only in supplying the budget necessary to carry out the 
Foundation’s program but by the active participation of all of us in stating and re- 
stating the case through established advertising programs and in every way pos- 
sible. 

To rally industry’s efforts to state this case—in sufficiently consistent terms so 
that it will begin to be recognized and accepted by the public, in the many advertise- 
ments and messages which industry places before the public—is the purpose of this 
meeting. To examine practical ways and means of building these principles and 
truths into the text and body of advertising is the purpose of this afternoon’s clinics, 

Some businessmen feel that they are doing the whole job when they tell how 
good their products are. That alone will not create public confidence in an institu- 
tion or in an idea. But if each of thousands of advertisers makes it clear that he 
realizes in identifying his product as coming from him, he is assuming responsibility 
for every package of it; if each of thousands of advertisers will emphasize the fact 
that in submitting his brand to the public he is inviting public judgment of the goods 
he offers ; if each of thousands of advertisers will explain how his low costs are pre- 
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dicated on mass markets—in short, if these principles are applied to individual situa- 
tions, the public will soon appreciate how sound our ideas are. 

I submit that this effort, plus the direct educational work of the Foundation, with 
industry’s united support will win an affirmative belief and understanding and pro- 
mote public acceptance of a sound philosophy. 


HOW LANHAM ACT WILL AFFECT RADIO* 
New Trade-Mark Law Will Be Effective July 5, 1947 


By Sherman R. Barnett} 

When a new broadcasting idea “rings the bell,” equity and good conscience dic- 
tate that the person who dreamed it up, whether genius or just lucky, should be 
protected against poachers. As all advertising men will unquestionably agree, new 
titles, slogans, formats and other radio advertising expedients which really click are 
often the product of labor pains every bit as severe as those which bring forth 
mechanical inventions for which patents are granted for a period of 17 years. 

But, as the trade parasites well know, equity and good conscience do not 
always have the force of law—and there are technicalities (in the current but pre- 
radio trade-mark law) which favor the pirate. For example, a trade-mark used in 
connection with the sale of merchandise must be “affixed” to the merchandise. 

Come July 5, 1947, a new and improved trade-mark law, commonly known as 
the Lanham Act, will be effective. This new law is not a hurried product of a few 
legislators and a handful of lobbyists. Definitely not. It culminates over 20 years 
of effort to obtain a revised trade-mark law from Congress and reflects the industry, 
perseverance and cooperation of many individuals and organizations throughout the 
United States, including the Association of National Advertisers, the National As- 
sociation of Manufacturers, the New York Trade Association Executives, the Na- 
tional Industrial Council and various bar associations. Whatever may be said of 
the Lanham Act, it is most definitely anything but ill-considered and hastily en- 
acted. 

What effect, if any, will the new law have on radio? 


Much Loose Talk 


Since the signing of the Lanham Act there has been considerable loose talk which 
has left the impression among many laymen and some lawyers that henceforth 
virtually everything on the air may be protected against colorable imitation—every- 
thing from the half hour tone signal to Spike Jones’ burp. 


* Significance of the new and improved trade-mark law (commonly known as the Lanham 
Act) as it relates to the radio industry is discussed in the accompanying columns by Sherman R. 
Barnett, general counsel and member of the board of directors of Free & Peters, Inc. and 
Wright-Sonovox, Inc. and since March, 1946, a partner in the law firm of Barnett & Barnett in 
Chicago. The Lanham Act will become effective July 5, 1947, and Mr. Barnett explains in some 
detail what it may mean to radio. A graduate of Dartmouth and of Northwestern University Law 
School, Mr. Barnett has practiced law in Chicago since 1928. He was engaged in general 
practice until 1931, when he began specializing in the law of patents, trade-marks, copyrights 
and unfair competition. 

+ Reprinted with the permission of Broadcasting from the issue of April 28, 1947. 
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Such talk is largely conjecture—very often with at least a dash of “hot air.” 

True, it will now be possible to protect some distinctive features of radio advertis- 
ing which could not be protected heretofore—but the specific language of the Act 
is not necessarily as broad as has been claimed. Indeed, it may well develop that 
but relatively few distinctive features of radio advertising can be protected. Much 
depends on the resourcefulness of the radio advertisers and the ingenuity of counsel 
—not solely in the future when the regulations are written and specific controversies 
reach the courts, but right now. As said by the Commissioner of Patents in his re- 
marks on the Lanham Act directed to the Association of National Advertisers: 









We know that you as merchandisers have always gone to your customers to sense their 
needs and to be guided by those needs in your merchandising. We differ little from you 
there. You have goods to sell—we have only public service to dispense. We should make 
and dispense only that kind of public service that you need and we are going to ask you 
to tell us what under this Act you do need. 

We want you to make any suggestions that you believe pertinent for our rules and 
forms. We want you to be critical of the rules we propose in order that nothing be left 
in them to irritate or confuse the situation after the law becomes effective. That is your 
obligation to the Patent Office. 










It must be remembered that the Lanham Act is not the result of a demand for 
greater protection for broadcasters and radio advertisers. On the contrary, the 
Act is directed to a broad revision of the trade-mark laws and the word “radio” ap- 
pears in the Act but once. The Act should not be condemned merely because it may 


fail to provide a pat answer for every trade-mark question in the radio broadcasting 
field. 









Purpose of the Act 


On the language of the law itself: 











The intent of this Act is to regulate commerce within the control of Congress by mak- 
ing actionable the deceptive and misleading use of marks used in such commerce; to protect 
registered marks used in such commerce from interference by state, or territorial legis- 
lation; to protect persons engaged in such commerce against unfair competition; to pre- 
vent fraud and deception in such commerce by the use of reproductions, copies, counter- 
feits, or colorable imitations of registered marks ; and to provide rights and remedies stipu- 
lated by treaties and conventions respecting trade-marks, trade-names and unfair com- 
petition entered into between the United States and foreign nations. 











h The principal provisions which are applicable to radio will be more easily under- 
: stood by first referring to one of the principal shortcomings of the old law which 
the new law seeks to correct. 

» Under the current, pre-radio law (the Lanham Act, remember, does not become 
m effective until July 5, 1947), a trade-mark may not be registered until it is “used” 
“ and, in order to be “used,” it must be ‘“‘affixed” to the articles which it identifies. 
in Obviously a mark which identifies a radio program cannot be “affixed” to the pro- 
me 


gram. It was for this reason that the Second Circuit Court of Appeals said, in 


1941': 
nts 


1. American Rroadcasting Co. v. Wahl, 151 F. (2d) 412, 50 U. S. P. Q. 156. 


256 THE TRADE-MARK BULLETIN 37 T.-M. Rep, 


We doubt whether there is any right to claim a trade-mark in such a name as “Take 
It or Leave It” for a quiz broadcasting program. It seems to have been a mere descrip- 
tive title and not to have been affixed to any goods. 


The language employed in some of the Court decisions appears to indicate a 
sometimes desperate search for substitute legal concepts in an effort to make up for 
the absence of a clearly defined remedy for trade-mark wrongs in the broadcasting 
industry. 

In the Mr. District Attorney case® the Court said: 

That a property right exists with respect to a combination of ideas evolved into a pro- 
gram, as distinguished from rights to particular scripts, finds support in defendant’s own 
course of conduct. When it transferred any rights to “Mr. District Attorney” it sold not 
the scripts but the basic idea... . As already appears, we are here dealing with a spe- 
cialized field having customs and usages of its own. 


In the Information Please case* the Court said: 


In the earlier days it doubtless would have been held that a magazine is in competition 
with only another magazine and that therefore the use by one person of two words so 
commonplace as “information” and “please” to designate ....a verbal program carried 
over the air would not prevent another person from using the same words as the title of 
a magazine. 

At the present time, however, the law of Unfair Competition lays stress upon the ele- 
ment of unfairness rather than upon the element of competition and recognizes that where 
any name or mark or symbol, even though consisting of commonplace words of the Eng- 
lish language, has come to signify in the public mind the product or business of a particular 
individual or group of individuals, such name or mark or symbol cannot be used by an- 
other individual or group of individuals in such way as to lead the public to believe that 
the product or business of the latter is the product or business of the former. 


In the B. O. case* Lever Bros. did not claim the use of B. O. as a trade-mark 
for the reason that it did not affix that mark to its soap product. In that case Lever 
Bros. was merely objecting to the registration by a deodorant company of a mark 
containing the word “‘Nobio,” despite the defendants’ protestations that such word 
should be pronounced “Nobo” or “No-Bye-O” and that the pronounciation “No- 
Bee-O” was unheard of. 

The court, fully recognizing that Lever Bros., because of the “affixing” provision, 
did not have a valid trade-mark use, filled the gap of a straight trade-mark remedy 
by adopting two theories: 


1. .... we are of the opinion that the term “B. O.” serves to indicate origin in ap- 
pellant (Lever Bros.), and that its use is analogous to that of a trade-mark, and 

2. It may be, although we do not so hold, that appellant is not entitled to the ex- 
clusive use of the term “B. O.” However, the right to oppose the registration of a trade- 
mark does not depend upon the exclusive ownership by an opposer of a similar mark 
it is sufficient if an opposer establishes “priority of use analogous to trade-mark use” of 


2. Cole v. Phillips H. Lord, Inc. (1941), N. Y. Supp. Ct. Appellate Div. 50, U. S. Q. 490; 
262 N. Y. App. 16. 


, 3. Golenpaulo Rosett, et al. (1940), N. Y. Sup. Ct. 18 N. Y. Supp. (2d) 889; 45 U. S. P. Q. 


at Lever Bros. v. Nobio Products, Inc., 1939 C. C. P. A., 103 F. (2d) 917; 41 U. S. P. Q. 
677. 
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a trade-name, and the likelihood of damage to him by the registration of such mark to an- 
other. 


Amos and Andy Case 


Likewise, in the Amos and Andy case® the court held that although Gorrell 
and Gosden had no trade-mark in the name “Amos ’n’ Andy’ they could, neverthe- 
less, prevent another from registering the mark for use on work shirts. 

It will thus be seen that despite the shortcomings of the present law, the courts 
have at least been sympathetic toward “radio marks.” 

How far the courts will go in protecting “radio marks” under the new act is a 
matter of conjecture. 

Under the Lanham Act the various marks used in trade are divided into four 


categories and defined as follows in the Act (the last two being of but passing interest 
for present purposes) : 


1. Trade-Marks: “Any word, name, symbol, or device or any combination thereof 
adopted and used by a manufacturer or merchant to identify his goods and distinguish them 
from those manufactured or sold by others.” 

2. Service Mark: “A mark used in the sale or advertising of services to identify the 
services of one person and distinguish them from the services of others and includes with- 
out limitation the marks, names, symbols, title, designations, slogans, character names, 
and distinctive features of radio® or other advertising used in commerce.” 

3. Certification Mark: “A mark used upon or in connection with the products or serv- 
ices of one or more persons other than the owner of the mark to certify regional or other 
origin, material, mode of manufacture, quality, accuracy or other characteristics of such 
goods or services or that the work or labor on the goods or services was performed by 
members of a union or other organization,” e.g., the seal of the Underwriters’ Laboratories. 
4. Collective Mark: “A trade-mark or service mark used by the members of a cooperative, 
an association or other collective group or organization and includes marks used to indi- 


cate membership in a union, an association or other organization,” e.g., the Rotary Wheel 
Emblem. 


What Used Means 


The emphasis on the word “used” in each of the above definitions is ours. The 
following definition of that word, as found in the Act, is important: 


For the purpose of this Act a mark shall be deemed to be used in commerce (a) on 
goods when it is placed in any manner on the goods or their containers or the displays as- 
sociated therewith or on the tags or labels affixed thereto and the goods are sold or trans- 
ported in commerce and (b) on services when it is used or displayed in the sale or advertis- 
ing of services and the services are rendered in commerce. 


A moment’s study of the above definitions will show that the field of inquiry for 
our present purposes (which does not include television) is immediately whittled 
down to but one category, namely, the “service mark”—a term which will without 
question become more familiar to the broadcaster than the term “trade-mark.” 
Trade-marks may be eliminated from consideration because they refer only to marks 
used on goods or displays associated therewith. Certification marks and collective 


=_---e_——— 


5. Feldman v. Amos and Andy, 1934 C. C. P. A., 20 U. S. P. Q. 189. 
6. Nowhere else in the Act is the word “radio” found. 
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marks are specialty marks not particularly applicable to radio. Hence, by elimina- 
tion, it is seen that whatever advantages may be afforded the broadcasting industry 
under the Lanham Act will lie in its provisions relating to the service mark. 

A service mark, as above noted, is one used or displayed in the sale or advertis- 
ing of a person’s services to identify such services and distinguish them from the 
services of others. It does not apply to goods. 

Unwise, indeed, is the man who undertakes to state for a certainy how the courts 
will ultimately interpret the Lanham Act. It should be understood that the follow- 
ing observations are directed to possibilities only. 


Possible Interpretations 


The courts might well limit the term “service” to mean such generally recog- 
nized services as banks, laundry service, cleaning and dyeing service, diaper service, 
filling station service, exterminating service, undertakers, transportation service and 
public utilities service. 

If so, the benefits derived by radio from the Lanham Act will not be as all-in- 
clusive as has frequently been suggested. The provision would then help only those 
advertisers having services to offer. It would also probably enable broadcasters 
themselves to register their own identifying service mark, whether it be a network 
chime or an identifying jingle or symbol of a local station. 

A broader interpretation of the term is quite possible and will undoubtedly be 
urged. 

Further, slight changes in format may be made in an effort to circumvent the nar- 
rower interpretation. For example, the pen and pencil manufacturer, whose sole 
object is to sell pens and pencils, may succeed in registering the distinctive title, 
slogan or other features of its radio program on the perfectly legitimate representa- 
tion that it is advertising a service, namely, repairing a particular brand of pen and 
pencil, regardless of its condition, for a flat charge of 35 cents to cover handling. 


Anybody’s Guess 


Following suit, the automobile manufacturer could easily add a few words to his 
commercial regarding the free inspection service offered by all of his dealers. 

Likewise, the other merchants of tangible goods who have distinctive features in 
their radio programs which they wish to protect could, for the joint benefit of the 
public and themselves, inaugurate and advertise on the air some service, free or 
otherwise. 

As stated above, however, it is anyone’s guess as to how effective such changes 
will be in providing an excuse for service mark registration. It is merely suggested 
that such change may prove to be worth the effort. 

The soap manufacturer, with no substantial change in his format and at little 
additional expense, could create and advertise an expert advisory service on how to 
remove spots for various kinds of material or some other legitimate and helpful 
service. 

Indeed, there may well be those advertisers who will frankly concede that their 
primary objective is to sell goods, but, nevertheless, argue with conviction that they 
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are rendering a service of a high quality in bringing to the public each week a half 
hour of expensive entertainment. For example, such an advertiser might contend 
his business comprises (a) selling farm equipment and (b) offering the public a 
hour-hour of the world’s finest music every Sunday afternoon—which service is reg- 
ularly enjoyed by millions of people from coast to coast. There is no requirement 
in the Lanham Act that a charge should be made for the services rendered under a 
service mark. The mark must merely be used in the “sale or advertising of services” 
and the services must be “rendered in commerce.” (See cases cited in footnote 61, 
Journal Pat. Off. Soc., Vol. XXIII, ‘p. 57.) 

To view the situation from another angle, should a great philanthropist for no 
reason other than pure public service offer the public a half-hour broadcast of fine 
entertainment each week, and use a distinctive expedient for advertising his weekly 
broadcast, that distinctive expedient should properly be registrable as a service 
mark under the new Act. If that is correct, it may well be argued that the mark 
could be legally assigned in connection with the sale of the program, to a manufac- 
turer of tangible goods. Being legally assignable it should follow that registered 
service mark should not thereupon become invalid merely because the assignee is 
engaged in the sale of tangible goods and offers no service to the public other than 
the weekly program of fine entertainment. 















Who May Register? 



























That also raises the question as to who may register the distinctive advertising 
feature. The sponsor? The talent? The producer? If the sponsor registers, what 
happens to the registration when the program, distinctive feature and all, is sold to 
another sponsor? If the star can obtain registration what happens if the star is fired 
but the show goes on with a new star? And so it goes. 

It has been said on good authority’ that with respect to “radio marks” the pro- 
vision relating to service marks is meaningless unless one views advertising as “a 
service to inform people of goods.” On that point, it is quite likely that the courts 
may soon be called upon to determine the scope of the phrase “distinctive features 
of radio or other advertising.” 


First of all, is “radio advertising” merely the commercial announcements or does 


" it cover as well the noncommercial program content? Will the courts hold, as a mat- 
e ter of law, that when a performance is being broadcast, the Metropolitan Opera, or 
It the Chicago Cubs, or the Screen Guild Players is in the act of advertising? If so, 
what distinctive features of their respective performances may be registered—and 
es who is entitled to registration if they happen to have more than one sponsor? If not, 
ed isn’t the whole question of “radio marks” reduced to registration of nothing except 
distinctive features of strictly commercial copy (such as the Bromo Seltzer talking 
tle train)—or is there still middleground room for registration of such things as a theme 
to song, Mortimer Snerd’s entrance tune, or the cacaphony of the tobacco auctioneer ? 
ful Obviously there are some decided advantages to radio in the Lanham Act. As a 
matter of fact, it may prove a great boon to radio advertising. But it is well to bear 
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"Robert, The New Trade-Mark Manual, p. 43. 
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in mind—in all fairness to the courts, the Patent Office, the advertiser, the radio 
industry and the trade-mark lawyers—that there are many, many questions to be 


answered during the next few years before the true and full import of the new trade- 
mark law will become known. 


WANTED 


Until further notice, we will pay the sum of One Dollar ($1.00) for each 
copy of the May and June, 1941, April and May, 1942, June, 1943, and the 


May, 1945 Reporter, delivered in condition for binding; for two copies of 
the 1940, Index, 50 cents each. 


Copies of the Master Index, vols. I and IT and vols. 28-30, any condition. 


Address: 


UNITED STATES TRADE-MARK ASSOCIATION, 
522 Firru AVENUE, 
New York 18, N. Y. 
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CARON CORPORATION v. OLLENDORFF 
Circuit Court of Appeals, Second Circuit—March 31, 1947 






TrADE-MARKS—NotT CONFUSINGLY SIMILAR. 

“Bain de Champagne” does not infringe “Pink Champagne Cocktail.” When less than 
the whole of a plaintiff’s mark is used by a defendant, in order to sustain a charge of infringe- 
ment “it must appear that the part taken identifies the owner’s product without the rest.” 


The mere presence in the trade-mark of a descriptive word as “Champagne” has no such 
tendency. 


Appeal from District Court for Southern District of New York, Clancy, D. J. 
Action by Caron Corporation against Marie Ollendorff for trade-mark infringe- 
ment. From decree dismissing complaint, plaintiff appeals. Affirmed. 


See also 68 U.S. P. Q. 260. 


Choate, Byrd, Leon & Garretson (Maurice Leon and Joseph H. Choate, 3rd, of 
counsel), all of New York, N. Y., for plaintiff-appellant. 

Samuel Conrad Cohen, New York, N. Y. (Abraham J. Nydick, New York, N. Y.. 
and Washington Irving Levy, of counsel), for defendant-appellee. 


Before L. Hanp, Aucustus N. HAND, and CHAsE, Circuit Judges. 


Aucustus N. Hann, C. J.: 


This is an action for infringement of a registered trade-mark registered under 
the provisions of the Trade-Mark Act of 1905, as amended, 15 U. S.C. A. § 96. 
Judge Clancy, before whom the trial was had, held that the plaintiff’s mark was 
not infringed and dismissed the complaint. 

The plaintiff bases its claim on the ground that the defendant’s mark “Pink 
Champagne Cocktail” (as used on a face refresher) infringed plaintiff's mark “Bain 
de Champagne,” used solely as a scented water softener, because champagne was a 
common dominant word which identified plaintiff's goods. But there was no proof 
of confusion between the plaintiff’s and defendant’s toilet articles either as adver- 
tised or sold, and there was no showing that the word “champagne,” common to 
both trade-marks, had acquired a secondary meaning indicating that it meant the 
plaintiff’s toilet preparations. 

It is, of course, manifest that the defendant’s mark “Pink Champagne Cocktail” 
differs from the plaintiff's mark “Bain de Champagne” as a whole, and when less 
than the whole of a plaintiff’s mark is used by a defendant, in order to sustain a 
charge of infringement “it must appear that the part .. .. taken identifies the 
owner’s product without the rest.” Parfumerie Roger & Gallet v. M. C. M. Co., 
24 F. 2d 698, 699. The mere presence in the trade-mark of such a descriptive word 
as “champagne” would have no such tendency. Indeed, when taken alone it would 


seem to have no greater import as a means of identification than would the word 
“stimulating.” 
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The plaintiff’s sales ever since they started in the year 1924 were relatively small, 
and since the years 1934, 1935, 1936 and 1937—when they became practically nil, 
have amounted to very little. All advertising ceased after 1938. Moreover, it was 
conceded at the trial by plaintiff’s counsel that the mark “Bain de Champagne” was 
not used by the plaintiff in this country upon any product except the bath prepara- 
tion we have mentioned, so that it has suffered no loss through the sales by the 
defendant of articles which may compete with some of its other toilet articles. 

It is argued that the plaintiff’s registered mark protected it from invasions 
by articles within its field of reasonable expansion. If the evidence had shown that 
the word “champagne” when used on toilet articles had come to indicate only the 
plaintiff’s goods the argument might have substance even if the particular registered 
mark had been used merely in connection with a bath preparation. Here that 
word is only a part of the registered mark and has not been used by the defendant 
on a bath preparation and has only been used by plaintiff with the other two words 
on its mark. 

Ever since the year 1931 Scandia-Jourde, a Paris organization, sold in America 
a facial lotion under the name of “Champagne.” Hitherto plaintiff has only used 
its trade-mark on its bath preparation, while Scandia-Jourde has for some fifteen 
years used the single word “champagne” in connection with its facial lotion. Even 
if we disregard the loose testimony that Scandia-Jourde sold cosmetics under the 
mark “Champagne” long before the plaintiff's trade-mark was ever used on its 
goods, still the plaintiff has failed to show that it ever used the mark “Bain de 
Champagne” on such toilet articles as those sold by defendant, or has established 
any trade-mark right to use the single word “champagne” as against the defendant 
and Scandia-Jourde. Any inference that “champagne” had come to mean the 
plaintiff is rendered the more unlikely by the steady use of that word for many 
years by Scandia-Jourde, apparently without the plaintiff’s protest. 

The finding of the trial court that the word “champagne” in the plaintiff’s mark 
had acquired no secondary meaning is a decision upon the record before us that 
that word did not signify the plaintiff’s goods. As was said by the Court of Appeals 
for the Eighth Circuit, and indeed as goes without saying “such findings will not 
be disturbed on appeal unless this court can say that in the light of the evidence 
the court erred as a matter of law.” Seven Up Co. v. Cheer Up Sales Co., 148 F. 
2d 909, 911 [36 T.-M. Rep. 93]. 

The decision of the Examiner of Trade Interferences in the proceeding by the 
Caron Corporation against Banta not only dealt with a toilet soap which was to 
be used in baths, but was upon a record quite different from the one before us. We 
think it has no bearing on the issues under consideration. 

The decree is affirmed. 
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RONSON ART METAL WORKS, INC. v. FINK, DOING BUSINEss As 
RONSON KNITTING MILL 


New York Supreme Court, Oneida County—March 31, 1947 


TRADE-MARKS AND UNFAIR COMPETITION—GENERAL. 

Direct competition is not required as basis for relief from unfair competition; nor is it 
necessary to show bad faith, confusion or deception; it is sufficient that the name used 
would lead the public to believe defendant’s goods were in some way connected with plaintiff. 

Justice demands protection of investment of modern business in advertising and pro- 


motional efforts used in building good-will; failure to do so would encourage unfair 
competition. 


TRADE-MARKS AND UNFAIR COMPETITION—INJUNCTION—PARTICULAR INSTANCES. 


“Ronson,” used on and in connection with sweaters and sportswear, permanently restrained 
as unfair competition with “Ronson” used on cigar and cigarette lighters. 


Injunction to become effective in thirty days from date of entry to enable defendant 
to make appropriate changes. 
Action by Ronson Art Metal Works, Inc., against Samuel Fink, doing business 
as Ronson Knitting Mill, for unfair competition. Judgment for plaintiff. 
Rudd & Penberthy (Francisco Penberthy, of counsel), both of Utica, N. Y., for 
plaintiff. 
Thomas L. Wilder, Utica, N. Y., for defendant. 


SEARLE, J.: 


Plaintiff, a New Jersey Corporation, has been engaged in the manufacture and 
sale of cigar and cigarette lighters, as well as a line of metal goods and furnishings, 
since 1909, under the trade-name “Ronson.” 

Defendant, Samuel Fink, doing business under the name and style of “Ronson 
Knitting Mill,’ since 1940, has manufactured or sold sweaters and sportswear 
bearing a label “Ronson for Sportswear.” 

The action is based on a claim of unfair trading and competition. The complaint 
seeks a permanent injunction. 

The evidence discloses that in 1928 plaintiff commenced the manufacture and 
sale of a new type of lighter. Its mechanism was based on pressure of thumb or 
finger, thereby opening and igniting the lighter, the release of the pressure closing 
the lighter. Through the years plaintiff claims to have expended better than two 
million dollars in advertising, largely national, in many of our best known news- 
papers, magazines and periodicals. This advertising featured the trade-name 
“Ronson.” Thirty-five thousand accounts are claimed to have been opened through- 
out the United States; a building was erected exclusively for “Ronson” products 
at the New York World Fair. 

The word “Ronson,” it appears, was an adoption of the name of the president 
of the company in 1909, namely, Aronson, the initial “A” being deleted. 

The United States Patent Office issued to plaintiff a trade-mark covering 
“Ronson” in 1909, an additional trade-mark in 1924, and further trade-marks in 
1929 and 1931, covering Ronson products. 


Defendant first used the trade-mark “Ronson” on sweaters and knitted goods 
in March, 1940. 
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The United States Patent Office in October of the same year, 1940, issued to 
defendant the trade-mark “Ronson.” 

Plaintiff was incorporated in 1897 under the name “The Art Metal Works,” 
In 1928, the corporate name was changed to “Art Metal Works, Inc.” In May, 
1945, it was changed to “Ronson Art Metal Works, Inc.” 

Defendant urges that as he was the first to use the name “Ronson” as applied 
to the business (1940), and as plaintiff did not add such to its corporate name until 
1945, defendant is entitled to use the name, and that the action must be treated 
as involving a trade-name only. Defendant further urges that if plaintiff has any 
rights it must seek recovery in federal court in a trade-mark case, citing Ball vy, 
Broadway Bazaar, 121 A. D. 546. However, the Court of Appeals in reversing the 
order of the Appellate Division added, “In either case” (trade-marks or trade- 
names) “such unfair conduct as is calculated to deceive the public into believing that 
the business of the wrongdoer is the business of him whose name, sign or mark is 
simulated or appropriated, constitutes the gist of the offense” (194 N. Y. 429, 435), 
Therefore, the application of the law and the remedy relates equally to trade-marks 
and trade-names. 

Defendant further contends that the products manufactured and sold by plaintiff 
are properly classed as luxuries, while those sold by defendant are essential goods; 
that therefore no confusion can arise in the trade. The plaintiff has, however, 
during the years, manufactured ornamental figures, desk sets, dolls, lamps and 
other articles in addition to the lighters, all bearing the insignia “Ronson.” Although 
the defendant deals in sweaters and knitted goods, yet, in 1945, the products of 
both parties were found on the shelves of a department store located in Hancock, 
New York. Shortly thereafter this action was instituted. 

Both state and federal authorities are definite as to the disposition of a case 
involving the facts presently before the court. Most frequently cited is Tiffany & 
Company v. Tiffany Productions, Inc., 262 N. Y. 482, affirming 237 App. Div. 
801, 260 N. Y. S. 821, which in turn affirmed 147 Misc. 679, 264 N. Y. S. 459. In 
the trial court an exhaustive opinion was written by Justice Dore. A detailed 
recitation of the facts is unnecessary except to state that the Tiffany family, since 
1837, had carried on a widely advertised business in connection with the sale of 
diamonds, jewelry and silverware. Defendant was incorporated under the name 
Tiffany Productions, Inc. Its business was the production and distribution of 
motion pictures. Its advertising “used as an identifying symbol the representation 
of a diamond with a light radiating therefrom, in conjunction with the name 
‘Tiffany.’” In the instant action one of defendant’s arguments is to effect that the 
lines of merchandise sold by plaintiff and defendant are in no wise competing, one 
being a luxury and the other a necessity. Granting, however, that neither precious 
stones nor moving pictures are necessities, still no vivid imagination could construe 
them as being competitive. As was said in Forsythe Co., Inc. v. Forsythe Shoe 
Corp., 234 App. Div. 355, 358, 254 N. Y. S. 584, 587: “Names other than plaintiff's 
there are in plenty which defendant could have selected.” 

In the case at bar no claim was made that defendant had in the organization 
any person by the name of “Ronson.” There is here presented by defendant no 
colorable reason for the use of the name. The only inference logically to be drawn 
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is that defendant desired to obtain a free ride on a vehicle paid for and built by 
the plaintiff. On the other hand, there is no claim of fraud on the part of defendant. 
To support relief based on a claim of unfair competition, it is well recognized that 
direct competition need not be shown. It is sufficient that the trade-name used 
would lead the public to believe defendant’s product was in some way connected with 
the plaintiff. Long’s Hat Stores Corporation v. Long’s Clothes, 224 App. Div. 497, 
231 N. Y. S. 107, 108; Cartier, Inc. v. Parfums Blanchard, 32 N. Y. S. 2d 15; 
Socony-Vacuum Oil Co., Inc. v. Lafariere, 48 N. Y. S. 2d 421. 

Neither bad faith, confusion nor deception need be shown to entitle plaintiff 
to injunctive relief. Alfred Dunhill of London, Inc. v. Sumner Restaurant, 67 U. S. 
P. Q. 35, October 6, 1945. 

The contention that if there is no competition there can be no remedy was met 
in decisive terms when Justice McCook succinctly stated (Yardley of London, Inc. 
v. Yardley Shoes, Inc., unpublished, but quoted with approval in Marvlo Mills, Inc., 
v. Marvel Mills, Inc., 170 Misc. 770, 11 N. Y. S. 2d 37, aff’d 258 App. Div. 715, 
15 N. Y. S. 2d 137), “Such has not been the law for more than ten years.” The 
federal court has spoken with equal emphasis on this contention, wherein Judge Coxe 
remarked to the same effect: “It is no answer that the defendant sells shirts, and 
the plaintiff, smokers’ requisites.” Alfred Dunhill of London, Inc. v. Dunhill Shirt 
Shop, Inc., 3 F. Supp. 487. 

More recent authorities have frequently cited the Tiffany and Forsythe cases, 
supra, such as Rector v. Rector’s Tavern, Inc., 163 Misc. 213, 299 N. Y. S. 26, 
where the name “Rector” had acquired a secondary meaning, although the plaintiff 
at the time of trial was not then engaged in conducting a restaurant. As was 
written in Warren, Inc. v. Turner’s Gowns, modified in 259 A. D. 878, 20 N. Y. S. 
2d 1020, judgment of trial court reinstated 16 N. Y. S. 2d 994, 285 N. Y. 62 
[31 T.-M. Rep. 167], authorities now fail to draw a distinction, so far as the 
application of unfair competition is concerned, between a trade-mark and a trade- 
name. Lehrenkrauss v. Universal Tours, 262 N. Y. 332. 

The modern tendency of our courts is summed up by the words of Justice 
Smith in Rainbow Shops, Inc. v. Rainbow Specialty Shops, Inc., 176 Misc., 339, 340, 
27 N. Y. S. 2d 390: “Where there is either an actual or probable tendency toward 
public deception, the absence of a fraudulent intent on the part of the subsequent 
trader affords no basis upon which to predicate a denial of the prior trader’s appli- 
cation for equitable intervention in protection of his rights.” 

The words of the poet Emerson still prevail: “If a man . . can make a 
better mouse trap than his neighbor, though he builds his house in the woods, the 
world will make a beaten path to his door.” However, modern advertising and 
business promotion since have reached a point where today vast sums of money 
are invested in building up business and good-will. Justice demands that such 
an investment be protected. Failure to do so would be to encourage unfair trade 
competition. 

A permanent injunction is granted. The decree to be here entered shall become 
effective thirty days from the date of its entry to enable defendant to make the 
appropriate change. The decree may omit any provision for an accounting. 


LS 
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WALDMAN v. SCHLEIN 
New York Supreme Court, Special Term, Kings County—March 13, 1947 


UNFAIR COMPETITION—NAMES OF COMPANIES. 

“Lorrie,” “Bob Lorrie,” and “Bob Lorrie’s Inc.,” and “Bob Lorrie’s Clothes” do not 
compete unfairly with “Lorrys” and “Lorrys Haberdashers.” There is no evidence of 
competition, no evidence of wrongful intent nor of intention to deceive the public. There 
is little likelihood of confusion. 


Action for unfair competition. Complaint dismissed. 
Hoo ey, J.: 


Action to restrain the defendants from using the name “Lorrie” or “Bob Lorrie” 
or “Bob-Lorrie’s Inc.” or “Bob Lorrie’s Clothes” or any similar name. Plaintiff 
is now and has been for more than sixteen years last past continuously engaged in 
business under the name of “Lorrys” pursuant to a certificate of trade-name as 
“Lorrys Haberdashers” filed with the clerk of King’s County on August 29, 1930, 
There are three stores of plaintiff in Brooklyn. One is located at No. 5416 Fitth 
Avenue, one at No. 7802 Fifth Avenue, and the last at No. 442 Eighty-sixth Street. 
Two other stores of plaintiff are being operated, one in the Parkchester section of 
the Bronx and one in Miami Beach, Florida. On March 1, 1946, the individual 
defendants filed a certificate of doing business under the trade-name of “Bob Lorrie 
Clothes” and about April 1 opened their store at No. 1111 Quentin Road in 
Brooklyn. On February 15, 1947, defendants moved to their present and larger 
store at Coney Island Avenue and Quentin Road. In the meantime the defendants’ 
business was incorporated under the name of “Bob-Lorries Inc.” The corporation 
is also a party defendant. There is no evidence of any actual competition between 
the plaintiff and the defendants. There is no evidence of any wrongful intent on 
the part of the defendants in the choice or use of their trade-name “Bob-Lorrie.” 
The affirmative evidence on this question is to the contrary. There is no evidence 
that defendants misled or deceived the public into the belief that the plaintiffs 
business and the defendants business are one. In fact the defendants have displayed 
in the window of their store and over the cashier’s desk signs reading “Our Only 
Store.” No similarity exists between the appearance of defendants’ store, their signs, 
their label or their advertisements and those of plaintiff. There is no evidence of 
injury to plaintiff's business being threatened or imminent. There is no evidence of 
actual damage or injury sustained. The plaintiff uses block letters in presenting his 
trade-name while the defendants use a distinctive script. The testimony of two 
employees of “Crawford Clothes” a competitor of defendants on the subject of 
confusion between the names was not convincing and had no probative value. Upon 
all the evidence in the case the court is of the opinion that there is little likelihood 
that any one seeing the defendants’ name “Bob Lorrie’s” would be led to believe 
that he was dealing with “Lorrys.” The complaint is dismissed upon the merits, 
without costs. 
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TELECHRON v. TELICON CORP. 


TELECHRON, INC. v. TELICON CORPORATION 
No. 934—U. S. D. C., D. Del—March 4, 1947 


TRADE- MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES. 

“Telicon,” used on piezo electric crystals, radios and television receivers, held confusingly 
similar to “Telechron” used on clocks, motors, radio preselectors and radios. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—GENERAL. 

Infringement or unfair competition do not call for identity of goods; unfair competition 
may be found when goods, though different, are so related as to fall within the mischief 
which equity should prevent. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—PRELIMINARY INJUNCTIONS—EVIDENCE 
oF CONFUSION. 

Evidence of actual confusion accepted on preliminary injunction motion includes (a) letters 
and telegrams intended for plaintiff went to defendant; defendant’s mail went to plaintiff ; 
(b) orders for plaintiff’s goods filled by defendant with defendant’s goods; (c) clerks in 
retail stores confused; evidence of likelihood of confusion includes “expert opinion” of 
trade witnesses that continued use of plaintiff’s and defendant’s names on their respective 
goods will confuse trade and public. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—PRELIMINARY INJUNCTION—SCOPE OF 
RELIEF. 

Preliminary injunction granted to protect first user of word as trade-mark and dominant 
feature of corporate name against later comer attempting to enter allied field under con- 
flicting corporate name and mark; in cases of infringement of arbitrary trade-mark any 
doubt as to likelihood of damage should be resolved in favor of first user. 

INJUNCTION—EFFECT OF NOTICE AND CONTINUANCE OF INFRINGEMENT. 

Defendant continuing use of infringing mark and corporate name after notice takes risk 

that his guess as to outcome of suit may be wrong; and in case of such intentional infringe- 


ment and unfair competition effect of preliminary injunction on defendant’s finances is 
immaterial. 


i 


Action by Telechron, Inc., against Telicon Corporation for trade-mark infringe- 
ment and unfair competition. Plaintiff’s motion for preliminary injunction granted. 


Hector M. Holmes, Boston, Mass., James F. Hoge, Lenore B. Stoughton, and 
George M. Chapman, all of New York, N. Y., and Hugh M. Morris and Morris, 
Steel, Nichols & Arsht, both of Wilmington, Del., for plaintiff. 

Philip Handelman and Handelman & Ives, both of New York, N. Y., and Richard 


F. Carroon and Southerland, Berl & Porter, both of Wilmington, Del., for 
defendant. 


This is a motion for a preliminary injunction. Where there is refusal or the 
granting of a preliminary injunction, the facts required to be found by Federal 
Rules of Civil Procedure, Rule 52(a), 28 U. S. C. A. following Section 723c, will 
follow and the others may be found in the court’s memorandum of decision. 

The action is for trade-mark infringement and unfair competition. Verified 
pleadings and affidavits have been filed by both parties. Plaintiff seeks to enjoin 
defendant from the use of “Telicon” as a trade-mark or as part of its corporate name. 

Plaintiff began to use its mark “Telechron” in December, 1919. It registered on 
November 13, 1923 (No. 175,808) for clocks and on August 5, 1924 (No. 187,400) 


for electric motors; both registrations have been renewed. Pilaintiff’s use of its 
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mark has been continuous. In addition to its use on electric clocks and motors it 
has been used in the radio field. The war caused a limitation of plaintiff’s manu- 
facture of articles to which it applied its mark, but the use throughout the period of 
the war was continuous. Plaintiff has used “Telechron” as part.of its corporate 
name since April, 1926. Plaintiff was organized in May, 1914, under the name 
of Warren Clock Company. From 1926 until May 1, 1946, its name was Warren 
Telechron Company. From May 1, 1946, its name has been Telechron, Inc. The 
change of name was made because wide advertising of plaintiff's mark ‘“Telechron” 
had caused it to become familiar to the public. 

Plaintiff's parent corporation is the General Electric Company which has been 
in the radio field as a large manufacturer of radio receiving sets, accessories and 
equipment. 

Defendant on June 1, 1942, changed its name from Telechron Corporation to 
Telicon Corporation. It was organized on May 21, 1942, under the former name. 
Thereafter defendant began the manufacture of piezo electric crystals which are 
devices for controlling frequency in radios, types of radio transmission and clocks, 
During the war defendant’s activities were limited to the manufacture of these 
crystals. Large quantities of these were sold to the Government. Defendant has 
been in the radio field since November 7, 1945, although its advertisements since 
1944 show its prime purpose to operate in the radio and television fields. Its 
earliest marketing of a Telicon radio was in the spring of 1946 and the earliest 
consumer advertising of defendant’s radios was in March, 1946. It would appear 
the Telicon television receivers were first shown to the public in October, 1946. 

In 1931 plaintiff sold 5,000 Telechron electric clocks to RCA to be used with 
radio sets which RCA was manufacturing. General Electric Company also made 
some of these sets for RCA. Also in 1931 plaintiff sold 3,000 of its electric clocks 
to Grigsby-Grunow Company to be placed into the Majestic radios of that company. 
The dials of these radio clocks all had the trade-mark “Telechron.” In 1934, 5,300 
of plaintiff’s clocks bearing the same trade-mark were sold to Atwater-Kent 
Company. 

In 1935 plaintiff offered for sale under its mark a preselector to be plugged 
into a radio and adjusted to turn the radio on and off at pre-set intervals. This 
preselector enables the radio to be used as an alarm clock as it may be set to tum 
on the radio at whatever hour one desires to awake. This Telechron preselector 
has a potential market for use with the television sets. Plaintiff sells its preselector 
to radio manufacturers for incorporation in their radio sets. These preselectors 
were advertised and sold from 1935 to 1942, at which time production was stopped. 
Between 1935 and 1942, 37,000 preselectors were sold for sales prices of $398,000. 
After the war production has been resumed. 

In 1937 plaintiff offered the Telechron world time clock. It was adapted for use 
with radio communication. It shows the time throughout the world and is used 
with short wave radio receiving sets. During the war plaintiff produced a clock 
for the armed services for timing radio signals and radio communications. These 
were sold to the Army, Navy, Maritime Commission and Signal Corps and became 
known to thousands of radiomen in the armed services. 
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In 1940 plaintiff began plans for a Telechron radio with a built-in preselector. 
In 1941 these plans were set aside because of the war. In 1944, as war demands 
relaxed, work on this project was resumed. In January, 1944, the production of 
90,000 Telechron radio sets was authorized. Plaintiff’s sales representatives were 
notified of the new line in April, 1945. Plaintiff’s district managers were requested 
to estimate what the demand would be. The price was $19.95. Later, OPA 
allowed a price boost to $27.35. Plaintiff was held up for lack of material but in 
October, 1945, samples of its radios were complete. In November, 1945, radios 
were shipped to plaintiff’s sales offices in Boston, Chicago, Cleveland, New York, 
Philadelphia, St. Louis, San Francisco, Atlanta, Dallas and Denver for demon- 
stration purposes. Demands of distributors exceeded plaintiff’s productive capacity 
and rationing became necessary. In December, 1945, plaintiff advertised the 
Telechron radio to the trade. Actual distribution occurred in June, 1946. National 
advertising commenced a month before. By October, 1946, 39,291 of plaintiff’s 
radios were on the market. 

Plaintiff bases its claim of good-will which has attached to its trade-mark 
Telechron on five basic factors which are (1) the wide use of the Telechron syn- 
chronous motor which since 1924 has sold 5,500,000 for sales prices of $9,000,000 ; 
(2) the wide sale of the Telechron master-clock which is used to control the 
frequency of the alternating current output of power stations and which is used 
by 99% of electric power stations in the United States; (3) the great distribution 
of the Telechron electric clock of which 7,000,000 have been sold at sales prices 
of more than $25,000,000; (4) plaintiff’s advertising—which consists of distributing 
100,000 catalogs each year to dealers, distributors and consumers and circulars to 
the amount of 750,000 each year—which shows between 1924 and 1945 advertising 
expenditures of $3,168,398; and (5) the sale of Telechron products through the 
same outlets as pertain to the radio and electrical appliance equipment throughout 
every state through 580 wholesale distributors, in the radio stores and department 
stores, both wholesale and retail; these are the same outlets which would buy and 
deal in piezo electric crystals and other electrical and radio equipment. 


Leany, D. J.: 


Both to sight and sound Telechron and Telicon are similar. The mere utterance 
of the two words approaches an absolute identity in sound. Beside the point, says 
defendant, because the plaintiff’s first field of endeavor was clocks and motors, not 
radio or television and I was first in the field. Defendant alleges it made up its 
name from two Greek words “Tele,” meaning distant, and “ikon,” meaning image, 
because these two words in combination are suggestive of defendant’s proposed 
field—television—and, in adopting the name it had no intent to ride on the coattails 
of a clock manufacturer. At this point, I shall not pause to re-examine or discuss 
the question whether the parties operate in wholly different fields, in allied fields, 
or deal in closely related or the same products. The facts, as found, supra, afford 
definite answers to each of these questions. My memorandum of decision will be 
devoted, in the main, to certain conclusions of law based upon certain other facts 
which are just as pivotal as the master factor already found. 
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1. The question is, do the goods of plaintiff and defendant have the same 
descriptive properties? Infringement or unfair competition do not call for identity 
of goods. This Circuit has said unfair competition may be found when goods, 
though different, are so related as to fall within the mischief which equity should 
prevent.” Again this court has said: “The goods capable of being so passed off 
are not limited to those that are identical or even to those that have the same 
descriptive properties.’ 

2. Here, we have not only prospective potential confusion but also present 
confusion. A study of the sound and appearance of the warring words is sufficient, 
But, there is, also, evidence of actual confusion. Letters and telegrams intended 
for plaintiff went to defendant and letters for defendant went to plaintiff.* While 
I do not think the evidence was sufficient to establish a palming off, yet it was 
sufficient to establish confusion where on three instances orders were received for 
plaintiff’s radios (Telechron) and defendant filled those orders and sold its own 
radios (Telicon). A clerk in Macy’s radio department when asked to point out 
plaintiff’s product was concerned with demonstrating defendant’s product. There 
were other instances of confusion on the part of many other store employees of 
different concerns. There is also certain “expert opinion” evidence. Executives 
of such companies as Consolidated Edison Co. of N. Y., Inc., RCA, and Graybar 
Electric Company, Inc.—persons of experience and knowledge in the radio and 
electrical industry—were of the view that the continued use of the names of both 
plaintiff and defendant as trade-marks for radios and radio equipment will cause 
confusion among wholesalers, retailers and consumers. 

3. The corporate names are likewise strikingly similar. True, at the time 
defendant began to use Telicon, plaintiff's Telechron was not the sole element of its 
corporate name. But, Telechron was its mark and the predominant word in its 
corporate name; and both its products and its business had been generally known 
by the use of the word Telechron. Under such circumstances it is entitled to protec- 
tion from the junior party who attempts to enter an allied field. House of West- 
more, Inc. v. Denney, 151 F. 2d 261; Standard Oil Co. of New Mexico v. Standard 
Oil Co. of California 56 F. 2d 973 [22 T.-M. Rep. 363] ; Goodyear Rubber Co. v. 
Goodyear’s Rubber Mfg. Co., 21 F. 276. Moreover, where confusion is present, 
it must, of necessity, be caused, in part at least, by the resemblance of the names 
in conflict. American Radio Stores v. American Radio & Television Stores Corp., 
17 Del. Ch. 127. It matters not, even, that the business of the parties is different. 
This Circuit so held where one of the parties sold tires, the other automobiles. See 
Akron-Overland Tire Co. v. Willys-Overland Co., 273 F. 674, affirming this court, 
268 F. 151. 

4. Apprised of invasion plaintiff acted promptly to protect its right. Plaintiff 
first learned of defendant’s Telicon in January, 1946. One of GE’s patent attorneys 


1 Kotabs, Inc. v. Kotex, 50 F. 2d 810. 

2Wm. A. Rogers, Limited v. Majestic Products Corp., 23 F. 2d 219, 220. 

3 One letter intended for defendant was received by plaintiff. The writer was an indignant 
purchaser of one of defendant’s “Telicon” radios. He stated: “I had a lot of radios in my time 
but never a lemon like this one.” This letter obviously shows that where confusion exists the 
writer of the “lemon” letter, for example, will think less kindly of plaintiff’s products in future. 
This is threatened potential damage. 
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had for over twenty years presided as guardian angel in protecting plaintiff’s mark 
“Telechron.” In January, 1946, he saw in the Patent Office Gazette publication 
of the mark “Telicon” for piezo electric crystals. GE then recommended that 
plaintiff should institute proceedings in opposition. At once, such action was insti- 
tuted (January, 1946). Those proceedings are now pending. It was not until 
May, 1946, that plaintiff learned of defendant’s use of Telicon with radios. After 
this, plaintiff investigated defendant’s activities ; there followed the formal infringe- 
ment notice and the institution of the case at bar. Although proceedings in opposi- 
tion made known to defendant that plaintiff challenged the use of Telicon, defendant 
thereafter commenced advertising its product and in the spring of that year (1946) 
offered its radio product for sale. Aware of plaintiff’s challenge of the use of 
Telicon, which might result in vindication of plaintiff’s claim for injunctive relief, 
defendant’s repetitive utterances throughout this case that if an injunction issues— 
presently defendant plans a public issue of its shares to attack risk capital—it will 
spell financial ruin for defendant and its enterprise must fall on deaf ears. Absent 
pressure from monopolistic groups, there must remain in our enterprise system a 
form of corporate free will. Our courts do not function to protect corporate litigants 
when they make a bad guess as to their legal immunity in determining a course of 
conduct vis-a-vis their competitors.* 

5. Upon this background of awareness since January, 1946, that its conduct 
would inevitably be called to judicial scrutiny, defendant has nevertheless gone 
into the markets and stands today ready and anxious to catch the incoming tide 
of public demand for the competitive products. While this case has been tried by 
afidavits—in general, I am opposed to “trial by affidavits”—this is a case where 
I fail to see what new proof could be offered which would be of assistance in 
determining the bare legal questions involved. There is little dispute of fact; 
and a “full dress trial’ would simply present the same issues. Yet, it is not 
my function to be categorical about such a matter; it may be a trial might bring 
forward new proofs, which would give a new vision of the controversy. At 
this phase of examination, however, I see potential damage to plaintiff which 
may only be safeguarded by a preliminary injunction. This is precisely the 
situation which has stimulated other courts to use that traditional process. Liberty 
Life Assurance Society v. Heralds of Liberty Delaware, 15 Del. Ch. 369; 
Coca-Cola Co. v. Los Angeles Brewing Co., 1 F. R. D. 67 [30 T.-M. Rep. 15]; 
G. G. White Co. v. Miller, 50 F. 277. Particularly appropriate is Judge Learned 
Hand’s statement: “In choosing an arbitrary trade-name, there was no reason 
whatever why they should have selected one which bore so much resemblance to 
the plaintiff’s; and in such cases any possible doubt of the likelihood of damage 
should be resolved in favor of the plaintiff. Of course, the burden of proof always 
rests upon the moving party, but having shown the adoption of a similar trade-name, 
arbitrary in character, I cannot see why speculation as to the chance that it will 
cause confusion should be at the expense of the man first in the field.’”® 
The preliminary injunction should issue. 















*Cf. William Boldman Theatres, Inc. v. Loew’s Inc., et al., 150 F. 2d 738. 
*Lambert Pharmacal Co. v. Bolton Chemical Corp., 219 F. 325, 326. 
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SUTTON PUBLISHING COMPANY, INC. v. McGRAW-HILL 
PUBLISHING COMPANY 


Commissioner of Patents—January 30, 1947 


TRADE-MARKS—CONFUSINGLY SIMILAR. 

“Industrial” above “Electronic Equipment” is confusingly similar to “Electrical Equip- 
ment.” 

TRADE-M ARKS—ABANDONMENT. 

“Electrical Equipment” registered as trade-marks for magazine is not abandoned by use 
of subtitles “New Developments in Products. Parts. Material” and “Including Electronic 
Equipment.” Other magazines have sub-titles, which are also no part of titles in a trade- 
mark sense. 


TRADE-M ARKS—CANCELLATION—REGISTRATION UNDER Act oF 1920. 

Petitioner to cancel 1920 Act registration need not prove that it is entitled to exclusive 
use of the mark on which it relies. All that is required is to show that respondent's mark 
has not been in bona fide use for not less than one year when application for registration was 
filed and that petitioner is injured by inclusion on the register. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation No. 4467 by Sutton Publishing Company, Inc., against 
McGraw-Hill Publishing Company, Inc., Registration No. 408,580, issued August 
15, 1944. From decisions sustaining petition, registrant appeals. Affirmed. 


Bernard F. Garvey, Washington, D. C., for Sutton Publishing Company, Inc. 
Charles R. Allen, Washington D. C., for McGraw-Hill Publishing Company, Inc. 


Frazer, F. A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
the petition of Sutton Publishing Company, Inc., to cancel trade-mark registration 
No. 408,580, issued August 15, 1944, under the provisions of the Act of March 19, 
1920, to McGraw-Hill Publishing Company, Inc. . 

The mark of the registration sought to be cancelled is the title of a “periodical 
magazine published at irregular intervals.” It is the notation “Industrial Electronic 
Equipment,” displayed in two lines, the word “Industrial” being offset above the 
words “Electronic Equipment,” which are centered at the top of the page and printed 
in capital letters. It has been in use since June 1, 1943. 

In the petition to cancel, petitioner pleaded its prior use and ownership of the 
title “Electrical Equipment,” registered October 27, 1942, under the 1920 Act, as 
a trade-mark for “periodicals published from time to time, carrying subject matter 
relating to electrical equipment.” 

Respondent concedes that the two publications “are of the same descriptive 
properties within the meaning of the Act.” And it seems clear to me that the re- 
spective marks are confusingly similar. Respondent argues, however, that petition- 
er’s mark as registered was abandoned before respondent’s entry into the field, and 
that its use has never been resumed. This argument is based upon petitioner’s addi- 
tion of certain subtitles, those employed during the one year period immediately 
preceding respondent’s filing date being “New Developments in Products. Parts. 
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Liaterials,” and “Including Electronic Equipment.” The registered title, however, 
remained unchanged, and has been in continuous use. How, then, can it be said to 
have been abandoned 

Many publications have subtitles. That of the well-known magazine Time, for 
example, is The Weekly News Magazine, and that of Esquire is The Magazine for 
Men. But such phrases are no part of the titles in a trade-mark sense; and just as 
those magazines are known and called for merely as Time and Esquire, so would 
petitioner’s periodical be known and called for merely as Electrical Equipment. 

Respondent asserts that petitioner has failed to prove itself entitled to the exclu- 
sive use of the mark on which it relies, but that is not the question to be determined. 
All that was required of petitioner was a showing that respondent’s mark had not 
“been in bona fide use not less than one year” when the application for its regis- 
tration was filed, and that petitioner is injured by its inclusion on the register. In 
my opinion petitioner has met those requirements. 
The decision of the Examiner of Interferences is affirmed. 


EX PARTE CLARKE 


Commissioner of Patents—February 11, 1947 





TRADE-MARKS—PLEADING AND PRACTICE—APPEALS TO COMMISSIONER OF PATENTS 
Applicant took no appeal from Gommissioner’s affirmance of rejection of application un- 

der 1905 Act; thereafter applicant petitioned that application be remanded for further pro- 
ceedings in accordance with the Trade-Mark Act of July 5, 1946. Petition is denied since 
application will no longer be pending in the Patent Office upon effective date of new trade- 
mark act. There is nothing in the Act of 1946 that would authorize or require further pro- 
ceedings in respect to cases that shall have been finally disposed of prior to its effective date. 

If applicant regards his mark as registrable he should refile under the new act. 






Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark of Houghton W. Clark, Serial No. 
459,192, filed March 18, 1943. From decision refusing registration, applicant ap- 
pealed. Affirmed at 70 U.S. P. Q. 365. On petition that application be remanded 
to Examiner of Trade-Marks. Petition denied. 





Blair, Curtis & Hayward, New York, N. Y., for applicant. 
Frazer, F. A. C.: 















On July 31, 1946, I affirmed the decision of the Examiner of Trade-Marks re- 
jecting this application to register a mark under the provisions of the Act of Febru- 
ary 20, 1905 (589 O. G. 505, 70 U. S. P. Q. 365). Applicant took no appeal from 


my decision ; but his attorneys have now filed a petition, from which I quote the fol- 
lowing : 


In view of the passage of the Trade Mark Act of July 5, 1946, which distinctly changes 
the provisions of the law by which this application has been rejected, we respectfully re- 
quest that this application be remanded to the examiner for further proceedings in ac- 
cordance with the new law. 
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Section 47 (a) of the new Act provides that: 


All applications for registration pending in the Patent Office at the effective date of 
this Act may be amended, if practicable, to bring them under the provisions of this Act. 
The prosecution of such applications so amended and the grant of registrations thereon 
shall be proceeded with in accordance with the provisions of this Act. 


But the Act does not become effective until July 5, 1947, at which time the in- 
stant application will no longer be “pending in the Patent Office.” And I am able to 
find nothing in the Act that would authorize or require “further proceedings” in 
respect to cases that shall have been finally disposed of prior to its effective date, 
If applicant regards his mark as registrable under the new Act, he should bide his 
time and refile. 

The petition is denied. 


DOUGHBOY INDUSTRIES, INC. v. COLONIAL MOLASSES CO., 
INC. 


Commissioner of Patents—March 5, 1947 


TRADE-MARKS—PLEADING AND PRACTICE. 

Patent Office Rule 157 applies only when the parties are the same in both proceedings 
and does not authorize use by cancellation petitioner of record including the testimony and 
exhibits introduced in prior interference to which registrant was not a party. 

The use of such evidence is not in accordance with Rule 26, Federal Rules of Civil 
Procedure. 


Petition from Examiner of Interferences. 

Trade-mark cancellation No. 4794 by Doughboy Industries, Inc., against Colo- 
nial Molasses Co., Inc., Registration No. 401,737, issued June 8, 1943. From 
decision denying motion to use record in prior interference, petitioner petitions. 
Petition denied. 


A. Yates Dowell, Washington, D. C., for Doughboy Industries, Inc. 
Mida, Richards & Murray, Chicago, Ill., for Colonial Molasses Co., Inc. 


Frazer, F. A. C.: 


The party Doughboy Industries, Inc., moved under Rule 157 “to use herein the 
record including the testimony and exhibits introduced” by its predecessor in 
interest in an interference proceeding to which the party Colonial Molasses Co., Inc., 
was not a party. In view of the latter’s objections, the Examiner of Interferences 
denied the motion. This is a petition seeking reversal of that action. 

In White Horse Distillers, Limited v. Englander, 471 O. G. 718, 31 U. S. P. Q. 
140, I had occasion to consider the precise question here presented, and held that 
Rule 157 “applies only when the parties are the same in both proceedings.” And 
though that decision is characterized by petitioner as having been “rendered many 
years ago by a former Acting Commissioner,” it still correctly expresses my views, 
which were based in part upon the cases there cited. Petitioner refers me to n0 
contrary authorities, beyond suggesting that “the use of such depositions is in accord- 
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ance with the provisions of Rule 26 of the Federal Rules of Civil Procedure.” I 
have examined that rule, and find nothing in its provisions to support petitioner’s 
argument. 

The petition is denied. 


THE UNITED STATES TIME CORPORATION v. MEDICATED 
PRODUCTS COMPANY (STATLER MFG. CO., 
ASSIGNEE, SUBSTITUTED) 


Commissioner of Patents—March 5, 1947 


TRADE-MARKS—PLEADING AND PRACTICE—CANCELLATION. 


In cancellation proceeding, counterclaim must be pleaded as fully as an original cause 
of action and all the facts relied upon must be alleged. 

If the goods of the parties are of different descriptive properties neither party is injured 
and neither has a valid cause of action. If a claim for relief is averted, pleading must contain 


a short and plain statement of claim showing that pleader is entitled to relief; requirement 
applies to counter-claims. 


Petition from Examiner of Interferences. 
Trade-mark cancellation No. 4839 by The United States Time Corporation 
against Medicated Products Company (Statler Mfg. Co., assignee, substituted), 
Registration No. 420,559, issued April 16, 1946. From decision dismissing counter- 
claim to cancel petitioner’s registrations, respondent petitions. Petition denied. 


F. J. Pisarra, New York, N. Y., for The United States Time Corporation. 
McKnight & Comstock, Chicago, Ill., for Statler Mfg. Co. 


Frazer, F. A. C.: 


The United States Time Corporation petitioned to cancel a trade-mark regis- 
tration issued to Medicated Products Company under the provisions of the Act 
of March 19, 1920, and assigned to Statler Mfg. Co., asserting its ownership of 
certain earlier registrations. In the answer Statler Mfg. Co. included a counter- 
claim, seeking cancellation of the registrations so pleaded. The Examiner of Inter- 
ferences dismissed the counterclaim on motion, because it failed to “allege either 
directly or by necessary implication that the respective products possess the same 
descriptive properties.” The case is before me upon petition from that ruling. 

It is true that the petition to cancel “alleges that the goods of the parties are 
goods of the same descriptive properties,’ and that such allegation is denied in the 
answer. But a counterclaim “must be pleaded as fully as an original cause of action, 
and all the facts relied upon must be alleged. In other words, the pleading must 
be sufficient in itself independently to state a cause of action.” Polaroid Corporation 
v. Sun Glass Industries, Inc., 581 O. G. 522, 67 U. S. P. Q. 239. The counterclaim 
here in question is thus fatally defective. Mishawaka Rubber and Woolen Manu- 
facturing Co. v. Bradstone Rubber Co., 27 C. C. P. A. 888, 109 F. 2d 219. 

If the goods of the parties are of different descriptive properties, neither party 
is injured, and neither has a valid cause of action. But if “a claim for relief” be 
asserted, the pleading must contain “a short and plain statement of the claim show- 
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ing that the pleader is entitled to relief”; and that requirement is expressly made 
applicable to counterclaims. See Rule 8(a), Rules of Civil Procedure. Under 
Rule 8(e), however, “separate claims or defenses” may be pleaded, “regardless 
of consistency.” 

The petition is denied. 


THE B. F. GOODRICH COMPANY v. THE TREMCO 
MANUFACTURING COMPANY 


Commissioner of Patents—March 6, 1947 


TRADE-MARKS—USE IN ADVERTISING. 
Reference in advertising and on labels to “a Koroseal Product” and “a solution of 
Koroseal” is not trade-mark use of “Koroseal.” 


Appeal from Examiner of Interferences. 

Trade-mark opposition No. 23819 by The B. F. Goodrich Company against 
The Tremco Manufacturing Company, application, Serial No. 471,291, filed June 
15, 1944. From decision sustaining opposition, applicant appealed. Reversed at 
72 U.S. P. Q. 177. On opposer’s petition for reconsideration. Petition denied. 


Harold S. Meyer, Akron, Ohio, for The B. F. Goodrich Company. 
Hyde, Meyer, Baldwin & Doran, Cleveland, Ohio, for The Tremco Manufacturing 
Company. 


Frazer, F. A. C.: 


The B. F. Goodrich Company, opposer in the above entitled trade-mark opposi- 
tion proceeding, petitions “that the Commissioner’s decision dated January 30, 
1947 [595 O. G. 479, 72 U. S. P. Q. 177], be reconsidered, and that the time for 
appeal to the Court of Customs and Patent Appeals be extended until fifteen days 
after action on this petition.” 

Opposer’s time for appeal is fixed by Rule 149 of the Rules of Practice. 

My decision was predicated upon the finding that opposer’s trade-mark ‘‘Koro- 
seal,” to which the Examiner of Interferences held applicant’s mark “Corosofoil” 
to be confusingly similar, is “not appropriated to merchandise of the same descrip- 
tice properties.” I have re-examined the record in the light of the argument now 
presented, but I still entertain that opinion. In opposer’s advertising, and possibly 
on some of its labels, such merchandise, sold under other trade-marks, is referred 
to as “a Koroseal product,” or “ a solution of Koroseal,” but that does not constitute 
trade-mark use of the word ‘“Koroseal.” Ex parte The Pepsodent Co., 486 O. G. 
686, 36 U. S. P. Q. 75. And its use other than as a trade-mark is not alleged in 
the notice of opposition. 

The petition is denied. 
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THE SCHOLL MFG. CO., INC. v. SIMON 
Commissioner of Patents—March 19, 1947 


TRADE-MARKS—NotT CONFUSINGLY SIMILAR. 
“Zindex” is not confusingly similar to “Solvex.” 
TRADE- MARKS—PLEADING AND PRACTICE. 


In taking its testimony-in-chief opposer introduced two additional registrations, and in 
its rebuttal testimony still a third, of marks that were somewhat more similar to applicant’s 
mark; and thereafter moved to amend the notice of opposition “to conform the pleadings 
to the proof under Rule 15 (b) of the Federal Rules of Civil Procedure.” The Examiner 
of Interference desired the motion to amend, and refused to consider other marks than the 
one originally pleaded. But the taking of depositions did constitute a trial of the issues. The 
issues were tried before examiner at final hearing, at which time applicant objected to pro- 
posed amendments (as to the additional registrations) to notice of opposition and evidence 
relating thereto. Issues were therefore not tried by the consent of the parties and FRCP 
(15) b does not apply. In any event Section 6 of the 1905 Act precludes allowance of 
amendment setting up new grounds of opposition if filed more than thirty days after pub- 
lication. Patent Office must abide by the statute, regardless of the “deeds or agreement” 
of the parties. 

APPEALS AND PETITIONS TO THE COMMISSIONER OF PATENTS. 

Though opposer is not entitled to be heard, Commissioner considers its contention that 
registration should be refused ex parte on opposer’s unpleaded registrations. This question 
was not passed on by the examiner, nor were any of the opposer’s registrations cited against 
the application by the examiner. The case should be free of doubt. The decision of the 
examiner is affirmed. 


Appeal from Examiner of Interferences. 

Trade-mark opposition No. 23548 by The Scholl Mfg. Co., Inc., against Irving 
Simon, application, Serial No. 466, 746, filed January 20, 1944. From decision 
dismissing opposition, opposer appeals. Affirmed. 


Stephen J. Cox, New York, N. Y., for The Scholl Mfg. Co., Inc. 
W. Lee Helms, New York, N. Y., for Simon. 


Frazer, F. A. C.: 


The Scholl Mfg. Co., Inc., appeals from the decision of the Examiner of Inter- 
ferences dismissing its opposition to the application of Irving Simon for registration 
of a trade-mark appropriated to “foot preparation for athlete’s foot.” 

Applicant’s mark is essentially the word “Zindex.” The mark relied on by 
opposer is the word “Solvex,” previously registered for goods of the same descrip- 
tive properties. It was the examiner’s opinion, in which I concur, that “when 
the marks are considered in their entireties, as they must be, they are so generally 
dissimilar that confusion in trade would not be likely to occur.” The two marks 
neither look alike, sound alike, nor have any similarity in meaning. Even opposer 
concedes that “at first sight ‘Zindex’ seems to differ materially from ‘Solvex.’” 
The major portion of opposer’s brief, however, is directed to other matters. 

In taking its testimony-in-chief opposer introduced two additional registrations, 
and in its rebuttal testimony still a third, of marks that are somewhat more similar 
to applicant’s mark; and thereafter moved to amend the notice of opposition “to 
conform the pleadings to the proof under Rule 15(b) of the Federal Rules of Civil 
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Procedure.” On authority of Juliana Underwear Co. v. Writtel, 574 O. G. 794, 
65 U. S. P. Q. 255, the Examiner of Interferences denied the motion to amend, 
and refused to consider other marks than the one originally pleaded. 

Rule 15(b) reads in part as follows: 

When issues not raised by the pleadings are tried by express or implied consent of the 
parties, they shall be treated in all respects as if they had been raised in the pleadings. 
Such amendment of the pleadings as may be necessary to cause them to conform to the 
evidence and to raise these issues may be made upon motion of any party at any time, even 
after judgment; but failure so to amend does not affect the result of the trial of these 
issues. 


Opposer thus argues that: 


The amendments should have been entered because the issues were tried by consent 
of the parties and all objection thereto waived by applicant when after a lapse of five 
months without objection he took testimony in answer to opposer’s testimony supporting 
the specific issues raised by them, and therefore actually tried these issues. 

But the taking of depositions did not constitute a trial of the issues. The issues 
were tried before the Examiner of Interferences at final hearing, at which time 
applicant expressly objected to the proposed amendments and to the evidence relat- 
ing thereto. Opposer’s statement that these “issues were tried by consent of the 
parties” is therefore inaccurate, and the rule does not apply. But in any event it 
is my oponion that the requirement of Section 6 of the Act that a “notice of opposi- 
tion, stating the grounds therefor,” shall be filed “within thirty days after the 
publication of the mark sought to be registered,” precludes the allowance of an 
amendment setting up new grounds of opposition if filed more than thirty days 
after publication. And the Patent Office must abide by the statute, regardless of 
the “deeds or agreement” of the parties. Jn re Laskin Brothers, Inc., 32 C.C. P. A. 
820, 146 F. 2d 308. 

Opposer advances the further argument that evidence in support of grounds 
not specifically pleaded is admissible under its “general allegation” as to “likelihood 
of confusion, deception and consequent injury to opposer.” The authorities, how- 
ever, are all to the contrary. I quote the most recent expression of the Court of 
Customs and Patent Appeals on this particular point from the case of Goldsmith 
Bros. v. Atlas Supply Co., 32 C. C. P. A. 1001, 148 F. 2d 1016. 

Since appellant did not plead the use of its mark on motor oil or its registration for 
polishing wax that might be used on automobiles, the evidence with respect thereto cannot 
be deemed pertinent to the issue and the Examiner of Interferences and Commissioner of 
Patents properly refused to consider it... . If appellant intended to rely upon its regis- 
tered mark as applied to polishing wax it should have pleaded it the same as it did others. 
Though opposer is not entitled to be heard in that regard, I have given careful 

consideration to its contention that “the opposed application should be refused 
registration ex parte on opposer’s prior registrations.” This question was not 
passed on by the Examiner of Interferences, nor were any of opposer’s registrations 
cited against the application by the Examiner of Trade-Marks. To warrant rejec- 
tion now on ex parte grounds, I think the case against applicant should be free from 
doubt ; and I am unable to say that opposer’s registrations make such a case. 

The decision of the Examiner of Interferences is affirmed. 
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EX PARTE HALL (SPORT PRODUCTS, INC., ASSIGNEE, SUBSTITUTED) 
Commissioner of Patents—March 21, 1497 






TRADE- MARKS—COLOR. 

Two-tone effect of different natural colored woods in throat of tennis rackets is merely 
decorative and lacks trade-mark significance. Registration is refused. 

TRADE-M ARKS—EVIDENCE—ESTOPPEL. 

Applicant may characterize his own mark by the manner in which he uses it, and the 
significance of a mark in advertising is an important factor. A patentee will not be heard 
to say that an element of his patented invention for which he claimed mechanical novelty 
and utility, has no such virtues when presented for registration or a trade-mark. Utilitarian 
devices are non-registrable as trade-marks. 

Prior ADJUDICATION. 

It is not controlling that two registrations have previously been issued to applicant of 
marks somewhat similar to the one here in question. Registration would be permissive 
evidence in applicant’s favor were there “any reasonable doubt as to the registrability of 
its mark upon the latter application. Rule is not applicable where there is no room for doubt. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark of Horace W. Hall (Sport Products, 
Inc., assignee, substituted), Serial No. 481,701, filed April 4, 1945. From decision 
refusing registration, applicant appeals. Affirmed. 


Harold E. Cole, Boston, Mass., for applicant. 
FrazER, F. A. C.: 





This is an appeal from the refusal of the Examiner of Trade-Marks to register 
a mark for “tennis rackets and badminton rackets.” 

As stated in the application : 

The trade-mark is applied or affixed to the goods by constructing that portion of the 
racket between the curved bow and the handle, which portion is commonly called the 
throat, of different natural colors of wood. The mark appears in the throat of the racket 
which consists of a narrow stripe formed by a strip of light colored wood of a brownish 
shade between two triangular areas formed by two pieces .of a light colored wood of a 
whitish shade. It is made to so appear by forming said throat of three pieces of wood, 
of the color and shape named. 

That the two-tone effect thus accomplished lacks trade-mark significance seems 
apparent. I agree with the examiner that in appearance it is merely decorative, 
and would so impress the average purchaser. But there is another reason, which 
I think is conclusive, why registration was properly refused. 

On November 10, 1931, a patent was issued to applicant, which relates to lami- 
nated rackets, and which both describes and claims the throat structure now sought 
to be registered as a trade-mark. The patent teaches that: 

The introduction of a strong wood center section in the throat such as maple with the 
great body of the throat being composed of light weight wood such as mahogany, not only 
increases strength but makes a pleasing and unique color contrast and helps materially the 
balance of the racket. 

In the brief on appeal counsel asserts that “in patent specifications it is common 
to praise the new invention in terms that are exaggerations,” and that actually 
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“there is no advantage in making a throat piece of different woods of different density 
and color.” He also attempts to avoid the natural implication of applicant’s adver- 
tising of record, which stresses the importance of the “new center-piece throat” 
disclosed in the patent. This, counsel says, is merely “puffing” of the kind ‘“‘com- 
monly indulged in by business firms that advertise their products to the consumer”; 
and that “‘to take one’s advertising and use it against him in a trade-mark application 
is going far beyond anything heretofore done by any tribunal.” 

But certainly an applicant may characterize his own mark by the manner in 
which he uses it, and the significance of a mark in advertising has always been con- 
sidered an important factor in that regard. General Foods Corporation v. Fels & 
Co., 531 O. G. 807, 51 U.S. P. Q. 52; Winget Kickernick Co. v. Blossom Products 
Corporation, 501 O. G. 874, 41 U. S. P. Q. 112. And a patentee will not be heard 
to say that an element of his patented invention, for which he claimed mechanical 
novelty and utility, has no such virtues when presented for registration as a trade- 
mark. Sparklets Corporation v. Walter Kidde Sales Co., 26 C. C. P. A. 1342, 104 
F. 2d 396. 

It is of course well established that utilitarian devices are nonregistrable for their 
registration would afford monopolies that are “not permitted by the Trade-Mark 
Act.” In re Waterman, 34 App. D. C. 185, 1910 C. D. 306. 

Nor is it of controlling importance that two registrations have previously been 
issued to applicant of marks somewhat similar to the one here in question. It is 
true that such registration would be persuasive evidence in applicant’s favor were 
there “any reasonable doubt as to the registrability of its mark upon this later 


application.” Ex parte Levi Strauss & Co., 571 O. G. 522, 64 U. S. P. Q. 31. 
But since I find no room for doubt, the rule is here inapplicable. Ex parte Sinclair 
Refining Co., 594 O. G. 428, 71 U. S. P. Q. 301. 

The decision of the Examiner of Trade-Marks is affirmed. 
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PART I 


STATE TRADE-MARK LEGISLATION* 
By Kenneth Perry} 


A stated “intent” of the Lanham Act is “to protect registered marks used in 
such commerce (all that may lawfully be regulated by Congress), from interfer- 
ence by state, or territorial legislation.” There is no provision of the Act in the form 
of specific prohibition against or declared invalidity of state legislation for fulfill- 
ment of this “intent.” Fulfillment, therefore, is not accomplished completely under 
provisions of the Act alone. It is unlikely that a court would hold invalid a state 
statute dealing with trade-mark property rights created under the common law of 
the state, and upon which subject matter all states traditionally have had and still 
have statutory law, simply because that state statute contravenes an unimplemented 
“intent” of a federal act to protect against an undefined “interference.” 

With reference to a trade-mark, a creature of the common law of the state, 
Congress may have felt that in expressing a purpose agreeable to the states, in pro- 
viding federal regulation that made state registration useless and burdensome, and in 
extending an invitation not to interfere in a matter that has become predominately 
interstate, it had gone as far as it safely might go without intruding unduly upon 
the jurisdiction of the states. Congress’s “intent to protect,” in any event, stopped 
somewhere short of prohibition, and it left to time and circumstance definition of the 
state “interference” that it discountenanced. 

The purpose to avoid state interference may fail, in part, in the absence of af- 
firmative action by trade-mark owners. We have just witnessed evidence of this 
danger in Connecticut and Ohio. I refer to the recent bills in those states to make 
state registration compulsory. Trade-mark owners could not afford, relying solely 
on the Lanham Act, to make them invalid, to permit these bills to pass. 

Compulsory state registration is an old story to many of you. The Trade-Mark 
Bulletin for the years 1935-1939 contains more than a score of articles on the sub- 
ject, with the stated position of as many distinguished contributors. Not one, of 
course, expressed a kind word for compulsory state registration. 

The history of the last 20 years may be dated from a statement by the Associa- 
tion of the Bar of the City of New York in November, 1929, included in a later 
statement by that association issued on behalf of its committee on trade-marks in 
September, 1934. The latter statement has been quoted time and again, for rea- 
sons, no doubt, of its excellence and ever timeliness. It reads: 


“The committee desires to correct the erroneous impression created by advertising 
circulars and letters sent to trade-mark owners by companies that make a business of 
obtaining state trade-mark registration in all the states. 


_*Paper read at the Sixty-ninth Annual Meeting of the United States Trade-Mark Associa- 
tion at the Ambassador Hotel on May 13, 1947. 
+ Vice-President and General Counsel, Johnson & Johnson. 
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“In November, 1929, the association authorized the publication of a bulletin reading in 
part as follows: 

“Vested trade-mark rights are recognized and protected by the courts in all the states, 
irrespective of state or federal registration. Therefore the statement often found in some 
of these circulars and letters sent out by these self-styled specialists that state registration 
is necessary in order adequately to protect trade-mark rights is not true.’ 

“There has been no change in the law. 

“The current propaganda of the state registration ‘specialists’ may be summarized as 
follows: 

“1, They quote court opinions as to the limited effect of federal trade-mark registra- 
tion, thereby creating the erroneous impression that state trade-mark registration has some 
greater effect. Ownership of trade-marks is not conferred by registration. The statement 
in the association Bulletin of November, 1929, that ‘the first person to use a trade-mark on 
merchandise acquires title thereto in the territory where his goods are marketed,’ is a 
correct statement of the laws of the states on the subject. 

“2. They quote United States Supreme Court opinions to the effect that trade-mark 
rights do not arise under federal laws, but under the ‘laws of the states,’ thereby mislead- 
ing the lay reader to believe that the ‘laws of the states’ to which the opinions refer are 
the trade-mark registration statutes of the states. Trade-mark ownership rights arise 
under the non-statutory common law of the states. They are not acquired by registration 
or lost by failure to obtain the registration permitted by statute. 

“Recipients of advertising circulars and letters of the state registration ‘specialists’ are 
requested to forward them to the Association of the Bar of the City New York, 42 West 
44th Street, New York City.” 


This must have been a blow to those “self-styled specialists” ; for the following 


year they set about to change the law and make the statement of the Bar Association 
no longer true. A wave of mandatory registration bills hit the state legislatures, 16 
of them. Six became serious threats. 

At that time, early 1935, things were in pretty bad shape. There were 10 or 12 
million unemployed. Unemployment relief required huge additional state revenues. 
The balm in Gilead was to be a state tax falling primarily upon out-of-state busi- 
nesses. Business was in the dog house anyway in 1935, and out-of-state business 
would be just duck soup. (New Jersey, for instance, was going to collect in this 
manner $10,000,000 that would make unnecessary a port-of-entry tax on trucks, 
tolls on Pulaski highway, and a vending machine license tax.) This politically 
painless revenue had great appeal, at first blush, to the distraught legislator : He had 
campaigned on a promise of relief for the unemployed without additional burden on 
the already prostrate state taxpayer. Moreover, it was suggested that business would 
like it, or that, in any event, it would be good for business. 

When the real facts were called to the attention of the legislator, that he was 
being urged to promote a form of piracy, he backed away completely. The legis- 
lation failed in all states but one, Nevada. In Nevada, quietly and before trade- 
mark owners were even aware of the bill, it had passed both houses without dissent- 
ing vote. By the time it reached the governor, trade-mark owners had been alerted. 
Many of you remember Governor Kirman’s courageous statement disapproving the 
measure. In substance his statement was that Nevada just couldn’t need money 
that bad. 


Comparative quiet reigned for the next 10 years, except for the effort in 1938 
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to make it appear that such legislation was a proper or necessary corollary of fair 
trade. But the insidious and poisonous campaign attempting to mislead trade-mark 
owners to the conviction that state registration is essential to protection continued. 
This was, and remains, of course, a hope rather than a fact. State registration was 
not and is not essential ; but would become essential if the proponents could get com- 
pulsory registration statutes on the books. 

Coming now to 1947, we find the Lanham Act about to go into operation, with 
a stated purpose to protect registered marks against interference of state legisla- 
tion. If the Lanham Act should succeed in diminishing still further the value of 
state registration, as seems inevitable, it would be a further blow to the sale of serv- 
ices in state registrations. Before the Lanham Act might prove its effectiveness, and 
its worth, in this respect, mandatory state registration bills were introduced in two 
industrially important states that had not yet considered and discarded the proposal. 

There is little use in burdening you with the details of these two bills, Connecti- 
cut S. 19 and Ohio S. B. 265. They had the essential distinctive features of similar 
prior bills. These include: 


1. Support by a bureau that sells services in state registrations. 


2. Compulsory registration, with rights of ownership dependent upon first registra- 
tion rather than upon first use. 


3. An attractive revenue provision, whereunder the state would receive $25 for registra- 
tion of each mark and a renewal fee periodically. 
4. Bait to the press in the form of compulsory publication. 


The Ohio bill went so far as to provide that not only might the pirate have an 
injunction against and damages from the common law owner, but the common law 
owner might be required to surrender his property to the pirate for the pirates own 
use or resale. 

The energy and time wasted in fighting these rear guard actions have been 
enormous. The time and energy of the salaried personnel of the association have 
been very largely occupied with these bills over the last few months. Your secretary, 
Mr. Henry King, has done a remarkable and, I should add, a completely effective 
job in mobilizing forces and in enlisting services of which most of the trade-mark 
owners have little or no conception. 

When the Connecticut bill came to the attention of this association, the associa- 
tion immediately took the bill under consideration. It prepared and sent all manu- 
facturers an analysis of the bill. The secretary informed Trade and Bar Associa- 
tions, leading trade journals and papers, and in a great variety of other ways 
awakened trade-mark owners and their advisors to the menace. A number of other 
associations and groups joined forces, such as the Soap & Glycerine Producers As- 
sociation, The Proprietary Association, The Association of National Advertisers, 
The Motor & Equipment Manufacturers Association, The Automobile Manufac- 
turers Association, The Grocery Manufacturers of America, The Connecticut Patent 
Law Association, and The Hartford Chamber of Commerce. Many individual 
members of the bar and industry contributed generous services. Members of the 
association’s Lawyers’ Advisory Committee, state trade-mark committee, and board 
of directors sat down with the author of the bill in an effort to convince him of the 
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untimeliness of state legislative effort. Objections resulted only in amendments, 
Within two months’ time there had been two substitute bills introduced. 

A public hearing was held before the Connecticut Senate Committee on licensed 
occupations on April 16, 1947. Not one single manufacturer spoke in support of 
the bill. Not one single trade-mark owner spoke in support of the bill. Not one 
single businessman engaged exclusively in intrastate commerce testified in support 
of the bill. But the bill had support, apart from the senator who introduced it and 
the attorney who drafted the bill, from a bureau that sells services in obtaining state 
registrations. Last week the Connecticut Senate Committee rendered its report, 
It reported unanimously against the bill. There are to be no wooden nutmegs from 
Connecticut. 

Before the Connecticut Senate Committee had rendered its report, a similar 
rear guard action was being fought in Ohio. This association cooperated there with 
The Ohio Manufacturers Association, The Cleveland Patent Law Association, The 
Cleveland Chamber of Commerce, The Petroleum Industry Committee, and many 
of the trade-mark owners and interested parties who had opposed the Connecticut 
measure, as well as other similar groups who were especially interested in Ohio 
legislation. The Ohio bill has now been withdrawn. No further action is expected 
there. 

To say that not one responsible authority has ever, to my knowledge, spoken in 
favor of a compulsory state registration law, is not to say that there is never an 
occasion for voluntary state registration. Moreover, there may be, and there prob- 
ably are, some amendments that should be made and will be made to state trade- 
mark statutes. There is the larger and very difficult question of a uniform state 
trade-mark act. For one, I hope that there will be no occasion for any uniform state 
trade-mark act, unless it be a very simple one. 

An extremely high percentage of trade-mark owners use their trade-marks in 
interstate commerce. They want, and they are reasonable in expecting, the maxi- 
mum protection at the lowest cost. They want a single source to which they may go 
in determining whether a mark is available, a single point of registration, a reason- 
able fee, and avoidance of the confusion and harassment and expense of multiple 
jurisdiction. With its imperfections, the Lanham Act is a tremendous advance in 
this direction. Its provisions for incontestability ; constructive notice; concurrent 
registration; court jurisdiction over registration, cancellation, and rectification of 
the register; should be given opportunity to operate. If amendment is required, it 
is probably in the federal rather than in the state statutes. 

The Lanham Act is not yet in force. Many sections of it are vague and poorly 
worded. Doubts are entertained by trade-mark attorneys in government offices, in 
private practice, and in industry. One bill has been introduced to amend the Lan- 
ham Act. Other amendments approved by this association, The American Bar As- 
sociation, the Patent Committee ef the National Association of Manufacturers, and 
The New York Patent Law Association have been submitted to members of Con- 
gress for introduction. The “rules” under the Lanham Act are in first draft, 20-odd 
good sized pages in small type. It took a decade to get the Lanham Act, with a year 
for study, amendment, and rules after passage before effective date, and it’s 4 





37 T.-M. REp. LANHAM ACT ADMINISTRATION 287 


brave fellow who will say what it’s all about in the absence of judicial interpretation. 
Until the federal act has been given a fair chance to work and prove its effectiveness, 
states should be persuaded to stand by. Let’s have a respite in trade-mark legislation 
until we have digested the Lanham Act. 

The effort for “little Lanham Acts” should be postponed until the Lanham Act 
itself has exercised its proper influence. The framers of the Act proposed to avoid 
state interference, as Dr. Derenberg has expressed it, “Most state registration statutes 
are of little, if any, value to trade-mark owners and will prove even less so under the 
new act.... The more effective federal trade-mark legislation, the smaller the need 
for state laws.” 

Finally, at least, three eminent trade-mark authorities, for whose judgment I 
have great respect, have expressed the opinion that the Lanham Act does prohibit 
state statutes compelling state registration. They may be right. I hope they are. 

Our position on state trade-mark legislation, it seems to me, should be as fol- 
lows: 

1. We are opposed to any form of compulsory state trade-mark registration law. 
2. We are opposed to little Lanham Acts, at this time. 


3. We welcome for consideration, suggestions for amendments of state statutes that 
are not in conflict with these principles. 


ADMINISTRATION OF THE LANHAM ACT* 
By John A. Merchant} 


I wish to express on behalf of myself and my associates sincere appreciation for 
the assistance received during the past few months from the Lawyers’ Advisory 
Committee of this association. Numerous suggestions for rules and regulations 
which originated during and after the meetings of this group have been incorporated 
in the tentative new rules, on which hearings are scheduled to be held May 23 in the 
Auditorium of the Commerce Building. It is hoped that by that time the members 
of this association will have had an opportunity to study our proposed rules and 
submit further comments and suggestions. We realize that only a limited period 
of time is now available for this purpose. The final draft must be completed, how- 
ever, in time to be published in the Federal Register at least 30 days before the ef- 
fective date of the Act. Following the close of the hearing, only about 10 days will 
be left for consideration of proposed changes and final revision of the present pro- 
posed rules. 

In recent months, the Patent Office has been reorganized to provide for more 
efficient operation, and plans have been made for a material increase in personnel to 
expedite the examination of the unprecedented backlog of applications now await- 
ing action. In the appropriation bill for the fiscal year beginning July 1, 1947, as 
reported by the House Appropriation Committee on May 5, funds are provided to 


_ *Paper read at the Sixty-Ninth Annual Meeting of the United States Trade-Mark Associa- 
tion at the Ambassador Hotel May 13, 1947. 
t Chief of The Trade-Mark Division, United States Patent Office. 
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enable the Office to employ a total of nearly 2,200 employees, or approximately 500 
more than were on the rolls as of December 31, 1946. Of this total, about 1,300 will 
be examiners. The latter figure includes both patent and trade-mark examiners, 

As now organized, the Patent Office, in addition to the Commissioner’s Office 
and closely related functions, is divided into three major groups. These groups are: 
(1) The Executive Office, which includes the divisions of Administrative Manage- 
ment and Budget, Administrative Services, Financial, and Patent Services; (II) 
The Patent Examining Operation, which includes the Classification group, the 
Patent Interference Division, and the 65 Patent Examining Divisions, and last, but 
of particular importance from our viewpoint, (III) The Trade-Mark Examining 
Operation. 

As indicated by the accompanying organizational chart, Trade-Mark Operations 
is headed by the Executive Examiner for Trade-Mark Operations. Under his direct 
supervision are the three following groups: (1) Supervisory Examiner’s Office; 
(2) Trade-Mark Classification, and (3) Trade-Mark Interferences. The organiza- 
tion is further divided into the examining divisions and clerical sections. 

In past years the examiners of the Trade-Mark Division have been organized as 
a single unit, the assistant examiners as a general rule reporting directly to the 
Chief or the Assistant Chief of the Division. Such an organization, patterned after 
that of the patent examining divisions, proved satisfactory and adequate with the 
relatively limited examining staff then employed. Since all actions received the at- 
tention of the Chief of the Division or his assistant, this tended to promote uniformity 
in actions. However, the number of applications, as well as renewals, increased 
materially from 1943 through 1946, and this necessitated an increase in examiner 
personnel as reflected in the following table: 


1937-41 1942 1943 1944 1945 1946 


Applications 12,985 8,997 7,846 10,102 13,569 19,780 
Renewals 3,106 3,938 4,301 5,154 6,436 


14,820 12,103 11,784 14,403 18,723 
Examiners 17 16 15 16 18 


By the end of last year the number of examiners totalled 26, and the number 
of actions by the division had risen to approximately 800 per week. This placed 
an exceptionally heavy burden on the Chief of the Division, and close supervision 
of all actions became impracticable, if not impossible. Merely signing the 1,200 to 
1,500 papers which passed over the desk of the Chief of the Division each week in 
itself constituted a real physical burden. 

It became evident that a major revision in the organization of the division was 
necessary in order to handle in an effective manner the increased number of appli- 
cations for registration and renewal then being received and to provide for antici- 
pated further increases on and after July 5. 

One of the problems with which we are faced at the present time is our inability 
to estimate the number of applications for registration and republication under Sec- 
tion 12(c) that will be filed during the months immediately following the effective 
date of the New Trade-Mark Act. Someone has suggested that the number of ap- 
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plications for republication of existing 1905 registrations filed in the first few months 
of operation of the Act may reach the astounding total of 150,000. While the num- 
ber of applications of this type actually received may fall appreciably short of this 
total, all seem to agree that the number will be large and will place an unprecedented 
burden on the examining staff. 

All of you will be interested in knowing what steps are being taken to handle 
this anticipated increased volume of work. After due study, it was decided that the 
most effective and efficient manner to meet the present and future needs of the 
division was to maintain a single clerical section but divide the examining staff into 
a number of groups, each group or division consisting of a reviewing examiner and 
from six to eight assistant examiners. The number of examining divisions could 
thus be increased as occasion demanded. 

With the approval of the Commissioner, five examining divisions were created, 
the Reviewing Examiner in charge of each division being authorized to sign all com- 
munications prior to final action or publication. Under this plan, now in effect, only 
final actions or applications ready for publication or registration are submitted for 
the approval of the Head of Trade-Mark Operations or his assistant. 
The five divisions which have been established to date are as follows: 


Division 1—Room 6119 
H. E. Barbour—Reviewing Examiner 
Classes 

4. Abrasive, detergent, and polishing materials. 

6. Chemicals, medicines, and pharmaceutical preparations. 

9. Explosives, firearms, equipments, and projectiles. 

10. Fertilizers. 

14. Metals and metal castings and forgings. 
22. Games, toys, and sporting goods. 

. Dental, medical, and surgical appliances. 













Division 2—Room 6123 

H. E. Kaschub—Reviewing Examiner 
Classes 

2. Receptacles. 

5. Adhesives. 

15. Oils and greases. 

30. Crockery, earthenware, and porcelain. 

33. Glassware. 

36. Musical instruments and supplies. 

46. Foods and ingredients of foods. 

. Merchandise not otherwise classified. 








Division 3—Room 6129 
G. C. Summers—Reviewing Examiner 
Classes 
12. Construction materials. 
13. Hardware and plumbing and steam-fitting supplies. 


16. Paints and painters’ materials. 
. Vehicles. 
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. Electrical apparatus, machines, and supplies. 

. Cutlery, machinery, and tools, and parts thereof. 

. Measuring and scientific appliances. 

. Filters and refrigerators. 

. Belting, hose, machinery packing, and nonmetallic tires. 


Division 4—Room 6801 
E. Barr—Reviewing Examiner 
Classes 


. Baggage, animal equipments, portfolios, and pocketbooks. 

. Cordage. 

. Clothing. 

. Fancy goods, furnishings, and notions. 

. Canes, parasols, and umbrellas. 

. Knitted, netted, and textile fabrics, and substitutes therefor. 
. Thread and yarn. 


Division 5—Room 6807 
M. Racknor—Reviewing Examiner 


1. Raw or partly prepared materials. 
8. Smokers’ articles, not including tobacco products. 
17. Tobacco products. 
20. Linoleum and oiled cloth. 
24. Laundry appliances and machines. 
25. Locks and safes. 
27. Horological instruments. 
28. Jewelry and precious-metal ware. 
29. Brooms, brushes, and dusters. 
32. Furniture and upholstery. 
37. Paper and stationery. 
38. Prints and publications. 
45. Soft drinks and carbonated waters. 
47. Wines. 
48. Malt beverages and liquors. 
49. Distilled alcoholic liquors. 


In addition to the examining divisions, provision has also been made for a Re- 
newal Division and for a Classification Division. The need for the latter is recog- 
nized by everyone. No material revision in the existing classification of merchandise 
has been made since its establishment under the Act of May 4, 1906. In the past, 
classification of applications passed for registration has been determined largely by 
the assistant handling the same. Under these circumstances, it is not surprising 
to find in some instances registrations for the same class of merchandise classified in 
two or even three different classes. One of the first projects of this division will be 
a thorough review of existing registrations to establish clear and definite lines be- 
tween the classes. In the proposed rules, Section 11, Classification, it is stated that 
no change in the schedule will be made at the present time except the addition of 
a temporary class for services, namely, Class 51, Services (temporary). However, 
another proposal is being seriously considered which may be put into effect at the 
time the new rules are adopted. For a number of years, it has been recognized that 
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the registrations in Class 6 fall into three distinct classes. It is therefore proposed 
that this class be divided as follows: 





Class 6. Industrial chemicals and chemical compounds. 
Class 18. Medicines and pharmaceutical preparations. 
Class 51. Cosmetics and toilet preparations, not including soap. 


If adopted, the proposed Class for Service Marks will be numbered 52 rather 
than 51 as proposed in the tentative rules. 

An increase in personnel to 119 has been recently authorized and it is antici- 
pated that 25 additional examiners will be appointed by June 2. This will require 
the establishment of a sixth examining division at that time. Still another division 
for service marks will be formed about July 1, in order to handle applications for 
this new type of mark. 

The necessity for an adequate training program for the newly appointed exam- 
iners has been recognized. The successful administration of the Act will depend 
not so much upon initial rules and regulations as on the caliber and qualifications 
of the personnel which shall be called upon to administer the law. We realize that 
basic legal training will be a desirable, if not indispensable, foundation for proper 
understanding and application of the new statute. Every effort will be made, there- 
fore, in the selection of the examining staff to give preference to those who so qualify. 
Hence, in expanding our staff, emphasis will be laid upon the appointment of persons 
with good general and legal background. 

A series of orientation courses for the newly appointed examiners has been 
initiated. The examiners will receive thorough training by an experienced examiner 
with regard to the technique of examining trade-mark applications and will also at- 
tend a regular lecture course highlighting the legal aspects of registration procedure 
under the old and under the new law. This lecture course is being presented by our 
special Trade-Mark Counsel, Dr. Derenberg. 

Every effort has been made to divorce the registration of trade-marks as much 
as possible from the entirely different process of securing patents and examining 
patent applications. You will find’that our proposed trade-mark rules refer to the 
patent rules on only one occasion (in connection with the taking of testimony in 
contested cases). 

We are, of course, aware that procedural rules and regulations will furnish but 
inadequate guidance to the legal profession with regard to the meaning and effect of 
the new law. Let me stress, therefore, that it is our intention, in addition to these 
tules, to publish in the near future a general information pamphlet on trade- 
marks and also a manual of trade-mark procedure or some similar work for the guid- 
ance of the examining staff but accessible to all interested outside parties. We are 
considering at the present time going even beyond that and for the first time making 
available to the public certain important decisions or instructions which may be is- 
sued by the Trade-Mark Division as new questions and new cases arise. For this 
treason we have refrained in the proposed rules from even trying to determine such 
important matters of substantive law as, for instance, what may constitute likelihood 
of confusion; when a mark may become distinctive; what may or may not be reg- 
istered as a service mark; and numerous other similar problems. 
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The task lying ahead of us is tremendous and a great challenge not only to the 
Patent Office but to members of the bar as well. As in the past, we shall look for- 
ward to this oldest association of trade-mark owners for continued close coopera- 


tion with us in order to insure a practical, progressive and successful administration 
of the new law. 


PROTECTING YOUR TRADE-MARKS IN FOREIGN TRADE* 
By Frederick Moeller 


When goods bearing our trade-marks are shipped to a foreign country, trade- 
mark rights are not necessarily established in the manner that a trade-mark right is 
established at home when goods flow from one state into another. Apart from a 
few exceptions, e.g., Switzerland, Austria, Belgium, trade-mark rights do not ex- 
tend beyond our own shores. When we enter a foreign market we are largely on our 
own even though some International Trade-mark conventions give protection of a 
general and reciprocal character and some local laws do give more or less limited 
recognition to unregistered marks. As American firms selling our wares in export 
markets, or operating branch plants, we do have certain commercial and legal rights 
that our government will be quick to protect but there are some things about which 
it can do absolutely nothing unless there is a clear case of a discrimination. We 
have to recognize and accept this condition at the outset. When foreigners come to 
America to do business, they have to function according to our laws. When we do 
business abroad we have to function according to the laws of other nations. 

So far as trade-marks are concerned, we have to rely primarily upon national 
laws. The basic concept of trade-mark right is frequently different abroad than 
athome. Here our right springs from use, abroad it depends largely upon registra- 
tion. Ignorance of this fact has cost American trade-mark owners many thousands 
of dollars in the past, and still does, although there is a greater appreciation today 
among trade-mark owners for the need of protecting their trade-marks abroad. From 
talks with numerous trade-mark owners about this subject, I am inclined to think 
that many of them are willing to take a chance and forego foreign protection in order 
not to incur the initial cost of registration in a number of countries where they do 
not have immediate prospects of doing business. I think that such an attitude is 
worse than sheer ignorance of the risk. 

Not so many years ago, and some of our attorneys will shake their heads and 
say, “and why say ‘not so many years ago.’”’ it was rather a common practice for 
trade-mark pirates in foreign countries to spot American trade-marks for which 
there was a growing demand and register them in their own country against the time 
when the American manufacturer would appear on the scene to do business. When 
this event took place, the American trade-mark owner had no protection and there 
was nothing to do but pay the blackmail money or abandon the idea of entering the 


_ * Paper read at the Sixty-Ninth Annual Meeting of the United States Trade-Mark Associa- 
tion at the Ambassador Hotel May 13, 1947. 


7 Export Sales Manager, Lehn & Fink Products Corp. 
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market. Even a sympathetic Patent Office or Court could do nothing but obey its 
country’s laws and so the trade-mark pirate plied his trade. Sometimes an enter- 
prising agent would register his principal’s trade-mark and when the principal de- 
cided to make a change, he found himself in a predicament. Today the picture has 
changed considerably. Countries that were in their infancy industrially have grown 
into great manufacturing nations, business ethics and standards have changed ; local 
trade-mark owners have sprung up by the thousands and they are just as jealous 
of their rights as we are. Trade Associations abroad are united in stamping out 
counterfeiters of labels, refillers of bottles, trade-mark infringers and substitutes, 
The Patent Offices and Courts have changed their attitudes and the life of the 
trade-mark pirate has become more difficult. To mention an example, may I refer to 
the new Brazilian Trade-Mark Law which went into effect about a year ago and 
which provides very definitely for the recognition of trade-mark rights in a prior 
user of an unregistered mark even against someone else who has obtained a registra- 
tion for a conflicting trade-mark. Under the old Brazilian Trade-Mark Law, you 
had to have a registration. The situation is now very similar also in Chile, and I 
believe that even in Argentina the courts have lately given at least limited recogni- 
tion to the principle that trade-mark rights can be acquired not only by registration, 
but also by mere use. 

This is not to say that the trade-mark pirate no longer exists. Very definitely he 
does, just as he exists here at home. But it is highly important to disabuse people's 
minds of the idea that foreign countries are full of trade-mark pirates and that noth- 
ing is safe or sacred. Ideas about people that some of us have never met and do 
not understand sometimes persist for years and I wish to emphasize that business 
abroad does get protection, but because of a different concept of trade-mark law, 
the American trade-mark owner must be more alert and more diligent. He must 
be willing to make an investment in trade-mark protection before he starts doing 
business. i 

The operation of Trade-Mark Conventions and, in some cases national laws, do 
protect the late comer if he is the legitimate owner of the mark but the exercise of 
these limited forms of protection are usually based on a time limit and very often 
large sums of money have to be expended and valuable time wasted to reclaim a 
trade-mark which could have been registered for at least ten years in the first place 
at a cost of a few hundred dollars. 

Means of communication are so rapid in our time and there is such a deluge of 
information reaching foreign shores about American products, that the opportunity 
to pirate trade-marks is greatly accelerated and the trade-mark owner must be more 
alert than ever before and much more prompt in registering his marks. Interest in 
American products has been greatly speeded as a result of the last World War. Mil- 
lions of our men were sent all over the world. They carried with them a great 
good-will for American products as a result of which millions of dollars of American 
manufacturers went overseas. Although our soldiers have returned home, they left 
with millions of foreign people a burning desire to have the same things. A great 
part of this demand is as yet unknown and may be unfelt for many years to come 
because people must recover from the effects of war before they can have even the 
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simple things of life. But a great potential demand exists. Consider the number of 
American magazines circulating abroad, the number of people traveling from one 
country to another and how this will increase when planes and ships are free to 
move at will, Foreign agents are looking for American-made merchandise, branded 
merchandise that has protection at home. We must see to it that we have the same 
scope of protection abroad. 





“Any firm that develops a worthwhile business in the United States should think now 
of the day when the sale of its products may be expanded abroad. They should take prompt 
steps to register their trade-marks. The cost is relatively small, usually a good invest- 
ment, and is good insurance. It is a great disappointment when you check a foreign 
trade-mark register and find someone else has been there before you. I think this applies with 
almost equal force to trade-mark owners that are not at all interested in foreign business. 
There are numerous concerns that are not foreign minded, because they feel they have all 
they can do to take care of the home market for years to come. But who can tell when 
the day will come when the demand falls off at home? Or suppose this manufacturer wants 
to sell his business and the prospective purchaser is interested in foreign trade? When a 
business is purchased the validity of the mark at home and abroad is carefully checked and a 
trade-mark that has international protection is worth much more than one of limited scope.” 


There is another phase of trade-marks in foreign trade that I would like to 
stress. During the war period many fly-by-night operators entered the field, just as 
numerous domestic firms sprang into existence for the sole purpose of cashing in on 
the war and retiring with a big profit. These merchants have no permanent place in 
our economic system. ‘Their sole interest is to pick up merchandise cheaply and 
turn it over for a profit. They deal in damaged or otherwise unsaleable merchandise, 
which they ship anywhere abroad regardless of what damage it may do to your 
interests. They respect no agency arrangements; care nothing for trade-mark 
tights; and good-will, so far as they are concerned, does not attach to any trade- 
mark. Goods of this nature that reach foreign markets do serious damage to the 
trade-mark owner. Often the cost of shipping and duty greatly exceeds the original 
cost and if the foreign purchaser is glutted with such merchandise his loss is tre- 
mendous. The damage redounds to you, it is merchandise that bears your mark, 
the middle man has flown. If the foreign trader is also unscrupulous, he too will 
try to unload such merchandise on the ultimate consumer to the further destruction 
of your good-will. This is bound to happen as an aftermath of war and in many 
cases there is nothing that can be done about it. However, in other cases many of 
these dealers go directly to trade-mark owners and tempt them with cash offers for 
goods that they cannot sell in the U.S. A. No trade-mark owner should be a party 
to shipping anything abroad that is not of first quality. People in foreign markets 
are, to use a modern expression, “on the beam” ; they know what is good and they 
know what Americans are using. They do not want to buy our castoffs. The Su- 
preme Court of the United States has said: “The Ownership of the good-will re- 
mains unchanged notwithstanding the commodity has been parted with.” This is 
something that we should all remember. The responsibility of the trade-mark owner 
is a continuous responsibility and the quality of the commodity must remain un- 
changed if the good-will is to remain so. 


Finally, I would like to make a plea to trade-mark owners to place the control 
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of their trade-marks in the hands of a responsible person within their own organ- 
ization, who in turn will work through a competent law firm that can be held re- 
sponsible for the over-all world protection of the company’s trade-marks. We know 
from experience that when numerous people within a company or different branch 
offices are allowed to direct these important matters in their own way, that there is 
no consistent policy and that in a very short time we find trade-marks misused, agree- 
ments concerning them carelessly worded and each group having a different concept 
from the other. There is ample evidence of this in the graveyard of lost trade-marks, 
When there is a centralized control of trade-marks, correspondence and agreements 
in connection with them, there is little likelihood that anything will be done to jeop- 
ardize them. Under centralized control the central authority knows what is going 
on all over the world, he is able to size up a situation promptly and act on it. While 
it is true, as I said at the outset, that the laws of one country do not apply in another, 
the fact is that Patent Office and Court decisions of one country very often have a 
highly persuasive force in another country. To cite an example of how this works, 
some years ago my own company was faced with a world-wide attempt to infringe 
one of its most important trade-marks. Because we had centralized control, we knew 
the legal position in all countries and we were able to move fast and effectively to 
stamp out the infringement. If we had not had centralized control, our different 
offices may have taken different views of the matter, may have taken no action to 
suppress it, and our mark would have been seriously diluted. 

A part of centralized control is the help that your attorney at home can give to 
his associate attorneys abroad. There are many foreign countries where there are 
highly competent trade-mark attorneys that are handling important cases daily, there 
are other countries where the attorney is not versed in trade-mark law and where 
he may handle one or two trade-mark cases in a whole year. Such attorneys need the 
guidance of the home attorney to prepare their case. Some trade-mark owners think 
that if they carry on a direct correspondence with various foreign attorneys that it is 
going to save them some expense over having a centralized control through a com- 
petent law firm at home. I think that practice proves that this is not so. It may be 
a little cheaper at the beginning but confusion will arise sooner or later and in the 
end this policy is more costly. 

Foreign business is a fascinating business. Foreign laws, although different 
from ours, are not too difficult to understand if a fair attempt is made to understand 
them. People are pretty much the same all over. We have trade-mark pirates 
abroad and a goodly supply in the home market. American trade-mark owners pro- 
tect their trade-marks abroad. They should do so through competent attorneys and 
they should centralize control of trade-marks within their own organization. 
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“AT THE THRESHOLD OF THE LANHAM TRADE-MARK ACT’* 
By Walter J. Derenberg} 


When a new statute affecting important property rights of millions of citizens 
and introducing new legal concepts is enacted, there usually follows an initial period 
of uncertainty and confusion as to its exact meaning and scope. The new trade- 
mark statute is no exception to this rule. As a matter of fact, its sponsors foresaw 
so many problems which would necessarily arise in its administration by the Patent 
Office and its application by trade-mark owners that Congress provided a one-year 
adjustment period before the actual effective date of the new law. This one-year 
period from July 5, 1946, until this coming July 5 has already witnessed concerted 
efforts on the part of all those concerned to give careful study to the new provisions, 
to suggest rules for their administration, and even to propose amendments in order 
to remove undesirable features and existing ambiguities. As was to be expected, the 
final product which is the result of Congressional action and study over a 25-year 
period bears all the imprints of a compromise measure. And in some of its new 
provisions the new Act, as finally worded, shows the unhappy results of some last- 
minute amendments and revision in conference. A balance had to be struck between 
deserved protection of the trade-mark owner of his established good-will on the one 
hand, and the interest of the public against possible abuses of trade-mark rights on the 
other. But even though the Lanham Act may have suffered somewhat in clarity and 
purpose as a result of the great number of amendments and changes made up to the 
last moment, it will, in my opinion, over the course of time prove to be a much more 
progressive, modern, and flexible instrument than is the outmoded present Trade- 
Mark Act of 1905. 

I 


There apparently prevails widespread confusion among trade and industry at the 
present time with regard to the alleged revolutionizing effect of the new Trade-Mark 
Act on established rights. The Patent Office is receiving letters almost daily asking 
what steps should be taken in order to prevent cancellation on July 5 of presently 
registered trade-marks. Many concerns express fear that unless hasty and im- 
mediate action be taken by them upon the effective date of the Act, their existing 
rights will be in jeopardy and become legally vulnerable. I think it would not be 
amiss, therefore, first to offer a few observations as to what the new Trade-Mark 
Act does not do and does not attempt to do, and then call your attention to some of 
its major provisions which were intended to benefit all trade-mark owners including, 
of course, marks now used or to be used in the future by members of this Associa- 
tion. 

Let it be said at the outset that use of a trade-mark will remain the decisive 
factor just as it is controlling at the present time. Nowhere does the new Act at- 
tempt to confer rights in a trade-mark upon registration alone. On the contrary, 
the new law is much more specific in insisting upon continued use of a registered 
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trade-mark than is the now prevailing statute of 1905. In the future a registered 
trade-mark will not long survive, despite its registration, unless it can be shown to 
be in actual use by its owner. It is specifically provided that after five years from 
the date of registration the owner must file an affidavit with the Patent Office show- 
ing that the registered mark is still in use or that its non-use is due to special cir- 
cumstances, such as, for instance, war or prohibition. If such affidavit is not filed, 
the registered mark will be cancelled. Similar affidavits will have to be filed when- 
ever a registered trade-mark comes up for renewal or when the owner of a presently 
registered mark desires to convert his registration to the new Act. It would be fal- 
lacious, therefore, to assume that upon obtaining a registration under the new Act 
its owner may sit idly by without actively and continuously using the mark. One 
of the clear purposes of the new legislation is to prevent the register from being clut- 
tered with marks which are not in actual use. The new Act has not embodied the 
concept so widely prevailing in foreign countries of permitting the registration of 
so-called defensive marks or defensive goods. In other words, it would avail a per- 
fume manufacturer nothing to register 12 different forms of the same trade-mark 
with slight variations unless he is actually using such 12 forms. In the absence of use 
he would not even be able to obtain an original registration, nor would the new law 
permit such manufacturer to register his mark in advance for goods or classes on 
which he is not using the mark at the time of registration. In other words, he can 
no more protect his potential future business in different lines under the new law, 
as he is able to do under the now prevailing statute. In view of this legislative 
policy, it will probably not be safe for a trade-mark owner to rely upon one or two 
token sales or shipments at the time when the filing of an affidavit of continued use 
is required under the new law. While such occasional or individual shipments have 
been held by the Patent Office to be a sufficient basis for a showing of use of a trade- 
mark in interstate commerce, under the present law, it is likely that somewhat 
stricter requirements will be applied in the future if a manufacturer wants to pre- 
serve his mark on the register or obtain its renewal after 20 years. A certain con- 
tinuity of use will be required and the purely local and incidental use may in all 
probability be held insufficient for the required showing that the registered mark 
is ‘still in use.” Thus, it is clear that one of the things the new law does not do 
is to substitute registration of a trade-mark for its use. On the contrary, proper use 
of the mark as such remains of paramount importance and controlling legal signif- 
cance even under the new law. 

Another widely prevailing misconception is that existing registrations will be 
impaired unless some action is taken under the new Act. It cannot be stressed too 
much that there is nothing in the new law which compels any action on the part of 
a well-known and well-established trade-mark which is now registered under the 
Act of 1905. Rather than hastily rushing to republish or reregister such marks, their 
owners should with the aid of counsel carefully weigh the respective advantages and 
disadvantages which such republication or reregistration would incur. It must not 
be supposed that republication or reregistration under the new law carries with it 
only benefits and advantages. I shall refer to some of the most important advantages 
in a few minutes, but should like to point out at this time a few significant factors 
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which should be considered in determining whether a registered mark should now 
be republished or reregistered. As you may know, the Federal Trade Commission 
has been given jurisdiction under the new Act to apply for cancellation of registered 
trade-marks on numerous grounds. But this jurisdiction is expressly limited to 
marks registered on the principal register under the new Act. It would seem to 
follow, therefore, that the Federal Trade Commission would lack jurisdiction 
to attack the validity of any trade-mark now registered under the Act of 1905 and 
not republished or reregistered under the new law. This is certainly one important 
factor which may well enter into any discussion of the advisability of converting 
existing trade-marks. Furthermore, the affidavit of continued use will not be re- 
quired for any mark which is presently registered and for which the benefits of the 
new law have not been sought. Consequently, if a manufacturer’s trade-mark is 
likely to be temporarily discontinued within the next few years, such mark may be 
exposed to greater danger after republication than it would be if no action at all were 
taken with regard to it when the new Act becomes effective. 

Nor should it be supposed for one minute that republication or reregistration 
would protect the mark from becoming a generic term or, as the new Acct calls it, 
“a common descriptive name.”” This danger is and will be ever present regardless of 
what form of registration is secured and whether or not there is any registration at 
all. If one has a world-famous trade-mark, therefore, such as, for instance, ‘““Kodak,” 
the only conceivable danger to which such mark always remains exposed and has to 
be protected against is its becoming too popular and losing its distinctiveness as a 
trade-mark. In this most important struggle against loss of a trade-mark through 
over-popularization, the new law provides no assistance whatsoever. On the con- 
trary, a last-minute amendment to the Act now expressly provides that a mark 
which has become the common descriptive name of an article can never acquire 
incontestability. 

In this connection, let me point out in passing another trap into which trade- 
mark owners may fall unless the matter is given careful thought and study. The 
new law for the first time permits the use of an abbreviated registration notice, to 
wit, the letter “R” enclosed in a circle. Already advertising agencies are jumping 
at the occasion to suggest more artistic advertisements by omitting the customary 
notice and substituting the abbreviated form therefor. Such a suggestion will, of 
course, result in the usual difference of opinion and approach by the advertising 
agency and legal counsel. It is my personal opinion that wherever there might 
exist the slightest possibility of a mark’s becoming a common descriptive term the 
full trade-mark notice rather than the abbreviated mark should be used. Thus, the 
manufacturer of the world-famous “Thermos” bottle is presently engaged in a vig- 
orous campaign to preserve the trade-mark significance of the registered mark 
“Thermos” and it would be poor strategy, in my judgment, for any trade-mark 
owner to take advantage of the abbreviated notice under the new Act in any sit- 
uation where it’s important and mandatory to keep the trade-mark significance of 
the word constantly before the public eye. 

Let me point out at this time another gap in the new Act which will prove par- 
ticularly significant to the members of this industry. At one time the Lanham Act 
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contained a provision specifically outlawing as trade-mark infringement the unau- 
thorized use of a trade-mark on a repaired, repackaged, or rebottled article. Such 
a provision was deemed necessary in order to prevent unreliable and discredited re- 
bottlers from using an established trade-mark on a rebottle product. Many years 
ago, the Supreme Court had held in a famous case involving “‘Coty’s” perfume that 
a rebottler could not ordinarily be prevented from truthfully stating that the rebottled 
perfume was or contained Coty’s famous brand. The feeling generally prevailed in 
the cosmetic industry that the limited protection thus granted by the Supreme Court 
was insufficient to satisfy the honest dealer’s needs and it was hoped that the new 
trade-mark law by expressly prohibiting the use of a trade-mark on rebottled or 
repackaged articles would furnish more complete and reliable protection to the owner 
of cosmetic marks. However, these industry hopes were blasted and the rebottling 
amendment was stricken from the new Trade-Mark Act as finally enacted. Not only 
that: As you may have read, the Supreme Court held only a few days ago in one 
of its relatively few unanimous decisions in the last few years that the owner of the 
famous trade-mark “Champion” for sparkplugs could not prevent use of the name 
“Champion” on a reconditioned plug by a competitor who after prolonged trial was 
found guilty of both trade-mark infringement and unfair competition. 

There is little, if any, hope, therefore, that under the new Trade-Mark Act the 
practice of rebottling perfumes or repackaging drugs will be completely outlawed as 
infringement or unfair competition unless, perhaps, the industry itself by way of 
trade practice conferences should decide to adopt and follow such course. 

Finally, and still talking about what the new Trade-Mark Act does not do, I 
should like to mention that for constitutional reasons it does not attempt to super- 
sede existing state legislation on trade-marks but it does state as one of its pur- 
poses “to protect federally registered trade-marks from state interference.” In 
other words, while the individual states may still provide for some form of registra- 
tion of marks which are in local use there, the new Trade-Mark Act will give the 
first registrant under it nationwide coverage with regard to all commerce which can 
be lawfully regulated by Congress. As you know, the Supreme Court has in recent 
years so enlarged the meaning and scope of the word “commerce” as used in our 
Constitution as to comprise the greater part of all intrastate business activities as 
long as they may in some indirect way affect the free flow of commerce. As a mat- 
ter of fact, a case is pending before the Supreme Court at the present time in which 
the Court is asked to hold that the operations of a taxicab company between two 
railroad stations within the City of Chicago are interstate transactions so as to come 
within federal control. If the new Trade-Mark Act, although constitutionally limited 
to a coverage of commerce within the control of Congress, is examined and analyzed 
in the light of this recent trend, there can be little doubt that the effect of state leg- 
islation and state registration on established trade-marks will be reduced to the bare 
minimum. It is my firm conviction that the apparently never-ending efforts of cer- 
tain business organizations to sponsor the enactment of compulsory state registration 
laws and to recommend trade-mark registration in all 48 states apart from, or i 
addition to, federal registration, will be doomed to failure and would result in exactly 
that type of state interference against which the new Trade-Mark Act expressly pro- 
tects those who are engaged in any commerce within the control of Congress. 
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II 


Thus far, I have emphasized some of the more important phases of our present 
trade-mark regime which—widespread belief to the contrary notwithstanding—will 
not be changed or affected by the new legislation. Let me now call your attention to 
a few of the more important benefits which the new Act will confer upon the users of 
trade-marks. A great many of these benefits will be, it may be said in passing, 
equally available to those trade-mark owners who take no action under the new law 
or who may not even see fit to obtain any registration whatsoever. For instance, 
the provision of the new law providing for a freer assignment of trade-marks and the 
granting of licenses under certain safeguards will be applicable to all trade-marks 
whether registered or not and regardless of whether registered under the old or 
under the new law. Similarly, the provision of the new law permitting use of a 
trade-mark by a so-called related company, usually a subsidiary or licensee, is not 
limited to trade-marks registered under the new Act, but may be taken advantage 
of by all trade-mark owners regardless of registration. 

Generally speaking, the new Trade-Mark Act has four main objectives. As 
already stated, it tries to protect federally registered trade-marks against state inter- 
ference ; secondly, it proposes to provide additional incentives for trade-mark owners 
to register on one of the available federal registers; thirdly, it aims to bring our 
domestic law into accord with our obligations under certain international conven- 
tions to which the United States is a party, and finally, and most important, its 
purpose is to bring our law regarding the registration of trade-marks into harmony 
with the far more advanced and rapidly growing law of unfair competition. Most 
of the outstanding benefits which will be available under the new Act are based or can 
be traced to this last mentioned purpose. Throughout the Act we find a much more 
liberal approach both with regard to what may be registered and with regard to the 
scope and measure of protection which will be available against infringement. The 
rules and regulations of the Patent Office which are now available in tentative form 
and which are expected to be promulgated toward the beginning of June were writ- 
ten with these aims in mind and are intended to assist trade-mark owners in ob- 
taining more flexible and more liberal protection through federal registration than 
is available under the now prevailing statute and rules. Time is, of course, far too 
short to discuss even the majority of these benefits in greater detail. I will limit my 
remarks, therefore, to pointing out some of the major improvements which will 
have specific interest and application to the members of your industry. 

First of all, the new Act will make the selection of a new trade-mark a consider- 
ably smaller gamble than it has come to be under the present law. As you know, the 
now prevailing statute categorically excludes from registration on the main register 
all marks which are merely descriptive or geographical or are merely surnames, no 
matter how famous such names may have become over the course of years. The 
one insufficient exception to this strict rule was made in cases where such geo- 
graphical or descriptive term or surname could be shown to have been used ex- 
clusively as a trade-mark for a period of ten years prior to 1905. Consequently, 
hundreds of trade-marks which have acquired celebrity, or as it is usually termed in 
legal terminology “a secondary meaning” as trade-marks, could not be registered 
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on the main register even though they may have found ample protection by the 
equity courts against infringement or unfair competition. The rigid disqualifica- 
tion of surnames, unless they are so distinctively displayed as to become the minor 
element of the entire trade-mark, has proven particularly detrimental and incon- 
venient to industries such as the cosmetic industry in which by far the greater num- 
ber of famous trade-marks either constitute or are derived from the names of their 
owners. It seems that from time immemorial manufacturers have taken justifiable 
pride in using their own names as designation of their merchandise and they are 
usually not easily persuaded by their counsel to forego use of their own name as a 
mark in favor of an entirely arbitrary new device which may be easier registrable 
under the law. Take such famous names as, for instance, “Coty,” “Guerlain,” 
“Chanel,” “Elizabeth Arden,” “Dorothy Gray,” and innumerable others. None of 
these names as such can be registered as trade-marks under the present Act of 1905 
unless they have been in 10 years exclusive use prior to 1905. But not only that: 
The Patent Office in considering registrability has until now applied the so-called 
“telephone book test.” Whenever a mark or name which might possibly be the 
name of a living individual is sought to be registered, the Trade-Mark Division 
will pick up a number of telephone directories and if such name appears in one of 
them, the mark will be refused. In a rather recent case, an applicant pointed out in 
vain that the name did not appear in any of the New York telephone directories 
containing several million names. Since it appeared in the Washington book, it 
was refused registration. Under the new law this will no longer be true. In order 
to be rejected, the name must be “primarily merely a surname.” Moreover, if it 
can be shown that a surname has acquired distinctiveness over the course of years, 
it will now be registrable on the principal register even though it may be a common 
surname as applied to other merchandise. As you may have seen in a very recent 
issue of Life Magazine, even such a common name as “Smith Brothers” may ac- 
quire distinctiveness as applied to cough drops over a course of a 100-year period. 

The new Act also gives much more latitude in using a name which may have 
some remote geographical significance. Not only may such name become a valid 
trade-mark after having acquired distinctiveness but the new law excludes geo- 
graphical names from the register only if they are primarily merely geographical 
when applied to the goods of the applicant. Thus, the Patent Office should no 
longer refuse registration of the word “Kem” for playing cards on the ground that 
“Kem” is the name of a small river in Siberia. Moreover, it can be argued under 
the new law that a comparatively well-known geographical term may not be con- 
sidered merely geographical if applied to particular merchandise. Even a desig- 
nation such as “Philadelphia Cheese” may acquire distinctiveness as a trade-mark. 
In England, on the other hand, the mark “Liverpool” for cables was rejected despite 
a recognized secondary meaning on the ground that some geographical words are 
so predominantly geographical that under no circumstances could they ever acquire 
a true trade-mark significance. 

The provisions of the new law with regard to descriptive terms are also some- 
what more flexible although the new law still excludes “merely descriptive” marks 
without regard to whether they are primarily so. But they must be merely descrip- 
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tive “when applied to the goods of the applicant.” With regard to the cosmetic 
industry, this prohibition will probably mean that such designations as, for in- 
stance, ‘“Fraise’” or “Rouge” or any other term indicating a certain color shade 
would continue to be excluded from registration. As heretofore, words which are 
descriptive in a foreign language, particularly in French, will be held descriptive 
by the Patent Office. Thus, a word like “Peaudouce” for a skin lotion which was 
found unregistrable some years ago would still be disqualified under the new Act. 
But words which are merely suggestive, such as “Chez Lui” for perfume are, of 
course, registrable. A word which is technically misdescriptive may still be adopted 
as a trade-mark unless it is deceptive. A word like “Ivory” for soap, while tech- 
nically misdescriptive, would not deceive any one with regard to the ingredients 
thereof and, therefore, would be acceptable for registration. Color trade-marks, if 
part of a design on composite marks, have recently been granted liberal protection 
by the courts and may in many instances even be registrable as trade-marks on the 
principal register. The Supreme Court only recently held that a red ball on a 
sole for shoes had trade-mark significance, and only a few weeks ago the well- 
known color arrangement on the “Barbasol’” package was given full protection as 
a trade-mark. On the other hand, wherever the color serves as a functional ele- 
ment it cannot be protected. This was pointed out to the members of this Association 
by a recent special bulletin of its distinguished counsel. On that ground color tips 
of matches or milk bottle caps have been rejected as trade-marks. Even the red 
seal used on Victor records was recently refused protection. Frequently the use 
of certain colors may acquire sufficient significance in the public mind to be at least 
protected against unfair competition. The many Yellow Taxicab cases furnish a 
good illustration of such protection. 

The new law contains an interesting provision permitting registration of the 
shape of a perfume bottle or of a package or any other similar device. But registra- 
tion of such devices is limited to the so-called “supplemental register.” It was 
adopted almost entirely for purposes of foreign trade since the trade-mark laws of 
numerous foreign countries permit registration of packages, configurations of 
goods, etc., and it was thought desirable to make such protection abroad possible for 
American trade-mark owners through registration on the so-called “supplemental 
register” which, of course, has little, if any, effect in the United States. It would 
be a mistake to assume that by registering the shape of a bottle on the supplemental 
register any substantive rights therein would be acquired in this country. There is 
considerable difference of opinion with regard to the question whether such bottle 
or design could ever acquire sufficient distinctiveness to justify a conversion from 
the supplemental register to the principal register. 

Apart from providing much more flexible and liberal standards with regard 
to the registration of the traditional type of trade-mark, the new law also provides 
for protection of some types of marks which have heretofore not been held entitled 
to registration. This is particularly true of so-called “service” marks, which are 
used to indicate services rather than goods. Under the extremely broad definition 
of the Act this term includes even slogans and distinctive features of radio or 
other advertising. Despite this broad definition, it is, I believe, fairly clear that 
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such advertising slogans cannot be registered as service marks if they are used on or 
in connection with goods. Thus, the letters LS/MFT, even if advertised over the 
radio, would not be a service mark but might qualify as a trade-mark for cigarettes, 
The popular slogan in Washington, D. C., “Don’t make a move without calling 
Smith’s,” might be registered on one of the two registers as a service mark, but 
a separate registration would be required if the same words or slogan were used on 
furniture made by the same concern. A few such slogans are registered as trade- 
marks even under the present law. I believe the slogan, “Ask the man who owns 
one,” is a good illustration. It has been suggested that even musical sounds such 
as the well-known three notes used by the National Broadcasting Company might 
qualify as a service mark under the new law. 

Other innovations in the new law provides for the registration of so-called 
“certification” marks such as “Good Housekeeping,” and authorize use of a holding 
company’s trade-mark by its subsidiaries or licensees. 

Time does not permit any discussion of the many interesting problems that will 
necessarily arise in the application and interpretation of these new concepts. But 
my few remarks may have served to indicate that a determined effort has been 
made in the new law to bring the registration statute into harmony with the re- 
quirements of modern advertising and business policy. 

There is only one other phase of the new law which deserves special emphasis 
at this time. That is the complete elimination of the prevailing doctrine as embodied 
in the present statute of 1905 which, for purposes of registration and infringement, 
makes the presence or absence of “same descriptive properties” the controlling test. 
Under the new law the decisive factor will be likelihood of confusion and that alone. 
It is true that our equity courts in applying principles of unfair competition, and oc- 
casionally even in trade-mark infringement cases, have already in the past applied 
such general confusion test even where it admittedly would, according to Judge 
Learned Hand’s famous decision in the Yale case, “do some violence to the language 
of the statute.” Cases are legion in which famous trade-marks have been protected 
even against use on unrelated goods as long as there may arise some possibility of 
confusion as to origin and reputation. “Tiffany” was protected against use by a 
motion picture company, “Dunhill” was protected against use on shirts, “Kodak” 
was protected against use on bicycles and only a few weeks ago an injunction was 
issued against use of the word “Ford” on an insecticide. The Patent Office naturally 
was rather reluctant in view of the unrelenting language of the statute to completely 
ignore the requirement of “different descriptive properties.” But there has been a 
notable trend in recent years to apply such general confusion text even in registration 
proceedings. If a strict classification test had been applied in a case involving Eliza- 
beth Arden’s initials on a soap or jewelry container as contrasted with the use of the 
same mark on soap or cosmetics, the Patent Office would have had to conclude that 
soap and soap receptacles belong to two different classes. However, a more realistic 
view was taken and the language of the statute notwithstanding it was held that 
cigarettes and cigarette holders as well as lipstick and lipstick containers were so 
closely associated in the public mind that confusion necessarily must result if the 
same mark were used by different concerns on those products. Under the new law 
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the Patent Office has been given the green light with regard to this problem. The 
language of the Act is broad enough to permit the Office to use the same general 
confusion test which our equity courts have applied for the last few decades. Thus, 
to revert to one of my illustrations, if it should be found that the Ford Motor Com- 
pany manufacturers a fertilizer and there may be some confusion as to the origin be- 
tween a Ford fertilizer and an insecticide, the registration of the word “Ford” for 
insecticides may and should be refused under the new law. Indeed, the functions 
of the Patent Office as a whole will be much more quasi-judicial in determining 
registrability of trade-marks than they have been in the past, particularly since other 
equitable defenses which were hitherto unavailable in registration proceedings may 
under the new law be raised before the Patent Office at all times and stages of the 
proceedings. 

There are many other ways in which the new Trade-Mark Act will prove of 
great benefit to the cosmetic industry as well as to trade and business in general. 
Some of these other major benefits and incentives will, I think, be briefly discussed 
by my distinguisher co-speaker. This will be particularly true with regard to such 
new concepts as “concurrent registrations” by more than one user and particularly 
with regard to the new concept of incontestability of trade-marks and the scope of 
their protection. 

While the views which I have here advanced represent my personal observa- 
tions rather than the official views of the Patent Office, I know that I speak for 
everyone presently concerned with the administration and interpretation of the new 
Act when I invite all those present here to give careful study to the tentative rules 
of procedure which were issued a week ago and to let the Patent Office have the 
benefit of any comments or criticisms that you may care to submit. It is my firm 
conviction that with the active cooperation of the bar and all interested trade groups 
it will be possible to make the new Trade-Mark Act a living instrument and tool 
in the protection of valuable—indeed oftentimes invaluable—property rights and 


in the never-ceasing battle of all of us against unfair competition and unfair prac- 
tices of trade. 





THE LANHAM TRADE-MARK ACT* 


BARTHOLOMEW DiGcGINsf 


The power of Congress to enact valid legislation on the substantive law of trade- 
marks has often been questioned upon constitutional grounds. Any power that 
Congress may have in this field is derived from the commerce clause of the Consti- 
tution ;1 but in American Trading Co. v. Heacock Co., Chief Justice Hughes stated: 





*Reprinted from The Georgetown Law Journal, January, 1947. Vol. 35, No. 2. 

+B.S., Catholic University of America (1929); LL.B., Georgetown University (1933) ; 
Member of the Bar of the District of Columbia and of the States of New York and Michigan ; 
Special Assistant to the Attorney General of the United States; author of Trade-Marks and 
Restraints of Trade (1944) 32 Georgetown L. J. 462. 
_ The views expressed in this article are those of the author and do not reflect the position or 
viewpoint of the Department of Justice. 

1. See Trade-Mark Cases, 100 U. S. 82, 95 (1879). 





306 THE TRADE-MARK BULLETIN 37 T.-M. Rep, 
“ . the Congress, by virtue of the commerce clause, has no power to legislate 
upon the substantive law of trade-marks. . . .”2 This case was decided in 1932 
and turned on the power of Congress to legislate for the Philippines; therefore, 
Chief Justice Hughes’ statement was pure dictum. 

There can be no doubt that since 1932 the Supreme Court has given a much 
broader interpretation to the power of Congress under the commerce clause of the 
Constitution.? In the light of the more recent cases, particularly cases involving 
labor legislation, it is believed that the Court will not deny to Congress the power 
to legislate upon the substantive law of trade-marks under the commerce clause, 
Since 1932 there has been a complete change in the membership of the Supreme 
Court and certainly the present membership does not follow the view of Chief Jus- 
tice Hughes with regard to the limitations upon the power of Congress to regulate 
and control interstate commerce. . 

The Lanham Trade-Mark Act* is based squarely upon the power of Congress 
to regulate interstate and foreign commerce and the constitutional questions were 
thoroughly discussed and considered in hearing and debates. The report of the 
Senate Committee on Patents on the Lanham Bill states: “There can be no doubt 
under the recent decisions of the Supreme Court of the constitutionality of a na- 
tional act giving substantive as distinguished from merely procedural rights in 
trade-marks in commerce over which Congress has plenary power.”5 We will, 
therefore, assume the constitutionality of the Lanham Act and this memorandum 
will discuss only the scope and interpretation of the Act. 


BACKGROUND OF TRADE-MarK Law 


The law of trade-marks is a part of the law of unfair competition® and any 
substantive rights in a trade-mark have under prior Federal Acts been based on 
the rights afforded by the common law. Heretofore, trade-mark rights have been 
acquired only by adoption and use of a mark and the right has been co-extensive 
with the use. 

Registration of a trade-mark under the Trade-Mark Act of 19057 neither en- 
larged nor abridged the common law rights in the registered mark. The 1905 Act 
merely provided for the registration of trade-marks, which, without the Act, would 
be entitled to legal and equitable protection under common law principles. Regis- 
tration under the Act of 1905 did not conclusively establish either ownership of the 
mark or its validity and did little more than assure the owner of a registered trade- 
mark of access to the Federal Courts and a rebuttable presumption of ownership. 

The Act of 1905 offered little in the way of protection for substantive rights and 
there was no great incentive to register trade-marks. Many important marks were 
never registered and consequently the register set up by the 1905 Act is woefully 


285 U. S. 247, 256 (1932). 

U. S. Const. Art. I, § 8. 

Pub. L. No. 489, 79th Cong., 2d Sess. (July 5, 1946). 

Sen. Rep. No. 1333, 79th Cong., 2d Sess. (1946) 5. 

United Drug Co. v. Rectanus Co., 248 U. S. 90, 97 (1918). 
33 Stat. 724 (1905), 15 U. S. C. §§ 81-109 (1940). 
Beckwith v. Commissioner of Patents, 252 U. S. 538 (1920). 
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incomplete. A manufacturer or merchant who wished to adopt a trade-mark for 
his goods could not positively assure himself that the mark had not previously been 
chosen by others. Since the common law right to a mark is dependent upon priority 
of adoption and use, the selection of a new trade-mark necessarily involved a 
gamble that that particular mark had not been previously adopted and used by an- 
other. Therefore, after popularizing and advertising the mark, the newcomer might 
lose all rights to use it as well as incur heavy liability. 

The Federal laws relating to trade-marks consisted of a number of separate 
acts and treaties, designed to meet particular problems rather than to carry out any 
comprehensive, consistent plan or policy. Because of uncertainty as to the power 
of Congress to legislate with reference to trade-marks, even these acts were limited 
to procedural rather than substantive matters. The tremendous expansion of busi- 
ness in recent years, with national advertising and national distribution demon- 


strated the inadequacy of existing laws and highlighted the need for comprehensive 
Federal treatment of trade-marks. 


The deficiencies of existing law and the need for new legislation were recog- 


nized and summed up in the Report of the Senate Committee on Patents on the 
Lanham Act which states: 


The theory once prevailed that protection of trade-marks was entirely a State matter 
and that the right to a mark was a common-law right. This theory was the basis of pre- 
vious national trade-mark statutes. Many years ago the Supreme Court held and has 
recently repeated that there is no Federal common law. It is obvious that the States can 
change the common law with respect to trade-marks and many of them have, with the pos- 
sible result that there may be as many different varieties of common law as there are States. 
A man’s rights in his trade-mark in one State may differ widely from the rights which he 
enjoys in another. 

However, trade is no longer local, but is national. Marks used in interstate commerce 
are properly the subject of Federal regulation. It would seem as if national legislation 
along national lines securing to the owners of trade-marks in interstate commerce definite 
rights should be enacted and should be enacted now. 

There can be no doubt under the recent decisions of the Supreme Court of the constitu- 
tionality of a national act giving substantive as distinguished from merely procedural rights 
in trade-marks in commerce over which Congress has plenary power, and when it is con- 
sidered that the protection of trade-marks is merely protection to goodwill, to prevent 
diversion of trade through misrepresentation, and the protection of the public against de- 


ception, a sound public policy requires that trade-marks should receive nationally the 
greatest protection that can be given them.9 


THE LANHAM ACT 


In its report on the Lanham Act, the Senate Committee on Patents listed the 
following as the major purposes of the Act: 


1. To put all existing trade-mark statutes in a single piece of legislation. 
2. To carry out by statute our international commitments. . . . 


3. To modernize the trade-mark statutes so that they will conform to legitimate 
present-day business practice. 





9. See note 5 supra. 





308 THE TRADE-MARK BULLETIN 37 T.-M. Rep, 


eee 


4. To remedy constructions of the present acts which have in several instances ob- 
scured and perverted their original purpose. . . . 

5. Generally to simplify trade-mark practice, to secure trade-mark owners the good- 
will which they have built up, and to protect the public from imposition by the use of 
counterfeit and imitated marks and false trade descriptions.19 


This statement indicated that Congress was concerned only with trade-marks 
and not with unfair competition generally and Section 46(a) specifically provides 
that : 


. nothing contained in this Act shall be construed as limiting, restricting, modifying, 
or repealing any statute in force on the effective date of this Act which does not relate to 
trade-marks. . . .11 


However, in expanding the law of trade-marks and providing for new, extended 
and different rights in trade-marks, the Act necessarily affects other rights which 
flow from trade-mark rights. For example, the Miller-Tydings Act!? and many 
state fair trade laws permit a trade-mark owner to fix resale prices for products 
bearing the mark. Extending trade-mark rights to related companies, and pro- 
viding for certification marks, collective marks and concurrent registrations, will of 
necessity affect the operations of these acts. 

The Lanham Act specifically states the intent-of Congress is to exercise all of 
the power which it may have to legislate on the substantive law of trade-marks. 
Section 45 provides: 


The intent of this Act is to regulate commerce within the control of Congress by making 
actionable the deceptive and misleading use of marks in such commerce; to protect regis- 
tered marks used in such commerce from interference by State or Territcrial legislation; 
to protect persons engaged in such commerce against unfair competition; to prevent fraud 
and deception in such commerce by the use of reproductions, copies, counterfeits or color- 
able imitations of registered marks; and to provide rights and remedies stipulated by 
treaties and conventions respecting trade-marks, trade-names and unfair competition en- 
tered into between the United States and foreign nations. 


In the same section “commerce” is defined as “all commerce which may lawfully 
be regulated by Congress.” 

The scope and meaning of this statement of legislative intent was the subject of 
discussion during the hearings which preceded the passage of the Act. As early 
as 1938 various bills were presented and considered by the Congress. In the hear- 
ings on one group of these bills,13 it was suggested that the broad statement of 
legislative intent be deleted. The United States Trade-Mark Association opposed 
any such deletion with the following statement: 


It is our belief that by now striking this statement a dangerous inference might be 
created to the effect that the belated deletion of this language would indicate an intention 
on the part of Congress to permit the various states to interfere with nationally registered 


—= 


10. Ibid. 

11. See note 4 supra; unless otherwise provided, all subsequent references to sections by num- 
ber are sections of the Lanham Act. 

12. 50 Stat. 693 (1937), 15 U. S. C. § 1 (1940). 

13. H. R. 102, 77th Cong., 1st Sess. (1941); H. R. 5461, 77th Cong., Ist Sess. (1941); 5. 
895, 77th Cong., Ist Sess. (1941), hereinafter referred to as “the 1941 Bills.” 
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trade-marks in any way which is not expressly prohibited by other sections of the Act. 
This interpretation might for example permit the taxing of such trade-marks by the states 
or the imposition of other burdens and conditions upon the use of such registered marks. 
This would be contrary to the fundamental purpose of the Bill and would also lose sight of 
the fundamental principle of constitutional law that concurrent jurisdiction over commerce 
between the Federal Government and the states exists only to the extent that such juris- 
diction is not exclusively appropriated and exercised by the Federal Government. It seems 
to be entirely proper, therefore, that the intention of Congress to exclude the state govern- 


ments from any interference with the use of registered marks in interstate commerce should 
be unequivocally declared in the Act.14 


Congress has unmistakably shown its intent to exercise its full power over 
trade-marks used in interstate and foreign commerce and since the Congressional 
power is plenary, the Lanham Act supersedes all state laws affecting trade-marks 
used in interstate and foreign commerce. Just how far this exercise of the com- 
merce power of Congress affects or supersedes state laws is difficult to determine. 
In one of the most recent cases on the extent of the commerce power, United States 
v. Wrightwood Dairy Co., the Supreme Court stated: 


The commerce power is not confined in its exercise to the regulation of commerce 
among the states. It extends to those activities intrastate which so affect interstate com- 
merce or the exertion of the power of Congress over it, as to make regulation of them ap- 


propriate means to the attainment of a legitimate end, the effective execution of the granted 
power to regulate interstate commerce.!5 


The commerce clause of the Constitution has been construed liberally and the 
courts have increasingly broadened its construction. In United States v. Darby,1® 
it was held that goods designed for interstate commerce are subject to the power of 
Congress prior to the actual transportation of such goods, and Cloverleaf Butter Co. 
v. Patterson,1* broadened this rule to include raw materials intended for use in the 
manufacture of products designed for interstate commerce. The Cloverleaf Butter 
case also held that “the scope of Congressional power is such that it may override 
the exercise of state power and render impossible its application to petitioner’s 
manufacturing processes.”18 

The breadth of the stated legislative intent and the breadth of the power of Con- 
gress to regulate commerce indicates that state law will not be permitted to reduce, 
abridge or affect the rights acquired by registration under the Lanham Act. Thus, 
except as specifically provided in the Act, trade-mark rights acquired under the 
common law or statutes of a particular state could not be exercised to prevent or 
interfere with the use, in interstate commerce, of a mark registered under the Lan- 
ham Act. 

It would also seem that the owner of a mark registered under the Lanham Act 
could prevent the use of a mark acquired under state law after the effective date of 
the Act; the statement of intent “to protect persons engaged in such commerce 


14. Hearings before the Subcommittee on Trade-marks on H. R. 102, H. R. 5461 and S. 895, 
77th Cong., Ist Sess. (1941) 126. 

15. 315 U. S. 110, 119 (1942). 

16. 312 U. S. 100 (1941). 

17, 315 U. S. 148 (1942). 

18. Id. at 154. 
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against unfair competition.”1® and “to prevent fraud and deception in such com- 
merce’ seems broad enough to achieve this result. 

The Fifth Amendment prevents Congress from appropriating or destroying the 
property rights in trade-marks where the rights were lawfully acquired prior to the 
passage of the Lanham Act. Section 49 provides that “nothing herein shall ad- 
versely affect the rights or the enforcement of rights in marks acquired in good faith 
prior to the effective date of this Act.” Construed in the light of the broad Con- 
gressional intent, this seems to mean that the Act shall not destroy statutory or com- 
mon law trade-mark rights acquired prior to the Act, but that any such rights ac- 
quired after the Act takes effect will be subject to the terms of the Lanham Act. 

Section 22 provides that registration of a mark on the principal register or un- 
der the Act of 188171 or the Act of 1905 “shall be constructive notice of the regis- 
trant’s claim of ownership thereof” ; this constructive notice is also effective to pre- 
vent the acquisition of common law rights in derogation of rights of an owner of a 
registered mark after the effective date of the Act. While protecting previously 
acquired rights, Section 49 limits the rights under a common law or statutory trade- 
mark, acquired prior to the effective date of the Act, strictly to the territory and the 
goods with which such a mark has been used. Common law or statutory extensions 
of such rights can be acquired only subject to the provisions of the Lanham Act. 
The proviso in Section 33(5) confirms this interpretation. 

Despite the breadth of the Lanham Act, the relationship between state and fed- 
eral law is by no means clear. The Act relates specifically to trade-marks and pro- 
vides for exclusive rights in such marks. However, trade-mark law is only one 
phase of the more comprehensive law of unfair competition and actionable unfair 
competition can exist with or without trade-mark infringement. Unfair competition 
is a matter for state law and in Fashion Originator’s Guild v. Federal Trade Com- 
mission, the Supreme Court, referring to the tort of unfair competition, said: “... 
whether or not given conduct is tortious is a question of state law. . . .’’?? 

Actionable unfair competition may include a number of acts other than or in 
addition to trade-mark infringement. Copying of designs, dress of goods, packag- 
ing, misleading advertising, vexatious litigation and a host of other acts may con- 
stitute unfair competition ; many, if not most, trade-mark infringement cases include 
charges of unfair competition. In Hanover Star Milling Co. v. Metcalf, the Court 
said that the essence of the wrong in trade-mark infringement 

. . . consists in the sale of the goods of one manufacturer or vendor for those of another 

(citing cases). 

This essential element is the same in trade-mark cases as in cases of unfair competition 
unaccompanied with trade-mark infringement. In fact, the common law of trade-marks 
is but a part of the broader law of unfair competition.23 

The Lanham Act is apparently limited in its operation to trade-marks and the 
statement of intent to protect marks from interference by state legislation is limited 


. See note 4 supra at § 45. 

. Ibid. 

. Stat. 502 (1881). 

. 312 U. S. 457, 468 (1941). 
. 240 U. S. 403, 413 (1916). 
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to “registered marks,” that is, to marks registered under the Lanham Act or under 
the Act of 1881 or the Act of 1905. The Lanham Act does not remove unfair com- 
petition generally from the operation of state law and the application of state law to 
unfair competition cases is therefore a requirement of constitutional law.24 The 
state law of unfair competition could not abridge or diminish the rights of a trade- 
mark owner under the Lanham Act but the extent to which common law concepts 
control the unfair competition charges in litigation, which also involves technical 
trade-mark infringement, is left entirely open. 


Repeal of Prior Legislation 


With certain limited exceptions, the Lanham Act specifically repeals all existing 
Federal laws relating to trade-marks ; but the repeal of these former acts does not 
affect the validity of marks registered under them.25 The exceptions to this gen- 
eral repeal of existing law relate exclusively to (1) pending litigation, (2) pending 
applications for registrations, and (3) three specific matters, the Boy Scouts, the 
Red Cross and coat of arms of the Swiss Confederation.?® 

Existing registrations under the Act of 1881 or the Act of 1905 continue in full 
force and are subject to and receive the benefits of the provisions of the Lanham 
Act with the exception of Sections 8, 12, 14 and 15.27 Sections 14 and 15 of the 
Lanham Act relate to incontestability and the benefits of these sections become avail- 
able to the owners of marks registered under the Act of 1881 or the Act of 1905 
only by republication of such marks under Section 12(c). 




















REGISTRATION UNDER THE LANHAM ACT 


The Lanham Act provides for two registers, a principal register corresponding 
roughly to the registers under the Acts of 1881 and 1905, and a supplemental regis- 
ter corresponding roughly to the register under the Act of 1920. 





THE PRINCIPAL REGISTER 
Registrable Marks 


Section 2 of the Lanham Act provides that “no trade-mark by which the goods 
of the applicant may be distinguished from the goods of others shall be refused 
registration on the principal register on account of its nature” with certain specified 
exceptions. Many of these exceptions are carried over from Section 5 of the 1905 
Act, but this section of the Lanham Act introduces a number of important new con- 
siderations. 

Under Section 5 of the 1905 Act, marks consisting of or comprising immoral 
or scandalous matter are not registrable. Section 2(a) of the Lanham Act broad- 
ens this prohibition to marks consisting of or comprising deceptive and disparaging 
matter. It also provides for refusing registration of marks which consist of or 
comprise “matter which may disparage or falsely suggest a connection with per- 


24. Erie R.R. v. Tompkins, 304 U. S. 64, 77, 78 (1938). 
25. See note 4 supra at § 49. 

26. Id. at §§ 46, 47(a), 48. 

27. Id. at § 46(b). 
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sons, living or dead, institutions, beliefs, or national symbols, or bring them into 
contempt, or disrepute.” This broad language leaves a wide field of uncertainty, 
For example, no tests are laid down for determining when the use of the name of 
an historical character may “disparage” or “falsely suggest a connection with” said 
character. 

The hearings on a predecessor bill?® suggest a test for a mark which may “dis- 
parage.” It was suggested that “Abraham Lincoln” on gin would be disparaging 
while “George Washington” on coffee would not. The name “George Washington” 
has been used as a trade-mark and whether or not the use of this name suggests a 
connection with the first President would seem to determine the registrability of the 
mark. Presumably, so long as the mark does no more than use the name, it would 
not “suggest a connection.” 

No definition is given for the terms “institutions” and “beliefs” and these two 
terms might mean almost anything. The word “institution” is used in Section 5(b) 
of the 1905 Act, but there the context indicates that it is used in the sense of an or- 
ganization, club or society, while in the Lanham Act the word may have an entirely 
different meaning. 

Section 2(b) of the Lanham Act prohibits registration of a mark which: 


consists of or comprises the flag or coat of arms or other insignia of the United States, or 
of any State or municipality, or of any foreign nation, or any simulation thereof. 


Section 5(b) of the Act of 1905 as amended by Act of January 8, 191329 contains 
this same language and adds: 


or of any design or picture that has been or may hereafter be adopted by any fraternal 
society as its emblem, or of any name, distinguishing mark, character emblem, colors, 
flag, or banner adopted by any institution, organization, club, or society which was in- 
corporated in any State in the United States prior to the date of the adoption and use by 
the applicant: Provided, That said name, distinguishing mark, character, emblem, colors, 
flag, or banner was adopted and publicly used by said institution, organization, club, or 
society prior to the date of adoption and use by the applicant. 


Omission of this additional language from the Lanham Act presumably places clubs, 
fraternities, etc. in the same category as any other private organization. The names, 
emblems, etc. of such organizations may be a bar to subsequent registrations only 
under the terms of Section 2(d) and do not per se prevent another from registering 
the same or similar name or emblem. 

One of the purposes of the Lanham Act is to encourage registration ; therefore, 
the elimination of names, emblems of clubs and fraternities as a bar to registration 
would have that effect. As in the case of corporate names discussed below, the mere 
adoption of a name or emblem does not preclude another from securing exclusive 
trade-mark rights in the same or similar name or emblem. Only when the name or 
emblem is a trade-mark, can a corporation, club, fraternity or the like, protect the 
name or emblem against exclusive appropriation as a trade-mark by another; and 
only when a trade-mark is registered is it adequately protected. 


28. H.R. 4744, 76th Cong., Ist Sess. (1939) 19. 
29. Stat. 649 (1913), 15 U. S. C. § 85 (1940). 
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Under the 1905 Act no portrait of any living individual or deceased President 
could be used without the consent of such individual or of the widow of such Presi- 
dent, and Section 2(c) of the Lanham Act broadens this prohibition to include a 
name or signature as well as portrait. This prohibition raises some peculiar ques- 
tions. Any number of persons may have the same name and whether a particular 
name identifies a particular living individual is a question of fact. Similarly, diff- 
erent individuals havng identical names may have substantially indistinguishable 
signatures, and here again there would be a substantial question of fact. Presum- 
ably this section of the Act will have to be construed in a reasonable manner so that, 
unless the name or signature points unmistakably to a particular living individual 
or deceased President, no consent will be necessary. A name like “Franklin Delano 
Roosevelt” may be regarded as pointing inevitably to the late President and there- 
fore requires the written consent of his widow, while a combination of more usual 
names would not so unmistakably point to a particular individual such as to require 
written consent. 

Article 2(d) makes unregisterable a mark which “consists of or comprises a 
mark which so resembles a mark registered in the Patent Office or a mark or trade- 
name previously used in the United States by another and not abandoned, as to be 
likely, when applied to the goods of the applicant, to cause confusion or mistake or 
to deceive purchasers. . . .”’ Under this section, marks owned or acquired under 
the common law or statutes of a state would appear to constitute sufficient grounds 
for refusal of registration of a mark on the principal register of the Lanham Act 
and would also constitute grounds for opposition under Section 13, or cancellation 
under Section 14. However, once a mark is registered under the Lanham Act, 
previously acquired common law or statutory trade-mark rights are only effective 
against the registered mark as provided in the Act. The extent to which a common 
law or state statutory mark can be the basis for cancellation or a defense to a suit 
for infringement of a mark registered under the Lanham Act, will be hereinafter 
discussed in detail. 

Section 2(d) of the Lanham Act also substitutes a new test for “merchandise of 
the same descriptive properties” of Section 5(b) of the 1905 Act. Under the Lan- 
ham Act the test is likelihood of confusion, mistake or deception of purchasers. The 
Lanham Act is thus an enactment of the common law considerations and tests which 
have heretofore been applied by the courts. 

Sections 2(e) and 2(f) constitute probably the most important innovations con- 
tained in the Lanham Act insofar as registrability is concerned. Section 2(e) denies 
registrability to marks which are (1) “merely descriptive or deceptively misdescrip- 
tive,” (2) “primarily geographically descriptive or deceptively misdescriptive” or 
(3) “primarily merely a surname.” But Section 2(f) permits registration of marks 
which would otherwise be unregistrable under 2(e) if such marks have “become dis- 
tinctive of the applicant’s goods in commerce.” 

There is conflict between Sections 2(a) and 2(e) which becomes important in 
view of Section 2(f). Section 2(a) declares “deceptive” marks unregistrable and 
Section 2(e) declares “deceptively misdescriptive” and “geographically . . . de- 
ceptively misdescriptive” marks unregistrable. Under Section 2(f) marks un- 
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registrable under 2(e) may become registrable while those unregistrable under 
2(a) may not. 

| The term “deceptively misdescriptive” in (1) and (2) of Section 2(c) was not 
in H. R. 5461,3° a predecessor bill to the Lanham Act, and was added by amend- 
ment. Apparently the purpose of the amendment was to permit registration of 
merely misdescriptive marks while prohibiting registration of misdescriptive marks 
which are deceptively so. In the hearings on the 1941 Bills, which included H. R. 
5461, this matter was considered and the mark “Ivory” for soap was cited as an 
example. The mark is clearly misdescriptive yet no one would be deceived into be- 
lieving that soap bearing that mark is composed of ivory. 

However, the fact that marks unregistrable under 2(e) may become registrable 
under 2(f) seems to have received little or no consideration. The intent of Con- 
gress to prevent fraud and deception in the use of marks is apparent throughout the 
Act and the hearings relating to the term “deceptively misdescriptive” in Section 
2(c) indicate that deception was not to be permitted. In view of the apparent 
Congressional intent it would, therefore, appear that a mark which is misdescriptive 
so as to deceive purchasers would be unregistrable under Section 2(a) and would 
not become registrable under Section 2(f). Thus, “Gold Dust” would not be “de- 
ceptively” misdescriptive when applied to a cleaning powder, while a mark contain- 
ing the word “gold” would be deceptively misdescriptive if applied to jewelry, foun- 
tain pens, etc., containing no gold.?1 

In interpreting the meaning of “deceptive” in Section 2(a), “deceptively mis- 
descriptive” in Section 2(e) (1) and “geographically . . . deceptively misdescrip- 
tive” in Section 2(e) (2) it is necessary to consider Section 43(a) which makes 
actionable the use of “a false designation of origin, or any false description or rep- 
resentation, including words or other symbols tending falsely to describe or repre- 
sent . . .” any goods or sérvices, and Section 43(b) which prohibits the importa- 
tion of goods marked or labeled in contravention of the former section. Section 43 
reemphasizes the intent of Congress to prohibit the registration or use of deceptive 
marks of all types and may serve to prevent “deceptively misdescriptive” and 
“geographically . . . deceptively misdescriptive” marks from becoming registrable 
under Section 2(f). 

Under Section 1 only marks “used in commerce” are registrable and Section 
43 makes unlawful the use of “a false designation of origin or any false descrip- 
tion or representation” in commerce. The use of a deceptively misdescriptive or 
geographically deceptively misdescriptive mark in commerce would be an unlawful 
use and a court of equity would hardly permit exclusive rights to be predicated 
upon an unlawful practice. The word “deceptively” was introduced into Section 
2(e) so as to permit registration of marks which are merely misdescriptive but not 
deceptively so and the clear intent of Congress and the principles of equity would 
seem to prevent deceptive marks from becoming registrable under Section 2(f). 

Section 2(e) makes unregistrable marks which are “merely” descriptive and 


30. 77th Cong., Ist Sess. (1941). 
31. See C. C. H. Trade Reg. Serv. (9th ed. 1942) ] 6620.283 et seq. 
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this is no more than a clarification and linguistic improvement over Section 5(b) 
of the 1905 Act. After the Lanham Bill had passed the House, the word “merely” 
was deleted by the Senate and had this deletion stood, many marks now registrable 
as “suggestive” would have probably been unregistrable. However the House re- 
fused to accept the deletion and the word “merely” was reinserted by the joint com- 
mittee of the House and Senate. This shows an intent on the part of Congress to 
continue in effect the present law with respect to the registrability of descriptive 
marks. 

Under present law, a mark is unregistrable as descriptive only if as a whole, it 
is descriptive’? and only if it is nothing more than descriptive.33 A descriptive 
word may be registrable if it is used other than in its primary descriptive meaning. 
If the public understands it because it is used in a non-descriptive sense, or because 
it has already acquired secondary meaning, a descriptive word is entitled to regis- 
tration. The mere acts of appropriation and use, however, do not create any ex- 
clusive rights to the descriptive word. 

Section 5(b) of the 1905 Act denies registration to marks which were “merely 
a geographical name or term” and under Section 2(e) of the Lanham Act, marks 
which are “primarily” geographical are unregistrable. This change of wording 
shows that Congress intended a difference in meaning and it seems that the change 
expands registrability. A word may be “merely a geographical name or term” but, 
under the Lanham Act, so long as its geographical significance is secondary, it would 
be registrable under Section 2(e). 

Section 2(e) (3) denies registrability to a mark which is “primarily merely a 
surname,” and this represents a substantial change from the 1905 Act which pro- 
vides that “the name of an individual, firm, corporation, or association” is not reg- 
istrable.?4 The term “‘surname” applies only to individuals. Corporate names are 
thus no longer in and of themselves grounds for refusal of registration. Under the 
1905 Act, many corporations filed copies of their charters in the Patent Office and 
thereby prevented the registration of many valuable trade-marks. Under the Lan- 
ham Act, this cannot be done. Only trade-mark use of a corporate name is sufficient 
to prevent registration. 

The word “primarily” in Section 2(e) (3) is also of importance and did not ap- 
pear in the 1905 Act. The word “primarily” indicates that, to be unregistrable, the 
mark must be recognized by the public as a surname—that is, as identifying an 
individual rather than as a mark identifying good will. In other words, it would 
appear that even a surname is registrable if, to the public, it identifies a source of 
merchandise rather than an individual. 

Section 2(f) is designed and intended to afford registrability for the so-called 
“secondary meaning” marks. Marks may, when adopted, be descriptive, misdescrip- 
tive, geographical or surnames, but may lose their original significance and come to 
identify a particular source of merchandise. An attempt was made to provide for 
such marks in the ten-year proviso of Section 5 of the 1905 Act, but this proviso was 


32. In re American Cyanamid, 99 F. (2d) 964 (C. C. P. A. 1938). 
33. Hercules Powder Co. v. Newton, 266 Fed. 169 (C. C. A. 2d, 1920). 
34. Stat. 726 (1905), 15 U. S.C. § 85 (1940). 
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static and made no allowance for marks which would acquire a secondary meaning 
and become distinctive after passage of the Act. The Lanham Act recognizes that 
manufacturers and merchants may adopt marks which are originally descriptive, 
misdescriptive, geographical or surnames, therefore not subject to exclusive appro- 
priation, but that through long and exclusive use these marks may come to indicate 
unmistakably to the purchasing public a particular manufacturer or merchant, 
Such marks in fact lose their original significance and become true trade-marks, and 
Section 2(f) provides for their registration. 

Section 2(f) provides that marks unregistrable under Section 2(e), that is, de- 
scriptive, geographical, misdescriptive and surname marks, may be registered if they 
become “distinctive of the applicant’s goods in commerce,” and that the Commis- 
sioner may accept as evidence of distinctiveness “proof of substantially exclusive 
and continuous use” of the mark for the five years next preceding application for 
registration. This section thus makes distinctiveness the test for registrability, and 
renders proof of continuous and exclusive use evidence of distinctiveness which the 
Commissioner may accept. 

Section 2(f) gives the Commissioner wide latitude with respect to the regis- 
tration of descriptive, geographical, misdescriptive and surname marks. The Com- 
missioner can determine the character and quantum of proof necessary to show ex- 
clusive and continuous use, and even then he is not required to accept proof of such 
use as proof that the mark is distinctive. Presumably, much of the uncertainty in- 
herent in this section will be covered by rules or regulations which the Commissioner 
is authorized to issue by Section 41 of the Act. 


Concurrent Registrations 
Section 2(d) of the Lanham Act provides: 


. . . That the Commissioner may register as concurrent registrations the same or similar 
marks to more than one registrant when they have become entitled to use such marks as 
a result of their concurrent lawful use thereof in commerce. . . . 


The purpose of this concurrent registration section is to provide for situations 
which arose prior to the Lanham Act, but which cannot very well arise after the 
Lanham Act becomes effective. 

Under the 1905 Act, there was little incentive to register ; hence the trade-mark 
register was far from complete. Two manufacturers could thus, in good faith, 
adopt the same mark for the same product in different sections of the country. 
Under the common law, each would obtain exclusive rights coextensive with his 
trade.35 Under the 1905 Act only the first of the two users could register, although 
the substantive rights of each were fixed by the common law and were unaffected 
by registration. 

The Lanham Act, by offering important substantive rights to registrants, gives 4 
real inducement for registration. In addition, registration is made constructive 
notice of the registrant’s claim of ownership.3® It is to be expected that substan- 


35. Hanover Milling Co. v. Metcalf, 240 U. S. 403 (1916). 
36. See note 4 supra at § 22. 
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tially all trade-marks will be registered, so that the innocent adoption of a mark 
already in use by another will be a practical impossibility. The one who first adopts 
and registers a mark obtains exclusive rights throughout the United States, so that 
conflicting local rights can hardly arise. 


Before concurrent registrations may be granted, several conditions must exist: 


1. The concurrent use must be lawful. 


2. The concurrent use must precede “any of the filing dates of the applications in- 
volved.” 


3. Confusion, mistake or deceit of purchasers must be unlikely to result from con- 


tinued use “under conditions and limitations as to the mode or place of use or the goods 
in connection with which such registrations may be granted.”37 


An infringing use of a mark would presumably not be a lawful use; and, since 
registration is evidence of exclusive ownership throughout the United States, no 
one could begin concurrent lawful use of a registered mark. The Lanham Act 
goes further and requires that the concurrent use must precede any filing date in- 
volved. The filing of an application thus cuts off the possibility of having another 
obtain concurrent rights.*8 The Lanham Act thus not only encourages registration, 
but encourages the utmost promptness in applying for registration. 

The concurrent registration provisions of Section 2(d) contemplate that con- 
current registrations be so limited as to mode, place or goods as to prevent confusion, 
mistake or deceit. Thus not only must the Commissioner find that continued con- 
current use is not likely to cause confusion, mistake or deceit when so limited, but 
the specific limitations “shall be prescribed in the grant of the concurrent registra- 
tions.” Each of the concurrent registrations will be so limited as to territory or 
product that confusion and conflict will be prevented. 

Section 2(d) provides for notice and hearing in concurrent registration cases, 
and Section 18 requires the Commissioner to “determine and fix the conditions and 
limitations provided for” in Section 2(d). Section 19 authorizes the Patent Office 
to consider the equitable principles of laches, estoppel and acquiescence so that an 
extensive hearing in the Patent Office is assured. In a speech before the Associa- 
tion of National Advertisers in Atlantic City on September 30, 1946, Commissioner 
Ooms pointed out that this concurrent use provisions possessed the advantage of 
affording a means for determining these conflicting rights in the Patent Office 
without the need for protracted and costly litigation.® 

Experience in patent and trade-mark inter-partes practice indicates that this 
Patent Office proceeding will probably neither simplify nor cheapen the conflicts 
inherent in concurrent use cases. The Patent Office proceeding is essential for the 
protection of rights, but it will probably involve an additional rather than an alter- 
native forum. The fact that the Patent Office can neither determine questions of 
infringement nor consider issues of unclean hands will make its inter-partes deter- 
minations fragmentary at best. 


37. Id. at § 2(d). 
38. Ibid. 
39. N. Y. Times, Oct. 1, 1946, $ 1, p. 31. 
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Service Marks 


Under the 1905 Act, registration was limited to trade-marks used on goods; no 
provision was made for the registration of trade-marks used in connection with 
services. Section 3 of the Lanham Act provides for the registration of service 
marks. Such marks are defined in Section 45 as follows: 


The term “service mark” means a mark used in the sale or advertising of services to 
identify the services of one person and distinguish them from the services of others and 
includes without limitation the marks, names, symbols, titles, designations, slogans, char- 
acter names, and distinctive features of radio or other advertising used in commerce. 


In the hearings on the 1941 bills, proponents of the Lanham Act pointed out 
that the definition of service marks was drawn to protect, among other things, radio 
slogans and parts of advertisements. The service mark thus comprehends a new 
type of “mark,” audible rather than visible, which exists apart from any physical 
object. The service mark is a venture into new fields and provides a wide area for 
litigation involving the allocation of rights in such things as slogans and “distinctive 
features” between one rendering radio or advertising services and the manufacturer 
or merchant who employs those services in the advertising of his products. 

The limitations on registrability contained in Sections 2(a), (b), (c), (d) and 
(e) apply to service marks. Section 3 adds the further qualification that service 
marks shall not be entitled to the protection afforded by the Act “when used so as 
to represent falsely that the owner thereof makes or sells the goods on which such 
mark is used.” As defined in Section 45, a service mark need not be used on 
“goods,” but Section 3 apparently contemplates that such a mark may at times be 
applied to goods if it be so used or applied as to indicate that it identifies a service 
rather than the source of the product. 

In situations involving service marks for services employed to advertise a prod- 
uct, it will be essential that registrations are clearly in accord with the rights of the 
parties and that the service mark is properly used in connection with the product. 
The identification and association between a radio personality and the manufacturer 
whose product he advertises necessitates the exercise of extreme care to prevent 
exclusive rights in valuable advertising slogans, features, etc., from becoming lost or 
from falling into the wrong hands. 


Collective and Certification Marks 


Section 4 provides for the registration of collective marks and certification 
marks, and such marks are defined in Section 45. 
A collective mark is defined as 


. a trade-mark or service mark used by the members of a cooperative, an association, 
or other collective group or organization and includes marks used to indicate membership 
in a union, an association or other organization. 


and a certification mark is defined as 


. a mark used upon or in connection with the products or services of one or more per- 
sons other than the owner of the mark to certify regional or other origin, material, mode of 
manufacture, quality, accuracy or other characteristics of such goods or services or that 
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the work or labor on the goods or services was performed by members of a union or other 
organization.40 


There is obviously a considerable degree of overlapping between collective marks 
and certification marks. The union label would fall under both definitions. Collec- 
tive and certification marks differ from the usual trade-mark in that they do not 
distinguish the goods of one manufacturer from the goods of another, but rather 
indicate the existence of a relationship between a product or a business and an or- 
ganization. These marks may be considered as indicating that a particular manu- 
facturer has subscribed to and satisfied the standards of an organization, and that 
his use of the mark is subject to the supervision of the organization. 

In the Lanham Bill as it passed the House,*! collective marks and certification 
marks were defined together in a single definition. The Senate insisted that a dis- 
tinction be drawn between certification and collective marks, and the definitions ap- 
pearing in the final Act were agreed upon in joint conference. 

As defined in the Act as passed, there are inherent differences between collec- 
tive marks and certification marks. Collective marks indicate no more than mere 
association, while certification marks constitute a representation with respect to the 
goods themselves by someone other than the producer. The collective mark is a 
“lodge button” ; the certification mark is a sort of guarantee. Where membership 
in an organization requires the observance of standards of quality of material, work- 
manship, etc., a mark may be both a certification and a collective mark. 

One of the requirements for registrability of collective or certification marks is 
that the owner be “exercising legitimate control over the use of the marks.”4*2 The 
power to control the use of a mark may be derived from agreements, articles of in- 
corporation or association, licenses or the like, and the legitimacy of the control 
will presumably depend to a large extent upon the legality of the agreements or 
relationships from which the power to control is derived. 

Like service marks, collective and certification marks are denied the protection 
provided in the Act if used to represent falsely that the owner of the mark is the 
source of the goods or services. 

Certification marks are designed to protect the good-will of independent testing 
agencies or laboratories, and because such marks necessarily imply both a sort of 
guarantee and an independent and disinterested guarantor, the joint House and 
Senate Conference added Section 14(d) to the Act to prevent improper use of such 


marks. Under this section a certification mark can be cancelled at any time if the 
owner : 


1. Does not control or cannot legitimately control the use of the mark. 
2. Engages in the production or sale of the goods or services with which the mark is 
used, 
3. Permits use of the mark otherwise than as a certification mark, or 
4. Discriminates in certifying goods or service. 


4). See note 4 supra at § 45. 
41. H. R. 1654, 79th Cong., Ist Sess. (1945). 
42. See note 4 supra at § 4. 
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The owner of a certification mark is thus required to maintain the legitimacy of 
control, the integrity of the certification and to render use of the mark available to 
all whose products qualify under or conform to the standards or conditions which 
the mark certifies. This latter condition was probably added to prevent the recur- 


rence of monopolistic and restrictive practices involving the use of certification 
marks. #3 


Registration 


Registration procedure under the Lanham Act is generally similar to the pro- 
cedure under the 1905 Act with several exceptions. In general, these changes lib- 
eralize the practice and eliminate useless technicalities. 

Section 1 of the 1905 Act requires the applicant for registration to state the 
mode in which the mark “is applied and affixed to the goods”; Section 29 of the 
1905 Act provides that a mark is affixed to an article when placed “upon either the 
article itself or the receptacle or package or upon the envelope or other thing in, 
by, or with which the goods are packed or enclosed or otherwise prepared for dis- 
tribution.”” These sections have been construed literally with absurd results. In 
In re Eastman Kodak Co.** the court held that a trade-mark placed on the metal 
front plate of a camera carrying the camera lens was not “affixed to” the lens and 
for that reason denied registration. The court also stated, by way of dictum, that 
a trade-mark placed on a pencil would not be “affixed to” an eraser carried by the 
pencil.45 

The Lanham Acct liberalizes this strict rule and in Section 1(a) (1) requires the 
applicant to describe the “mode or manner in which the mark is used in connection 
with” the goods. Section 45 states that a mark is used “when it is placed in any 
manner on the goods or their containers or the displays associated therewith or on 
the tags or labels affixed thereto.” Section 1(a) (1) makes no requirement that the 
mark be “affixed to” the goods and under Section 45 use of the mark on a separate 
and independent but associated display is sufficient. The Lanham Act thus elimi- 
nates a useless technical requirement. In an action for unfair competition, affixa- 
tion of a mark is immaterial and since trade-mark infringement is a form of unfair 
competition the 1905 Act requirement is obsolete. 

The Lanham Act requires the applicant to state both the date of first use and 
the date of first use in commerce. This statement of first use would apparently 
have no effect on registrability, since registrability depends upon use in commerce; 
but the statement of first use, even though intrastate, may be of importance in pre- 
serving concurrent use rights. For this reason it is important to keep careful rec- 
ords of the use of all marks even though such use be intrastate. 

Section 1(a) (1) of the Lanham Act contains a proviso relating to concurrent 
use marks and requires the applicant to state all exceptions to his claim of exclusive 
use of a mark and 


43. United States v. General Elec. Co., Civil Action No. 2590, United States District Court 
for the District.of New Jersey, complaint filed December 9, 1942. 

44. 80 F. (2d) 270 (C. C. P. A. 1935). 

45. Id. at 272. 
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any concurrent use by others, the goods or services in connection with which and the areas 
in which each concurrent use exists, the periods of each use and the goods and area for 
which the applicant desires registration. 


These statements will probably work as estoppels or admissions against the appli- 
cant and may serve to limit the issues in concurrent use cases. Certainly the appli- 


cant’s ex parte statements are not evidence in his favor and can only limit his proof 
in a manner somewhat similar to a preliminary statement in a patent interference.*® 


Classification 
Section 30 provides: 


The Commissioner shall establish a classification of goods and services, for convenience 
of Patent Office administration, but not to limit or extend the applicant’s rights. The 
applicant may register his mark in one application for any or all of the goods or services 
included in one class upon or in connection with which he is actually using the mark. The 
Commissioner may issue a single certificate for one mark registered in a plurality of 
classes upon payment of a fee equaling the sum of the fees for each registration in each 


class. 

Thus Section 30 makes two changes in existing law: (a) that the classification 
shall not “extend or limit” the applicant’s rights and (b) that a single certificate 
may be issued for a mark registered in a plurality of classes. Neither of these 
changes is of particular importance, the former because under existing law regis- 
tration itself did not “extend or limit” the registrant’s rights, and the latter be- 
cause it is merely a matter of convenience. 


Related Companies and Licenses 


Section 5 of the Lanham Act provides that “Where a registered mark or a mark 
sought to be registered is or may be used legitimately by related companies, such 
use shall inure to the benefit of the registrant or applicant for registration . 
and a related company is defined in Section 45 as “. . . any person who legitimately 
controls or is controlled by the registrant or applicant for registration in respect to 
the nature and quality of the goods or services in connection with which the mark 
is used.” 

This portion of the Lanham Act is designed to give to a subsidiary corporation, 
for example, the benefits of use of a trade-mark by its parent corporation so that 
the trade-mark uses of parent or subsidiary corporations, acquired business, etc., 
may become of extreme importance in establishing priority rights in particular 
marks. The Act may be deficient in that companies under common control are not 
“related companies” so that one subsidiary obtains no direct benefit from use by 
another subsidiary ; however, one subsidiary may benefit from use by another 
through the parent company. 

The hearings on the 1941 Bills indicate that this parent-subsidiary relation- 
ship was the principal reason for Section 5 being included but both it and Section 45 
go far beyond this simple problem. The test for “related companies” is control 
with respect to the nature or quality of the goods or services and such control can 


I 


46. Bundy vy. Rumbarger, 91 O. G. 2210, 1900 C. D. 94. 
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be derived from a variety of relationships other than that of parent and subsidiary, 
The facts in Ethyl Gasoline Corp. v. United States,** show that the Ethyl Corpora- 
tion controlled the nature and quality of the goods of its licensees through restric- 
tive patent license agreements. Section 5 thus seems to authorize licensing of trade- 
marks and to secure to licensor and licensee, depending upon the existence of a legi- 
mate control of one by the other, any and all benefits and advantages accruing from 
use of the licensed mark by the other. 

In the joint conference on H. R. 165448 the word “legitimately” was inserted 
in Section 5 after “used” and in Section 45 before “control or is controlled by” 
in order “to exclude any person who does not legitimately control or is not legiti- 
mately controlled by the registrant or applicant for registration”4® and to require 
that “the use by related companies of a registered mark or a mark sought to be 
registered must be legitimate.”®® The amendments and the conference report make 
it clear that Congress intended that both the use and the control be legitimate and 
legal before the benefits of Section 5 could be obtained. 

The extent to which the Patent Office will or could inquire into the legitimacy 
of control in the case of applications involving use of marks by related companies, 
is highly problematical. Again using the Ethyl case as an example, assuming that 
Ethyl Gasoline Corporation wished to register the mark “‘Ethyl” based on use of 
the mark by a jobber-licensee, it is not to be expected that the Patent Office would 
or could decide a complex antitrust issue to determine whether the control exercised 
by Ethyl Gasoline Corporation was “legitimate.” 


(To be concluded in June issue) 


. 309 U.S. 436 (1940). 


. H.R. Rep. No. 2322, 79th Cong., 2d Sess. (1946). 
we ee ee 
. Id. at 4. 
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Until further notice, we will pay the sum of One Dollar ($1.00) for each 
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May, 1945 Reporter, delivered in condition for binding; for two copies of 
the 1940, Index, 50 cents each. 


Copies of the Master Index, vols. I and II and vols. 28-30, any condition. 
Address : 


UNITED STATES TRADE-MARK ASSOCIATION, 
522 FirTH AVENUE, 
New YorK 18, N. Y. 
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PART I 


CHAMPION SPARK PLUG COMPANY v. SANDERS, ET AL., DoInG 
BUSINESS AS THE PERFECT RECONDITION SPARK PLUG CO. 


No. 680—U. S. Supreme Court—April 28, 1947 


Courts—CERTIORARI TO UNITED STATES SUPREME COURT 

Certiorari granted because of apparent conflict between decisions of Circuit Courts of 
Appeal. 

TRADE-M ARKS—INFRINGEMENT 

Equity prohibits marketing of new or used article of one make under the trade-mark of 
another. 

Trape-M ARKS—I NFRINGEMENT 

Reconditioning or repair may be so extensive or basic as to make it a misnomer to call 
article by its original name even though words “used” or “repaired” were added. 

Here there is more than restoration, so far as possible, of the original condition. Inferi- 
ority in reconditioned plugs, as in most second-hand articles, is expected and immaterial so 
long as the article is clearly and distinctly sold as repaired or reconditioned rather than as 
new. 

It is wholly permissible that second-hand dealer gets some advantage from trade-mark 
so long as trade-mark owner is not identified with the inferiority of the reconditioned article 
resulting from wear and tear and repair. 

Unrair CoMPETITION—Dousts RESOLVED AGAINST TRANSGRESSOR 

Where unfair competition is established, any doubts as to the adequacy of the relief are 

generally resolved against the transgressor. 
Unrain COMPETITION—ABSENCE OF FRAUD OR PALMING OFF 
Absence of showing of fraud or palming off does not undermine the finding of unfair com- 


petition, but character of conduct giving rise to unfair competition is relevant to remedy which 
should be afforded. 


TRADE- MARKS AND UNFAIR COMPETITION—RELIEF 
In cases under the 1905 Act, as in unfair competition cases, granting of accounting does 
not follow merely because of finding of infringement; injunction may satisfy the equities. 
Mishawaka Mfg. Co. v. Kresge, 316 U. S. 203 explained. 


Action by Champion Spark Plug Company against Peter Sanders, Samuel 
Sanders, and Harry Sanders, doing business as The Perfect Recondition Spark 
Plug Company, for trade-mark infringement and unfair competition. On writ of 


certiorari to Circuit Court of Appeals for the Second Circuit, to review judgment 
for plaintiff. Affirmed. 


Samuel E. Darby, Jr., New York, N. Y. (Wilbur Owen and Carl F. Schafer, both 
of Toledo, Ohio, on the brief) for petitioner. 
John Wilson Hood, New York, N. Y., for respondents. 


Mr. Justice Douctas delivered the opinion of the court. 


Petitioner is a manufacturer of spark plugs which it sells under the trade-mark 
“Champion.” Respondents collect the used plugs, repair and recondition them, and 
resell them. Respondents retain the word “Champion” on the repaired or recon- 
ditioned plugs. The outside box or cartons in which the plugs are packed has 
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stamped on it the word “Champion,” together with the letter and figure denoting 
the particular style or type. They also have printed on them “Perfect Process 
Spark Plugs Guaranteed Dependable” and “Perfect Process Renewed Spark Plugs,” 
Each carton contains smaller boxes in which the plugs are individually packed, 
These inside boxes also carry legends indicating that the plug has been renewed,1 
But respondent company’s business name or address is not printed on the cartons, 
It supplies customers with petitioner’s charts containing recommendations for the 
use of “Champion” plugs. On each individual plug is stamped in small letters, 
blue on black, the word ‘“‘Renewed,” which at times is almost illegible. 

Petitioner brought this suit in the District Court, charging infringement of its 
trade-mark and unfair competition. See Judicial Code § 24 (1), (7), 28 U.S.C 
§ 41 (1), (7). The District Court found that respondents had infringed the trade- 
mark. It enjoined them from offering or selling any of petitioner’s plugs which 
had been repaired or reconditioned unless (a) the trade-mark and type and style 
marks were removed, (b) the plugs were repainted with a durable grey, brown, 
orange, or green paint, (c) the word “Repaired” was stamped into the plug in let- 
ters of such size and depth as to retain enough white paint to display distinctly 
each letter of the word, (d) the cartons in which the plugs were packed carried a 
legend indicating that they contained used spark plugs originally made by petitioner 
and repaired and made fit for use up to 10,000 miles by respondent company.’ 
The District Court denied an accounting. See 56 F. Supp. 782 [35 T.-M. Rep. 
294], 61 F. Supp. 247 [35 T.-M. Rep. 360]. 

The Circuit Court of Appeals held that respondents not only had infringed peti- 
tioner’s trade-mark but also were guilty of unfair competition. It likewise denied 
an accounting but modified the decree in the following respects: (a) it eliminated 
the provision requiring the trade-mark and type and style marks to be removed from 
the repaired or reconditioned plugs; (b) it substituted for the requirement that 
the word “‘Repaired” be stamped into the plug, etc., a provision that the word “Re- 
paired” or “Used” be stamped and baked on the plug by an electrical hot press in 
a contrasting color so as to be clearly and distinctly visible, the plug having been 
completely covered by permanent aluminum paint or other paint or lacquer; and 
(c) it eliminated the provision specifying the precise legend to be printed on the 
cartons and substituted therefor a more general one.? The case is here on a peti- 
tion for certiorari which we granted because of the apparent conflict between the 


1. “The process used in renewing this plug has been developed through 10 years continuous 
experience. This Spark Plug has been tested for firing under compression before packing.” 

“This Spark Plug is guaranteed to be a selected used Spark Plug, thoroughly renewed and 
in perfect mechanical condition and is guaranteed to give satisfactory service for 10,000 miles.” 

2. The prescribed legend read: “Used spark plug(s) originally made by Champion Spark 
Plug Company repaired and made fit for use up to 10,000 miles by Perfect Recondition Spark 
Plug Co., 1133 Bedford Avenue, Brooklyn, N. Y.” 

The decree also provided: “The name and address of the defendants to be larger and more 
prominent than the legend itself, and the name of plaintiff may be in slightly larger type than 
the rest of the body of the legend.” 

3. “The decree shall permit the defendants to state on cartons and containers, selling and 
advertising material, business records, correspondence and other papers, when published, the 
original make and type numbers provided it is made clear that any plug referred to therein 1s 
used and reconditioned by the defendants, and that such material contains the name and address 
of defendants.” 
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decision below and Champion Spark Plug Co. v. Reich, 121 F. 2d 769, decided by 
the Circuit Court of Appeals for the Eighth Circuit. 

There is no challenge here to the findings as to the misleading character of the 
merchandising methods employed by respondents, nor to the conclusion that they 
have not only infringed petitioner’s trade-mark but have also engaged in unfair 
competition.* The controversy here relates to the adequacy of the relief granted, 
particularly the refusal of the Circuit Court of Appeals to require respondents to 
remove the word “‘Champion” from the repaired or reconditioned plugs which they 
resell. 

We put to one side the case of a manufacturer or distributor who markets new 
or used spark plugs of one make under the trade-mark of another. See Bourjois & 
Co. v. Katzel, 260 U. S. 689; Old Dearborn Co. v. Seagram Corp., 299 U. S. 183, 
194. Equity then steps in to prohibit defendant’s use of the mark which symbolizes 
plaintiff’s good will and “stakes the reputation of the plaintiff upon the character of 
the goods.” Bourjois & Co. v. Katzel, supra, p. 692. 

We are dealing here with secondhand goods. The spark plugs, though used, 
are nevertheless “Champion” plugs and not those of another make.® There is evi- 
dence to support what one would suspect, that a used spark plug which has been 
repaired or reconditioned does not measure up to the specifications of a new one. 
But the same would be true of a second-hand Ford or Chevrolet car. And we would 
not suppose that one could be enjoined from selling a car whose valves had been 
reground and whose piston rings had been replaced unless he removed the name 
Ford or Chevrolet. Prestonettes, Inc. v. Coty, 264 U. S. 359, was a case where 
toilet powders had as one of their ingredients a powder covered by a trade-mark and 
where perfumes which were trade-marked were rebottled and sold in smaller bot- 
tles. The Court sustained a decree denying an injunction where the prescribed 
labels told the truth. Mr. Justice Holmes stated: “A trade-mark only gives the 
right to prohibit the use of it so far as to protect the owner’s good will against the 
sale of another’s product as his. . When the mark is used in a way that does 
not deceive the public we see no such sanctity in the word as to prevent its being 
used to tell the truth. It is not taboo.” P. 368. 

Cases may be imagined where the reconditioning or repair would be so extensive 
or so basic that it would be a misnomer to call the article by its original name, even 
though the words “used” or “repaired” were added. Cf. Ingersoll v. Doyle, 247 F. 
620. But no such practice is involved here. The repair or reconditioning of the 
plugs does not give them a new design. It is no more than a restoration, so far as 
possible, of their original condition. The type marks attached by the manufacturer 
are determined by the use to which the plug is to be put. But the thread size and 
size of the cylinder hole into which the plug is fitted are not affected by the recondi- 
tioning. The heat range also has relevance to the type marks. And there is evi- 
dence that the reconditioned plugs are inferior so far as heat range and other quali- 
ties are concerned. But inferiority is expected in most second-hand articles. In- 


a 


4. See Federal Trade Commission v. Winsted Hosiery Co., 258 U. S. 483, 493-494; Warner 
& Co. v. Lilly & Co., 265 U. S. 526, 530. 


5. Cf. Federal Trade Commission v. Klein, 5 F. T. C. 327. 
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deed, they generally cost the customer less. That is the case here. Inferiority js 
immaterial so long as the article is clearly and distinctly sold as repaired or recon- 
ditioned rather than as new.® The result is, of course, that the second-hand dealer 
gets some advantage from the trade-mark. But under the rule of Prestonettes Inc, 
v. Coty, supra, that is wholly permissible so long as the manufacturer is not iden- 
tified with the inferior qualities of the product resulting from wear and tear or the 
reconditioning by the dealer. Full disclosure gives the manufacturer all the protec- 
tion to which he is entitled. 

The decree as shaped by the Circuit Court of Appeals is fashioned to serve the 
requirements of full disclosure. We cannot say that of the alternatives available 
the ones it chose are inadequate for that purpose. We are mindful of the fact that 
this case, unlike Prestonettes, Inc. v. Coty, supra, involves unfair competition as 
well as trade-mark infringement ; and that where unfair competition is established, 
any doubts as to the adequacy of the relief are generally resolved against the trans- 
gressor. Warner & Co. v. Lilly & Co., 256 U. S. 526, 532. But there was here no 
showing of fraud or palming off. Their absence of course, does not undermine the 
finding of unfair competition. Federal Trade Commission v. Winsted Hosiery Cc., 
258 U. S. 483, 493-494; G. H. Mumm Champagne v. Eastern Wine Corp., 142 F. 
2d 499, 501. But the character of the conduct giving rise to the unfair competition 
is relevant to the remedy which should be afforded. See Siegel Co. v. Federal Trade 
Commission, 327 U. S. 608. We cannot say that the conduct of respondents in this 
case, or the nature of the article involved and the characteristics of the merchandis- 
ing methods used to sell it, called for more stringent controls than the Circuit Court 
of Appeals provided. 

Mishawaka Mfg. Co. v. Kresge Co., 316 U. S. 203, states the rule governing an 
accounting of profits where a trade-mark has been infringed and where there is a 
basis for finding damage to the plaintiff and profit to the infringer. But it does not 
stand for the proposition that an accounting will be ordered merely because there 
has been an infringement. Under the Trade-Mark Act of 1905,7 as under its pred- 
ecessors, an accounting has been denied where an injunction will satisfy the equities 
of the case. Saxlehner v. Siegel-Cooper Co., 179 U. S. 42; Rowley Co. v. Rowley, 
193 F. 390, 393; Middleby-Marshall Oven Co. v. Williams Oven Mfg. Co., 12 F. 
2d 919, 921; Golden West Brewing Co. v. Milonas & Sons, 104 F. 2d 880, 882 
[9 T.-M. Rep. 540] ; Hemmeter Cigar Co. v. Congress Cigar Co., 118 F. 2d 6, 
71-72 [29 T.-M. Rep. 551] ; Durable Toy & Novelty Corp. v. J. Chein & Co., 133 
F, 2d 853, 854-855. The same is true in case of unfair competition. Straus v. 
Notaseme Co., 240 U. S. 179, 181-183. Here, as we have noted, there has been no 
showing of fraud or palming off. For several years respondents apparently en- 


6. See Federal Trade Commission v. Typewriter Emporium, 1 F. T. C. 105; Federal Trade 
Commission v. Check Writer Manufacturers, 4 F. T. C. 87; In the Matter of Federal Auto 
Products Co., 20 F. T. C. 334. 

7. Section 19 of that Act, 33 Stat. 724, 729, 15 U. S. C. § 99, provides in part, “. . . upon 
a decree being rendered in any such case for wrongful use of a trade-mark the complainant shall 
be entitled to recover, in addition to the profits to be accounted for by the defendant, the damages 
the complainant has sustained thereby, and the court shall assess the same or cause the same 
to be assessed under its direction.” 
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deavored to comply with a cease and desist order of the Federal Trade Commission 
requiring them to place on the plugs and on the cartons a label revealing that the 
plugs were used or second-hand. Moreover, as stated by the Circuit Court of Ap- 
peals, the likelihood of damage to petitioner or profit to respondents due to any mis- 
representation seems slight. In view of these various circumstances it seems to us 
that the injunction will satisfy the equities of the case. 

Affirmed. 
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F. T. C. ACT—PLEADING AND PRACTICE 
Allegation of F. T. C. complaint reading: “Non-licensed materials include such items as 
solid brass, zinc . . .” held not limited to the items stated. 
F. T. C. AcT—PLEADING AND PRACTICE 
For the purposes of this case, allegations as to “unlicensed” and “non-licensed” articles 
have equivalent meaning. 
F. T. C. Acr—UNFArIR METHODS OF COMPETITION 


Agreement among competitors to merchandising plan whereby prices, terms and conditions 
of sale of unlicensed materials were included with patented items held unfair method of com- 
petition under Section 5 of F. T. C. Act. 

F.T, C. Act—J urISsDICTION 
F. T. C. has jurisdiction, though unfair practices also violate Sherman Law. 
F. T. C. Act—UNLAWFUL CoMBINATIONS—EVIDENCE 

Use of uniform price lists, agreed zone systems for fixed delivery prices and freight 

equalization plans constitute evidence of unlawful combination. 
F. T. C. Act—J uRISDICTION 

Cease and desist order is lawful where record supports Commission findings of fact as to 
unfair methods of competition. 

F.T. C. Acr—Unrair MetHops or CoMPETITION—EVIDENCE 

Determination of facts is left to F. T. C. under the Act; questions as to weight of evidence 
and inferences to be drawn from facts proven are also for F. T. C. to decide. 

F.T. C. Act—UnLAwFuL ComBINATIONS—EVIDENCE 

Background of concerted price fixing and elimination of competition beginning under NRA 

may be considered in determining question whether there is conspiracy to fix prices now. 
FP. T. C. Act—Unrair Metuops or CoMPETITION—EVIDENCE 

Subjecting unlicensed materials to price controls applied to licensed products constitutes 

substantial evidence of agreement to fix price of former. 
F.T. C. Act—JuRIsDICTION 

Discontinuance of wrongful acts, prior to institution of proceedings by F. T. C., does not 

deprive Commission of jurisdiction nor relieve violator of liability. 
F.T. C. Act—Uncawrut ComBinaTions—EvIDENCE 
Mere taking of license under patent held not sufficient to sustain finding of conspiracy; 
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and cease and desist order reversed where record devoid of evidence of cooperation or com- 
bination and no evidence of sale of unpatented material at licensed price. 


Petitions by Keasbey & Mattison Company, et al., Norristown Magnesia and 
Asbestos Company, et al., Acme Asbestos Covering and Flooring Company, et al, 
and Plant Rubber & Asbestos Works to review Federal Trade Commission order, 
Reversed as to Plant Rubber & Asbestos Works and affirmed as to others. 


Philip L. Leidy, Philadelphia, Pa. (John J. Kelly, John J. Kelly, Jr., and George 
Gilman Kelly, all of Chicago, Ill., on the brief) for petitioner Standard As- 
bestos Mfg. Co. 

John Sailer and Philip L. Leidy, both of Philadelphia, Pa. (Pepper, Bodine & 
Stokes, Philadephia, Pa., and Taft, Stettinius & Hollister, Cincinnati, Ohio, of 
counsel) for petitioner Keasbey & Mattison Company. 

Albert L. Wolfe and Cyrus B. Austin, both of New York, N. Y., Moses Lasky, 
Herman Phleger, and Theodore R. Meyer, all of San Francisco, Calif.; and 
Richard D. Daniels, Washington, D. C. (Guy George Gabrielson and Cad- 
walader, Wickersham & Taft, both of New York, N. Y., on the brief ; F. Sims 
McGrath, New York, N. Y. and Taft, Stettinius & Hollister, Cincinnati, Ohio, 
of counsel) for other petitioners. 

W. T. Kelley, Walter B. Wooden, and Floyd O. Collins, all of Washington, D. C., 
for respondent. 


Before Hicks, ALLEN and Martin, Circuit Judges. 
ALLEN, C. J.: 


The petitioner corporations,! which compete with each other in the manufacture, 
processing, sale and interstate distribution of insulating materials and insulating 
articles fabricated therefrom, were charged with entering into an agreement with 
each other and petitioner Donald Tulloch, Jr., prior to and during the year 1934, 
for the purpose and intent and with the effect of substantially restricting and elimi- 
nating competition in price and otherwise in the sale and distribution of insulating 
material and products, including asbestos paper, plain and corrugated asbestos roll 
board, wool felt and sponge felt paper, pipe coverings, boiler jackets, sheets and 
blocks. Petitioners were found to have violated § 5 of the Federal Trade Com- 
mission Act, Title 15, U. S. C., § 41, et seq., which declares unlawful [§ 45 (a)] 
“unfair methods of competition in commerce . . .,” and were ordered to cease and 
desist from the practices described in the findings. 

The case arises out of the following facts found by the Commission, and for the 
most part uncontradicted. 

On June 26, 1933, the members of the asbestos industry, including the petitioner 
corporations, acting under the National Industry Recovery Act, formulated a code 
and merchandising plan applicable to the sale of their insulating products. All of 
the petitioner corporations were included in the Asbestos Paper and Allied Prod- 
ucts Division of the Asbestos Industry. Petitioner Tulloch does not manufacture 


1. Petitioners’ names are abbreviated throughout this opinion. 
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nor distribute the products involved, but had been connected with the industry since 
1922, and was secretary manager of the division under the code. The petitioners 
operated in accordance with the code, and the merchandising plan, from Novem- 
ber 1, 1933, until May 27, 1935. 

The merchandising plan covered all sales of pipe covering by members in all 
parts of the United States except a specified zone on the Pacific Coast. It estab- 
lished and defined classes of buyers and required its members to submit the names 
of their customers to a merchandising committee of the division. It was the duty 
of the committee to investigate the lists of customers submitted by the members 
and if the committee found such customers to be propertly classified, they were 
added to what was known as a “Master” classified list which was to be available 
to the members of the division. There was a provision for the addition to or dele- 
tion from such “Master” list by the code manager. 

Definitions were established in the merchandising plan for carload, mixed car, 
stopover car, and less-than-carload shipments with prohibitions against hiring the 
trucks of customers or renting trucks of customers or making allowances for truck- 
ing charges where the material was picked up at the factory or warehouse by cus- 
tomers’ trucks. Factory points, metropolitan areas and manufacturers’ warehouses 
were defined and units of sale were established. Sales were required to be made at 
prices derived from one standard list price. Price differentials were fixed as be- 
tween different thicknesses of covering and different types of construction, as be- 
tween the different geographical zones, and as between the various classifications 
of purchasers. Price differentials were fixed for differences in weight of canvas 
used on pipe coverings or waterproof jackets and for various types of bands. Pro- 
cedures were established for many details in the handling of quotations and ship- 
ments as well as the treatment of different classes of customers following an ad- 
vance or decline in price. The method of determining warehouse prices was speci- 
fied. The terms of payment, including cash discounts to different classes of buyers, 
were fixed. Important features of contracts were standardized. Consignment of 
stocks and the selling of sub-standard materials below the normal selling schedule 
of the manufacturer were prohibited. Territorial zones were defined for the pur- 
pose of determining freight allowances and similarly detailed schedules applied to 
other products. 

Following the decision of the Supreme Court in 4. L. A. Schechter Poultry 
Corp. v. United States, 295 U. S. 495 (May 27, 1935), which declared vital pro- 
visions of the National Industry Recovery Act unconstitutional, certain of the 
petitioners assisted in preparing a voluntary agreement to continue many features 
of the code including the filing of prices and adherence to the prices and terms filed. 
The agreement was not approved by the Government and never became operative. 

Petitioners Johns-Manville, Norristown, Carey, Keasbey & Mattison, and Em- 
pire filed price schedules with petitioner Tulloch under the N. R. A. code, and as 
manager he distributed them for the Asbestos Paper Division to other manufac- 
turers. As a result of the price filing, prices tended to become uniform, for each 
company set its prices to meet the published price. 


Since September, 1931, an application for patent had been pending upon the 
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process of manufacturing water-repellent and shrink-proof asbestos paper and 
asbestos pipe covering. Johns-Manville had done the experimental research and 
development of this patent, and expended about $20,000 upon it. The patent, No. 
1,972,500 (hereinafter called the Toohey patent), issued September 4, 1934, to 
Earl L. Williams and Edward Toohey, was assigned to Johns-Manville, which gave 
an exclusive license to Tulloch on September 11, 1935. The license gave Tulloch 
the exclusive right to sub-license others, and required payment by him of $1,250 a 
year to Johns-Manville. He immediately gave a non-exclusive sub-license to Johns- 
Manville, and then proceeded to sub-license the respondents below, including all of 
the petitioners in this court. 

The essential feature of the Toohey patent is that it covers an insulating prod- 
uct into which a wax sizer composed of paraffin and other ingredients has been 
beaten, rendering it water-repellent and shrink-proof. The invention solved an 
industry problem and created a superior product. However, it is agreed that the 
various products involved in this case which after the license were manufactured 
under the Toohey patent, prior to Toohey were manufactured without the use of 
the sizer, and after the issuance of the patent could be, and often were, manufactured 
without using the sizer. While he was still manager of the Asbestos Paper and 
Allied Products Division under the N. R. A. Code, Tulloch had tried to interest 
members of the industry in entering into a licensing system and merchandising plan. 
He consulted with Johns-Manville and other petitioners as to the details of such 
an agreement, appointed an advisory committee with representatives of Johns- 
Manville, Carey, Ruberoid, Norristown, and Keasbey & Mattison, to consider a 
merchandising plan, and called meetings of various members of the industry to 
consider the matter months before Johns-Manville issued its exclusive license to 
him. 

In connection with the license and sub-licenses, a merchandising plan similar to 
that adopted under the N. R. A. code was formulated by Tulloch after consultation 
with the petitioners, and put into effect. While special conditions were attached 
to the sale of different licensed products, in substances the plan among other things, 
(a) fixed the price at which and the conditions under which the products were to 
be sold; (b) required uniform classification of customers for pricing purposes; (c) 
fixed differentials in prices between different classes of customers; (d) required 
contracts for the sale of such products to be uniform in substance; (e) zoned the 
country, or large parts thereof, into territorial zones for pricing purposes and re- 
quired certain items of such products to be sold at delivered zone prices; (f) desig- 
nated standards for the size and thickness of certain products and fixed the differ- 
ential in prices between such products of different size and thickness; (g) provided 
for equalization of delivered prices through freight equalization on standard prod- 
ucts and designation of certain specific cities from which freight should be figured 
in equalizing freight; (h) provided for rigid enforcement of the provisions of the 
merchandising plan and price schedule and for the imposition of penalties for digres- 
sion; (i) required a uniform method of computing prices through the use of a so- 
called ‘‘Manual of Unit Prices” for pipe covering and insulating blocks. 

All the licensees conformed to the requirements of the merchandising plan. 
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Changes were made from time to time in its provisions as to prices and terms of 
sale, after consideration by and consultation with the important members of the 
industry. The Commission found that the merchandising plan in general outline 
and in many details was simply a reestablishment with additions of the merchandis- 
ing plan created by the petitioners and others under N. R. A. It found the princi- 
pal differences to be largely a matter of degree rather than principle, and stated 
that the present plan substitutes direct price-fixing for price-reporting, stops some 
loopholes for competition which existed in the N. R. A. plan, and provides some 
direct and effective means of enforcement. With reference to the combination and 
conspiracy, it found that “The respondent sub-licensees who did not participate in 
the organization of the licensing system could not have remained ignorant of the 
fact that the merchandising plan was being administered upon the basis of coopera- 
tion, agreement, and understanding between and among the sub-licensees and the 
licensor. The numerous communications from Mr. Tulloch to all his licensees 
alone make this plain, without reference to other negotiations and meetings.” Its 
final finding and conclusion was “that the license from Johns-Manville to Mr. Tul- 
loch was granted and the patent-licensing and merchandising plan heretofore de- 
scribed was established as a part of and as a means of effectuating the combination 
and conspiracy entered into and maintained by the respondents herein in the man- 
ner aforesaid. It further finds that the capacity, tendency, and effect of said com- 
bination and conspiracy and the acts and practices performed thereunder and in 
connection therewith by said respondents as set out herein has been, and is, to les- 
sen, restrain, and suppress competition in the sale and distribution of pipe cover- 
ing and other insulating materials as described herein in, among, and between the 
several States of the United States; to fix and maintain prices, terms, and condi- 
tions of sale for such materials and to deprive purchasers of such materials of bene- 
fits of competition in price; to collectively determine and establish classifications 
of customers for pricing purposes, and fix and determine price differentials as among 
such classes ; to create substantial uniformity in contracts of sale and in terms and 
conditions specified therein ; to determine and maintain uniform delivered prices on 
certain insulating materials; to determine and maintain uniform delivered costs to 
particular purchasers through a freight-equalization plan based upon specified 
equalization points; to determine and maintain geographical zones within which 
prices of certain insulating materials were made uniform, and using such zones so 
established for pricing purposes ; to establish standard construction, size, and thick- 
ness specifications of products to facilitate price fixing thereon; and otherwise to 
promote and maintain their price-fixing combination and conspiracy and obstruct, 
lessen, and defeat any form of competition which threatened the maintenance and 
purpose of said combination and conspiracy.” 

The cease and desist order was based upon these findings. 

The petitioners contend that there is no evidence of conspiracy to fix or stabi- 
lize unpatented materials; that the licensing and price control under the Toohey 
patent neither caused nor tended to cause suppression of competition ; that the li- 
cense control exercised under the patent did not unlawfully restrain competition, and 
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that the order in any case should be set aside because all licensees except one had 
voluntarily abandoned their licenses prior to the filing of the complaint. 

Petitioners also contend that the amended complaint charges a price-fixing con- 
spiracy only as to materials embodying the Toohey invention, flexible range boiler 
jackets and accessories, and that it was not alleged that the patent-licensing plan 
and merchandising system were established as a means of carrying out a conspiracy 
to restrict competition in unpatented insulating materials. Hence they urge that 
the order is broader than the amended complaint and should be modified. We think 
that this contention has no merit. The complaint avers that the petitioners manu- 
facture and sell from eighty to ninety percent of the low pressure asbestos pipe 
covering manufactured and sold in the United States, and that the conspiracy covers 
both licensed and unlicensed materials. Certain items are listed specifically in a 
phrase which reads: “Non-licensed materials include such items as: solid brass, 
zinc, and lacquered bands, flexible range boiler jackets and canvass covering.” This 
provision, petitioners aver, limits “‘non-licensing materials” to the items stated. This 
contention ignores the use of the word “includes,” which clearly indicates that other 
non-licensed materials are covered by the amended complaint, as well as boiler jack- 
ets and accessories. It also ignores the allegation that “Both licensed and non- 
licensed materials are embodied, involved and employed in the manufacture, use 
and sale of such covering.” The word “embodiéd” is used in a similar connection 
several times in the amended complaint. The bands and the canvas covering which 
are placed on the outside of the products involved can hardly be said to be em- 
bodied in the manufacture of the pipe covering. The term “embodied” under this 
record applies to materials and it is so specifically interpreted in the phrase “of both 
licensed and non-licensed materials and also of the low pressure asbestos covering 
embodying such materials.” This is an additional and cogent reason for concluding 
that the amended complaint charges conspiracy with reference to non-licensed 
materials generally. 

Nor are we impressed with the contention that in substituting for the word 
“unlicensed” in the complaint the word “non-licensed,” which is used for the most 
part in the amended complaint, the Commission indicated an intention to limit the 
charge of restraint of trade in unpatented materials to range boiler jackets and ac- 
cessories. While Webster’s Dictionary makes a distinction between the prefix “‘un” 
and the prefix “‘non,” the latter being a more negative term than the former, for the 
purposes of this case unlicensed and non-licensed have equivalent meanings. They 
mean that the articles which they describe are not licensed. The Toohey patent is 
an article patent, whose claims are covered by the sub-license agreements. What- 
ever product involved herein is not licensed or “non-licensed” for the purpose of 
this controversy is “unpatented.” The specific charge of the amended complaint is 
that pursuant to and in furtherance of the alleged combination and conspiracy, Tul- 
loch and the petitioners agreed “upon the inclusion of non-licensed materials to be 
covered by said merchandising plan [the Tulloch merchandising plan] and thereby” 
fixed “the prices, terms and conditions of sale of said materials.” The complaint 
clearly covers unpatented, as well as patented materials. 

Moreover, the practices charged, if proven, constitute an “unfair method of 











37 T.-M. Rep. KEASBEY, ET AL. v. FED. TR. COMM. 333 


competition” within the meaning of § 5 of the Act, Title 15, § 45(a) ; Federal Trade 
Commission v. Pacific States Paper Trade Assn., 273 U.S. 52. The fact that these 
practices also constitute a violation of the Sherman Act, Title 15, U. S. C., § 1 
et seq., does not deprive the Commission of jurisdiction. In fact that public policy 
evinced in the Sherman Act is to be considered in determining what are unfair 
methods of competition under the Federal Trade Commission Act. Federal Trade 
Commission v. Beech-Nut Packing Co., 257 U. S. 441, 453. That case held that a 
system of merchandising which had ‘“‘a dangerous tendency to hinder competition 
or create monopoly” fell within the jurisdiction of the Commission. A recent 
decision holding that the suppression of competition constitutes an unfair method 
of competition within § 5 of the Federal Trade Commission Act is Fashion Origi- 
nators’ Guild of America, Inc. v. Federal Trade Commission, 312 U. S. 457. 

Certain of the specific methods employed by petitioners under their merchan- 
dising plan have been held to constitute evidence of unlawful combination, such 
as the use of uniform price lists (Federal Trade Commission v. Pacific States 
Paper Trade Assn., supra) ; an agreed nation-wide zone system for fixed delivery 
prices [Salt Producers Assn. v. Federal Trade Commission, 134 F. 2d 354 (C. C. A. 
7)|;a freight equalization plan [Mik and Ice Cream Can Institute v. Federal Trade 
Commission, 152 F. 2d 478 (C. C. A. 7)]. 

If the facts found by the Commission are supported by the record, the cease and 
desist order is lawful. 

Congress has left to the Commission the determination of the facts (Federal 
Trade Commission v. Staley Mfg. Co., 324 U. S. 746). The weight to be attributed 
to the facts proven and the inferences to be drawn from them are for the Commis- 
sion to determine. Corn Products Refining Co. v. Federal Trade Commission, 324 
U. S. 726, 739. We think the record presents evidence of a combination and con- 
spiracy to fix and stabilize prices and to restrict competition both as to patented and 
unpatented materials in the asbestos industry. 

It is significant that the transactions detailed in the voluminous record are set 
off against a background of concerted price fixing and elimination of competition. 
Tulloch’s negotiations for a licensing system and merchandising plan were begun 
while N. R. A. was in effect, and were carried on during the period following the 
Schechter decision while the voluntary plan was being considered. As found in 
Socony Vacuum Oil Co. v. United States, 310 U. S. 160, the N. R. A. provided for 
a price-fixing system. The petitioners were members of the same division operat- 
ing under the N. R. A. code applicable to the asbestos industry, and Tulloch was the 
executive manager of the division. After the invalidation of the Act by the decision 
in the Schechter case, the most important manufacturers in the group, including 
five of the petitioners, made a voluntary agreement which contemplated the fixing 
of prices, although it never became operative. 

Declarations of certain petitioners conclusively demonstrate that they desired to 
continue the stabilization of the industry and the price control which had existed 
under the N. R. A. Johns-Manville entered the combination at a distinct financial 
sacrifice. It owned the Toohey patent, had spent about $20,000 in developing it, 
and gave up its exclusive rights for a meager compensation of $1,250 a year. The 
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other petitioners, judging from their conduct, did not enter into the sub-license 
contracts primarily for the sake of being able to use a superior product. None of 
them except Johns-Manville advertised or pushed the patented shrink-proof asbestos 
products in any substantial way. Acme “mentioned” them in one of its catalogues. 
It was Carey’s policy never to mention them, and only supply them upon request. 
Various jobbers testified that they had never heard of the pre-shrunk material. 
Typical of petitioners’ attitude in considering the licensing system was that of 
Keasbey & Mattison, which stated that it would consider becoming a licensee of 
Norristown under the range boiler jacket patent if “everybody of importance” did 
likewise. 

A principal point stressed by Tulloch in endeavoring to sell the idea of the li- 
censing system was the stabilization of the industry. Morgan, of Chicago, said 
Tulloch urged this point upon him prior to the issuance of the Toohey patent. It 
was the understanding at least of certain licensees that this was the great advantage 
in entering the group. Officials of Atlantic and Clark made direct statements to this 
effect. Ozurovich, of Atlantic, said to a federal investigator that in taking the 
license he realized the unusual advantage “because of the price control which legally 
carried pursuant to the agreement.” Ozurovich carried out this price control as to 
unpatented material. Mladinich, office manager of Atlantic, said that he under- 
stood “the whole thing was merely a method used by the industry for every one to 
stabilize asbestos prices.”” He had attended various meetings with members of the 
industry when prices and terms of sale, as well as zoning for the continuation of 
further equalization, were discussed. These meetings were usually the result, he 
stated, of price confusion in the New York area. 

It was natural that the petitioners should desire to retain the stabilized price 
system of N. R. A. They had known its advantages. That they did seriously con- 
sider restricting the output of unpatented material is shown by the fact that a pro- 
posed draft of the license contained a restriction against selling asbestos pipe cov- 
ering “which does not embody, employ or contain the invention.” The license was 
finally drafted without this provision. However, the license contained a provision 
that it could be cancelled if the licensee sold unpatented material so as to interfere 
with the patented product. Evidently there was a gentleman’s agreement that the 
proposed provision forbidding the selling of unpatented pipe covering should be 
carried out, for letters were sent to licensees ordering them to dispose of unpatented 


material by December 31, 1935. A copy of the letter sent to Standard October 29, 
1935, is as follows: 


This is to notify you that prices, terms, and conditions of sale, as specified in schedules 
being forwarded under separate cover, on all products manufactured under U. S. Letters 
Patent No. 1,972,500 are to be made effective November 1, 1935. 

It is understood that contracts and protections exist and that manufacturers should 
have a reasonable period in which to take care of these protections and to dispose of exist- 
ing stocks of non-patented materials. 

You are at liberty to dispose of non-patented stocks and to take care of commitments up 


to December 31, 1935, after which date, you will manufacture and sell licensed materials 
only on the basis of the licensed schedules. 
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A practically identical letter was sent to Asbestos Insulating Materials, Inc., on 
the same day. 

That these restrictions were enforced by Tulloch is shown by a letter sent “To 
Licensees” on January 15, 1936, stating that a Philadelphia firm was reselling low- 
pressure covering at prices which indicated that it must be buying at lower than the 
license schedules. Tulloch asked the licensees whether they had any contacts with 
the Philadelphia firm, and concluded “Of course it is possible that they may be 
operating from an old stock, and in view of the fact that this can not continue in- 
definitely, it seems to be worth investigating.” 

A basic fact in this case is that most of the asbestos paper products could be 
made either under the Toohey patent or without the use of the wax sizer, in which 
case they were made of unpatented materials. Many of the licensees under the 
Toohey patent manufactured or processed both patented and unpatented paper. 
The price lists for the patented products were used for the unpatented products, 
without any differentiation. They bore no statement indicating that the printed 
lists were for pre-shrunk material; but the prices they carried were the prices set 
for pre-shrunk material which were higher than the prices for the unpatented ma- 
terial. Petitioners explain that it would be unreasonable to have two sets of price 
lists, and contend that as a matter of fact the unpatented materials were always 
sold at prices substantially lower than the patented materials, even though the same 
price lists were used. But this was not always the case. Ozurovich, of Atlantic, 
told a federal agent that he bought a small amount of wax sizer for use in the Too- 
hey process, but never used all of it. Although Atlantic was a licensee, it continued 
to manufacture asbestos paper without employing the Toohey method, continued 
to pay royalties to Tulloch under the license, and charged substantially the same 
prices for the unlicensed as were charged for the licensed paper. Steffens said that 
Carey followed the Tulloch price schedule on items on which “it paid no royalty.” 
He also said that Carey paid royalty on aircell boards which petitioners concede are 
unpatented. It is a fair inference that if royalty was paid, the license price was 
charged. Evidence to the same general effect exists in a contract between Acme 
and one of its purchasers, which contained the following provision: “The seller 
agrees to sell the buyer asbestos . . . and other licensed and unlicensed insulating 
material according to the terms and conditions of the license agreement.” Collopy 
stated that Acme had no license agreement with this purchaser. 

Tulloch’s memoranda were sent in many instances to “all licensees,’ and he 
never altered prices without consulting the licensees immediately concerned. He 
set up the price lists and distributed them. They were sent to and adhered to even 
by non-licensees, and in such case they were applied to transactions not properly 
covered by the Toohey price schedules. Ehret, a non-licensee, asked for the price 
lists, stating “If you expect the Ehret Company to live up to the letter of your 
Merchandise Plan it is going to be necessary for you to send direct to us any memos 
or rulings, particularly regarding change in price or price clarifications. . . . We 
realize we are not a licensee under your patent but we are desirous of living up 
to all the rules and regulations just as if we were, but we can not do it unless we get 
the information just as, soon as all licensees get it.” 
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Clark, also before he was a licensee, wrote to Tulloch: 


Not having received any further correspondence since November 14, 1935, we are 
anxious to know if the present set-up on low pressure covering is in effect now. 

The reason we ask, is that we have been following prices as you laid down and find 
that our competitors are not doing this. In fact, the Poewils Asbestos Company has stated 
that they had not received any new prices and are still quoting the old. 


Clark became a licensee January 22, 1936. It cancelled the license in 1938, but 
continued to adhere to the Tulloch price schedule. 

The Commission reproduced in its findings a number of letters relating to the 
range boiler jacket which was manufactured by a number of the petitioners under 
license from Norristown. Judging by the space devoted to these communications, 
the Commission considered them highly important, but in its general findings and 
conclusions it did not specifically indicate the connection of the range boiler jacket 
transaction with the conspiracy. It found that the price for boiler jackets included 
unpatented articles such as bands, staples, and asbestos cement, and that by estab- 
lishing price differentials on the same pipe covering when different weights of can- 
vas were used, when different kinds of bands were supplied, and when water-proof 
jackets were furnished, as well as for unpatented articles used with boiler jackets, 
prices were fixed for the unpatented articles. The petitioners maintain that the 
whole transaction of the range boiler jackets is irrelevant and insignificant ; but this 
was a matter for the Commission to decide. 

We think the Commission did not err in its conclusion that the range boiler 
jacket transaction presented important evidence relevant to this proceeding. The 
boiler jacket is an asbestos pipe covering which is used principally for insulating 
household hot water tanks. The patent involved was issued to Grant Williams 
March 2, 1933, and assigned to Norristown. It discloses a jacket made of laminated 
asbestos sheets which are flexible and collapsible, and therefore can be packed in 
much smaller space than the rigid type, greatly reducing the expense of packing. 
Norristown, on August 20, 1933, licensed Carey under this patent, the contract in- 
cluding no provision for price control. Later licenses were issued, including one 
to Johns-Manville, executed February 4, 1934, and licenses to Ruberoid, Sall Moun- 
tain and Keasbey & Mattison in 1938, all of which embodied a price-control pro- 
vision. Norristown twice requested Tulloch to assist in securing other licensees 
for it under the range boiler patent, but no contract was executed between them, 
and Tulloch secured no licensees. However, in 1936 Norristown ceased to issue its 
own price lists on the flexible jacket, and Tulloch included this item in his price lists 
under the Toohey patent. As was the case with other asbestos pipe covering, the 
range boiler jackets could be made under Toohey or they could be made without 
use of the wax treatment, in which case they were not properly subject to the pro- 
visions of the Toohey license. Carey made certain systematic efforts to indicate on 
its invoices whether or not the products sold were manufactured or treated under 
the Toohey patent, using the words “No wax treatment” on a large number of its 
invoices. 

The letters embodied in the Commission’s findings show that Johns-Manville was 
insistent that other principal manufacturers should be secured as licensees under 
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the Norristown patent, with contracts embodying price control. Johns-Manville 
was a royalty-paying licensee, and its inordinate interest in the securing of licensees 
among other manufacturers by Norristown is significant and has bearing on the 
question of intent. The correspondence plainly shows that the uppermost consid- 
eration, in the execution of the Norristown licenses just as in the case of the Toohey 
licenses, was not the use of a superior product which would effect great savings in 
freight and packing, but was the establishment of price control or “stabilization” 
in the sale of this important article. 

The choice of Tulloch, who was the dictator of price control under Toohey, to 
secure licenses and to establish the price schedules for Norristown, is also significant. 
When asked why Tulloch was chosen to perform this particular service, the presi- 
dent of Norristown twice stated that Tulloch was chosen because he had failed to 
get Norristown any license. This would seem properly to be a reason for not em- 
ploying Tulloch rather than for employing him. When Tulloch included the boiler 
jackets in his price schedules under the Toohey sub-licenses, at higher prices than 
Norristown’s, that company ceased to publish its own price lists on this article. 

The petitioners do not seriously challenge the Commission’s finding that by their 
fixing prices on accessories to the range boiler jackets, competition on unpatented 
articles was restricted. This fact alone, in addition to the circumstances above set 
forth, makes the range boiler transaction relevant. 

An impressive part of the record dealing with restriction of competition in un- 
patented material relates to transactions in air cell board, and strongly supports the 
Commission’s order upon this point. The reply brief filed on behalf of 13 of the 
petitioners, including Atlantic, Carey, Johns-Manville, Ruberoid and Tulloch, con- 
cedes that air cell board was not a licensed material, pointing out that it is not listed 
among the materials described in the complaint or in the findings. If air cell board, 
therefore, was subjected to the price control applied to licensed material, that con- 
stitutes substantial evidence of an agreement to impose upon certain unpatented ma- 
terial the rigid price regimentation applicable under the special licenses to the li- 
censed products. The petitioners concede that Burgstresser, of Norristown, sent 
a letter to Tulloch dated February 24, 1936, suggesting that “the industry should 
reprice” certain air cell board. They endeavor to wipe out the inference of com- 
bination and conspiracy arising from this communication by stating that the un- 
disputed evidence is that Tulloch refused to act on this request, and that there is no 
evidence of any such action ever having been taken on the matter. This contention, 
however, is contradicted by the record. Tulloch stated categorically that he told 
Burgstresser orally, in response to this letter, that “we were no longer operating un- 
der N. R. A.,” and that he, Tulloch, could do nothing. He testified that he had 
never established a price on air cell board, and that so far as he was aware, Norris- 
town was the only company that had ever manufactured the material. This is 
hardly credible in view of the fact that Collopy, of Acme, wrote him about this time 
in regard to the packing of air cell board. Invoices in evidence show that air cell 
board was sold by Carey and Johns-Manville. The correspondence clearly shows 
that Tulloch must have known that the licensees generally were concerned about 
the handling of air cell board. In response to a question as to whether he had taken 
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up the matter with any other member of the industry, Tulloch said “No, I did not.” 
When questioned by the examiner as to what the product was of which he was mak- 
ing this statement, he called it a “specialty item,” and avoided calling it air cell 
board. 

As a matter of fact, the letter dated February 24, 1936, was not the first com- 
munication from Burgstresser of Norristown to Tulloch with reference to this sub- 
ject. A letter dated February 7, 1936, asked Tulloch about charges for packing 
on air cell board, and the same question had been raised with Tulloch on February 5, 
1936, by Collopy, of Acme. This letter of Collopy’s shows on its face that it is 
in answer to a letter from Tulloch. On March 25, 1936, Tulloch sent out a com- 
munication ‘To All Licensees,” which was headed: 


General—Air cell board. 
Silicated or taped edges. 
Heat-resisting coatings. 


The communication continued that an investigation of costs on the special treat- 
ments above indicates that extra charges should be made, lists the charges, and asks 
for comment by return mail. 

On April 9, 1936 Tulloch wrote to licensees in effect that a licensee had com- 
plained that “the Equipment Account basis will now be given on air cell board 
to almost any type of buyer in the absence of a definite list of Equipment Accounts. 

“There has always been objection to publication of such a list.” 

Tulloch says that the complainant requests that a list be established which 
covers accounts that actually make and sell a product containing air cell board. 
Tulloch asks for the “serious and immediate consideration of this thing, as it is a 
problem,” and concludes “‘Please let me hear from you at your earliest convenience.” 

Tulloch sent out a notice for the meeting to be held May 14, 1936, which listed 
among the subjects for discussion at the meeting, “(1) Air-cell Board—Listing of 
Equipment Accounts.” On September 22, 1936, he sent a notice to all licensees 
headed ‘‘General—Cut size Boards Equipment Accounts,” and suggests the figur- 
ing of certain definite prices of cut sizes to equipment manufacturers. He sent out 
a notice for a meeting to be held in New York on March 25, 1937, headed “Agen- 
dum for Low Pressure Meeting.” The first subject for consideration was “Air 
cell Boards—Equipment Accounts—Redefinition.” The fifth subject was “Air 
cell Boards to Rehandlers who sell for Air-Conditioning.” 

While the Commission lists a few of these exhibits in its findings it is in another 
connection, and neither the findings nor the Commission’s brief point out these deal- 
ings as specific evidence of conspiracy to restrain competition in unpatented ma- 
terials. 

Yet it is conclusively established that the price of air cell board conceded to be 
unpatented material, and of the packing which made part of the expense of handling 
this item called forth a number of communications between the licensees and Tul- 
loch and was made the subject of repeated general discussions and consultations. 
Several of these consultations were subsequent to the receipt of the letter from 
Burgstresser about which Tulloch says that he said nothing to any other licensee. 
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The conclusion is inescapable, that Tulloch on several occasions took up with the 
licensees the subject of air cell board and imposed prices on this concededly un- 
patented material. The conclusion also cannot be avoided that. Tulloch’s testimony 
on this subject to say the least was incorrect. In view of the importance of his gen- 
eral testimony and of his dominating position throughout these transactions, Tul- 
loch’s credibility has direct bearing upon the question whether the Commission 
erred in finding that evidence existed to support the order. 

These facts dispose of petitioners’ contention that neither the patent-licensing 
plan nor anything done by petitioners had the tendency or effect of fixing the prices 
of unpatented materials or restraining competition in them. Petitioners urge in 
this connection that the uncontradicted evidence shows that there was competition 
in the unpatented materials which in fact resulted in undercutting the prices of the 
patented materials to such an extent that all of the petitioners except Carey can- 
celled their licenses a considerable period prior to the filing of the complaint. These 
circumstances, however, do not relieve the petitioners of liability for their acts, 
which constituted a violation of the Federal Trade Commission Act, § 5, Title 15, 
U.S. C. § 45(a). It is the combination or conspiracy in restraint of trade or com- 
merce which the Act prohibits “whether the concerted activity be wholly nascent or 
abortive on the one hand or successful on the other.” Socony Vacuum Oil Co. v. 
United States, supra. The fact that the projects charged and proved never came to 
fruition is not material, for it is the object of the Federal Trade Commission Act 
to reach in their incipiency combinations which could lead to undesirable trade re- 
straints. Fashion Originators’ Guild v. Federal Trade Commission, supra, 466. 
The conclusion that the habitual use of the established price list, of the uniform 
zones, classification of customers and other methods of stabilizing the industry les- 
sened competition and fixed prices in unpatented as well as patented material is 
supported by the record. 

It was not error for the Commission to issue the cease and desist order even 
though the licenses were cancelled by all but one of the petitioners prior to the in- 
stitution of the action. The Commission is invested with a wide discretion in de- 
termining whether or not the practices forbidden will be resumed. Arkansas Whole- 
sale Grocery Assn. v. Federal Trade Commission, 18 F. 2d 866 (C. C. A. 8), cert. 
denied, 275 U. S. 533; Vaughan v. John C. Winston Co., 83 F. 2d 370, 376 (C. C. A. 
10). 

The order as to petitioner Plant Rubber & Asbestos Works, however, must be 
reversed. The sole testimony implicating this petitioner, a California corporation, 
with the conspiracy is the fact that it was for some period a licensee, in which 
capacity presumably it received communications sent by Tulloch to all licensees. 
The record is devoid of any evidence of cooperation or combination in restraint of 
trade. There is no evidence of sale by this petitioner of unpatented materials at 
licensed prices, nor of the slightest assistance toward securing the ends of the com- 
bination. Obviously evidence of being a licensee is not sufficient of itself alone to 
sustain a finding of conspiracy. As to all other petitioners and in all other respects 
the order of the Federal Trade Commission is affirmed. 
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POCAHONTAS OPERATORS ASSOCIATION v. CARTER COAL CO. 
No. 5244-7—C. C. P. A.—March 31, 1947 


TRADE-M ARKS—OPPOSITIONS—P ARTIES 
Informal, unincorporated trade association, having no contractual relationship with its 
members except as to making wage contracts, and neither doing business nor owning and 
controlling trade-marks held to have no legal authority to oppose, on behalf of its members 
and not to have established that it would be damaged under Section 6 of 1905 Act; fact that 
members owned federally registered marks held immaterial since none joined as parties to 
the opposition. 
AppEas To C. C. P. A.—Scope or REvIEw 
Appellate court has no authority to review ex parte decision of Commissioner granting 
registration where applicant has not appealed and opposer has been held not entitled to op- 
pose either on own behalf or in representative capacity. 
Appeals from Commissioner of Patents. 
Trade-mark opposition Nos. 22,364-7 by Pocahontas Operators Association 
against Carter Coal Company. Opposer appeals from decisions dismissing opposi- 
tions. Affirmed. 


Charles R. Allen, Washington, D. C., for appellant. 
Herbert J. Jacobi, Washington, D. C., and Leslie D. Taggart, New York, N. Y. 
(E. F. Wenderoth, Washington, D. C., of counsel) for appellee. 


HATFIELD, J.: 


These are appeals in trade-mark opposition proceedings from the decision of the 
Commissioner of Patents, 65 U. S. P. Q. 430, affirming the decisions of the Exami- 
ner of Interferences dismissing appellant’s notices of opposition and holding that 
appellee was entitled to the registration of its four trade-marks comprising essentially 
the term “Olga” and the words “America’s Largest-Selling Pocahontas” for use 
on so-called ‘Pocahontas coal.” 

Each of appellee’s applications for registration of its trade-marks was filed on 
September 1, 1942. 

In Appeal No. 5244, Opposition No. 22,364, appellee alleged in its application 
for registration that it had used the trade-mark comprising the words “Olga Amer- 
ica’s Largest-Selling Pocahontas” on its coal since August 4, 1942. 

In Appeal No. 5245, Opposition No. 22,365, appellee alleged in its application 
that it had used the trade-mark comprising the term “Olga” in an inner circle, and 
the words “America’s Largest-Selling Pocahontas Coal” in an outer circle on its 
coal since August 5, 1942. 

In Appeal No. 5246, Opposition No. 22,366, appellee alleged in its application 
that it had used the trade-mark comprising the term “Olga” in an inner circle, to- 
gether with the words “America’s Largest-Selling Pocahontas” in an outer circle 
on its coal since August 5, 1942. 

In Appeal No. 5247, Opposition No. 22,367, appellee alleged in its application 
that it had used the trade-mark comprising the term “Olga Coal” in an inner circle, 
and the words “America’s Largest-Selling Pocahontas” in an outer circle on its 
coal since August 4, 1942. 
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In each of appellee’s applications, all of the words in its trade-marks except the 
term ‘‘Olga” were disclaimed apart from the mark as shown. 

Appellant filed a notice of opposition to each of appellee’s applications. It was 
alleged in appellant’s notices of opposition that it was a voluntary association located 
in the city of Bluefield, county of Mercer, State of West Virginia; ‘““That the op- 
poser, which term includes its members and its predecessors in business, has for 
many years last past, been engaged in the coal business as producers, dealers and 
merchants and in the mining, sale and distribution of coal, which goods are of the 
same descriptive properties as the coal of Carter Coal Company, the applicant ;” 
that prior to August 4, 1942, it had used in a circular design, a pictorial representa- 
tion of a girl and the name “Pocahontas” and has continuously since used that mark 
in connection with the selling and distribution of Pocahontas coal; that it had used 
long prior to appellee’s first date of alleged use of its trade-marks, such names as 
“QO. P.,” “Pocahontas Coal,” “Genuine Pocahontas,” “Original Pocahontas Amer- 
ica’s Favorite Fuel,” and “Original Pocahontas America’s Favorite Household 
Fuel” to identify its coal; that by reason of extensive advertising, selling and dis- 
tribution of its coal under the name “Pocahontas,” its mark has become widely and 
favorably known to the trade and to the purchasing public throughout the United 
States as the property of opposer ; that the term “Pocahontas” in appellee’s marks 
comprises the essential feature of the opposer’s name and that each of appellee’s 
marks is deceptively similar to opposer’s name and its marks ; that the use by appellee 
of its marks is likely to cause confusion in trade and deceive purchasers ; that that 
portion of appellee’s marks ““America’s Largest-Selling Pocahontas” “is false and 
misleading and misdescriptive as applied to applicant’s coal and its distribution ;” 
that appellee is not entitled to the exclusive use of its alleged marks including the 
notation “America’s Largest-Selling Pocahontas ;” and that the opposer believes it 
will be damaged by the registration of appellee’s marks. 

In its answers to appellant’s notices of opposition, appellee alleged that neither 
appellant nor its predecessors in business had ever been engaged in the coal business 
or in mining, selling or distribution of coal, as alleged in the notices of opposition ; 
that the term “Pocahontas” “is a geographical or generic term and that neither the 
opposer, nor anyone else, has or could possess exclusive ownership of said term for 
trade-mark purposes ;” that appellee is the sole and exclusive owner of the trade- 
marks set forth in its applications and that it is entitled to the registration of each of 
its trade-marks ; that the allegations in appellant’s notices of opposition that it had 
used the trade-marks therein referred to on coal, were false, deceptive and mis- 
leading ; and that appellant would not be damaged by registration of appellee’s 
marks. 

Considerable evidence was introduced by each of the parties. 

On the record presented, the Examiner of Interferences and, on appeal, the 
Commissioner of Patents held that appellant is merely an informal, unincorporated, 
non-profit association of coal producers; that the association has no constitution, 
charter or by-laws; that it keeps no regular records and has no regular meetings; 
that it operates as a collective bargaining agent in making wage contracts for those 
coal producing companies which are members of the association ; that it acts as an 
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advertising agent for those members and employs attorneys for the purpose of 
carrying on certain litigation in which the several members of the association are 
themselves parties ; that appellant does not produce or sell coal, nor does it exercise 
any control over the coal producers which it claims to represent; that it has failed 
to establish that it would be damaged by the registration of appellee’s marks ; and 
that it is not entitled to oppose the registration of appellee’s marks under the pro- 
visions of section 6 of the Trade-Mark Act of February 20, 1905, and, accordingly, 
dismissed the notices of opposition. 

Each of the tribunals of the Patent Office considered, ex parte, the right of 
appellee to the registration of its trade-marks, and each held, after considering the 
evidence of record, that appellee’s marks were not misrepresentative of its goods and 
that it was entitled to the registration of its marks. 

Owing to the fact that the issues in the four appeals were substantially the same, 
and as the evidence submitted by the parties was contained in a consolidated record, 
the Commissioner of Patents disposed of the issues presented in a single decision. 
Accordingly, the four appeals to this court will be disposed of in one opinion. 

It appears from the record that appellant is an association which has existed for 
more than 40 years; that the witness W. E. E. Koepler has been secretary of the 
appellant for more than 25 years; that appellant is an informal, unincorporated, 
non-profit association of coal producers located in what is known as the Pocahontas 
coal field which, according to the record, includes portions of McDowell, Mercer, 
and Wyoming counties in West Virginia, and Tazewell County, Virginia ; that there 
are approximately 62 coal mines in the Pocahontas field; that many, if not all, of 
those companies use the term “Pocahontas” in advertising the coal mined by them; 
that among the members of appellant association are the Algoma Coal and Coke 
Company, of Algoma, West Virginia; the Pocahontas Corporation of Pocahontas, 
Virginia; Pocahontas Fuel Company, Incorporated, of Pocahontas, Virginia, and 


New York City, New York; and Pulaski Iron Company, of Pocahontas, Virginia ; 
that according to the witness Koepler : 


The function of a trade association is generally to do for the members the things that 
are of common interest and that can be done more economically and effectively than each 
operator could do for himself individually. Those activities cover the full range of activi- 
ties of each of the companies, beginning with all matters pertaining to the production of 
coal; labor matters; a great many mechanical matters pertaining to mining and the prepa- 
ration of coal; the distribution of coal by rail, truck, water; the promotion of the sale of 
the coal and the protection of the trade-name, so as to conserve for the companies the 


business that would be otherwise lost to infringers, others who would impose on the repu- 
tation of the coal. 


The witness Koepler further stated that as an executive officer of the associa- 
tion he manages appellant’s affairs, engages attorneys and other representatives 
of the association for various activities, and performs such other services as may 
be approved by the executive committee of the association, which is composed of 
a president, a vice-president, a treasurer, and three other members; that the only 
contractual relationship existing between the members and the association is that 
“The Association acts as a collective bargaining agency for these companies and 
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makes a wage contract for its members;” that members of the association con- 
tribute to the financing of the association on a voluntary basis and the amount 
contributed is based upon the production of the member during the year preceding 
its election to membership ; and that if a member fails to contribute to the associa- 
tion, it ceases to be a member. 

It further appears from the record that appellant is not actually engaged in 


producing or selling coal and, accordingly, does not use a trade-mark on coal; and 
that, as stated by the witness Koepler: 


The Association derives no profit to itself from any of its activities, operating in the 
interests of the operators of the field—members as well as non-members, but particularly 
the members. We operate at cost in the case of such printed matter as we provide; we 
furnish that either at the expense of the Association or at cost of printing. We derive no 
profit from anything we do—being employed for the purpose of serving, rather than for 
the purpose of conducting a business. (Italics ours.) 


It further appears from the record that one of the members of appellant, the 
Pocahontas Fuel Company, Incorporated, is the owner of two trade-mark regis- 
trations; one, “Original Pocahontas,” Registration No. 232,348, registered Sep- 
tember 6, 1927, on an application filed October 15, 1926, and the other, “America’s 
Favorite Household Fuel,” Registration No. 336,773, registered July 14, 1936, on 
an application filed February 28, 1936; that both of those registrations are used by 
the Pocahontas Fuel Company, Incorporated, on Pocahontas coal produced in the 
Pocahontas district; that that company is one of the largest producers of Poca- 
hontas coal; and that it has also used in its advertising, together with the trade- 
mark “Original Pocahontas” the letters “O. P.” and the slogans “America’s 
Favorite Household Fuel,” “World’s Most Efficient Power Fuel” and “World’s 
Largest Producers of Smokeless Coal.” 

There is also evidence of record tending to establish that the Pocahontas Fuel 
Company, Incorporated, is the largest producer and seller of Pocahontas coal in 
the United States. (It may be stated at this point that appellee has introduced 
considerable evidence for the purpose of establishing that it is the largest pro- 
ducer and seller in the United States of Pocahontas coal.) 

For reasons which are hereinafter stated, we find it unnecessary and, in fact, 
improper, to consider the evidence with regard to that issue. 

One of the issues presented to the tribunals of the Patent Office, that is, that 
appellee’s trade-marks, particularly the term “Pocahontas” contained therein, is 
deceptively similar to and comprises the essential feature of appellant’s name, was 
decided adversely to appellant by the tribunals of the Patent Office and that issue is 
not raised in this court by the reasons of appeal. 

It is contended by counsel for appellant that appellant is a proper party and has 
a right under the law to oppose the registration by appellee of its trade-marks. In 
support of that argument, counsel for appellant states that the notices of opposi- 
tion were signed and sworn to by the secretary of appellant, and as each of the 
notices of opposition contains the allegation that the term “opposer” contained 
therein includes its members, and as appellant could not function without its mem- 
bers, appellant has the right under section 6 of the Trade-Mark Act of February 
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20, 1905, U. S. C., title 15, sec. 86, to represent not only itself but also each of the 
members of the association. Section 6, supra, so far as pertinent, reads: 


Any person who believes he would be damaged by the registration of a mark may op- 
pose the same by filing notice of opposition, stating the grounds therefor, in the Patent 
Office within thirty days after the publication of the mark sought to be registered, which 
said notice of opposition shall be verified by the person filing the same before one of the 
officers mentioned in section two of this act. An opposition may be filed by a duly author- 
ized attorney, but such opposition shall be null and void unless verified by the opposer 
within a reasonable time after such filing. 


Our attention is also called to section 29 of that Act, U. S. C., title 15, sec. 108, 
where it is stated, among other things: 


The terms “person” and “owner,” and any other word or term used to designate the 
applicant or other entitled to a benefit or privilege or rendered liable under the provisions 
of this act, include a firm, corporation, or association as well as a natural person. 


Counsel for appellant also relies upon the decisions in the following cases in 
support of his contention: Denver Milk Bottle, Case & Can Exchange, Inc. v. Mc- 
Kenzie, 287 Pac. 868; International News Service v. The Associated Press, 248 
U. S. 215; Illuminating Engineering Society v. Seelig Specialities Co., 42 U. S. 
P. Q. 282; Sporting Arms and Ammunition Manufacturers’ Institute v. Routledge 
Mfg. Co., 49 U.S. P. Q. 400; Trustees for Arch Preserver Shoe Patents v. Brock- 
ton Shoe Manufacturing Company, Inc., 19 T.-M. Rep. 66; United Mine Work- 
ers of America et al. v. Coronado Coal Co. et al., 259 U. S. 344; International 
Allied Printing Trade Ass'n et al. v. The Master Printers Union of New Jersey, 
46 U. S. P. Q. 464; Barrett v. The Irish Industrial Development Association, 
1913 C. D. 470, 41 Appls. D. C. 244; Colonial Williamsburg, Incorporated v. Tom- 
linson of High Point, 40 U.S. P. Q. 563. 

In the case of Denver Milk Bottle, Case & Can Exchange, Inc. v. McKenzie, 
supra, decided by the Supreme Court of Colorado, appellant was a corporation in- 
corporated by those engaged in bottling milk and cream for sale. It appears from 
the opinion in that case that there was an agreement by the corporation and its mem- 
bers that the purpose of the corporation was to collect, serve, and retrieve lost and 
unlawfully appropriated milk bottles, milk cans and milk cases belonging to the 
members, and that the purpose of the agreement was to give to the corporation 
“full and ample power and authority in the premises ;” that under the agreement, 
the corporation not only had the right and authority, but it was its duty to carry 
out the terms of the agreement hereinbefore stated; and that the corporation was 
further authorized to institute in its own name such actions as might be deemed 
necessary to carry out the purpose of the agreement. The court there held that 
the corporation had authority to recover milk bottles which belonged to some of 
the members of the association and which were unlawfully in the possession of a 
person who was not a member of the corporation. 

In the case of International News Service v. The Associated Press, supra, it 
was held that the Associated Press, which was incorporated under the Membership 
Corporations Law of the State of New York, and whose members were indi- 
viduals who either owned or represented approximately 950 daily newspapers 
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published in the United States and which was organized for the purpose of gather- 
ing and furnishing news for the use and benefit of its members, was a proper party 
to sue the International News Service, a corporation organized under the laws of the 
State of New Jersey and whose business was also the gathering and furnishing of 
news to newspapers published in the United States. It appears from the opinion 
in that case that it cost the Associated Press approximately $3,500,000 to gather and 
furnish the news to its members, which sum was apparently paid by the members. 
Whether the Associated Press actually made any money on its work of gathering 
and furnishing news, does not appear from the opinion in that case. It further ap- 
pears that the by-laws of the Associated Press required that the news so furnished 
should be published in the newspapers of its members and that no other use of it was 
permitted. In holding that the Associated Press was entitled to sue the International 
News Service, the court held that it had a property interest in the news so gathered 
and furnished by it. 

In the case of Illuminating Engineering Society v. Seelig Specialities Co., supra, 
decided by the Commissioner of Patents, it appears that the Illuminating Engi- 
neering Society was composed of engineers interested in scientific illumination ; that 
the society was known throughout the United States by the letters “I.E.S.” ; that it 
had approved specifications for portable floor and table lamps and parts thereof ; 
that it had entered into contracts with approximately 100 manufacturers which pro- 
vided that those manufacturers might manufacture lamps in accordance with the 
society's specifications and that they might apply to their products labels, which 
were supplied by the society, indicating that their product complied with the I.E.S. 
specifications. It was further provided in the contracts that the failure of any manu- 
facturer who had entered into a contract with the I.E.S. should forfeit all of its 
rights if it failed to comply with the specifications of the society. It further ap- 
peared that the lamps and parts thereof manufactured and sold by the manufac- 
turers, had been advertised throughout the United States as the I.E.S. lamps and 
that such lamps and parts thereof were so known to the purchasing public. In view 
of the facts in that case, the Commissioner of Patents held that the Illuminating 
Engineering Society was entitled to oppose the registration of the trade-mark 
“[.L.S.” for use on lamps and parts thereof. In so holding, the commissioner stated 
that although the Illuminating Engineering Society had not used its mark as a 
technical trade-mark, its use was analogous thereto, and that the society would be 
damaged by the registration of appellee’s trade-mark. 

In the case of Sporting Arms and Ammunition Manufacturer’s Institute v. 
Routledge Mfg. Co., supra, the Commissioner of Patents dismissed appellant’s op- 
position because it was a non-profit association composed of manufacturers; that 
appellant was not itself engaged in the manufacture or sale of any kind of mer- 
chandise and did not claim that it would be damaged by the registration of appellee’s 
mark and, therefore, was not entitled to oppose appellee’s registration of its mark. 
In that case it was stated in the commissioner’s decision that the function of the 
Sporting Arms and Ammunition Manufacturers’ Institute was to promote and pro- 
tect the interests of manufacturers who manufactured and sold sporting arms, am- 
munition, etc., which was employed in “Skeet shooting; and that the applicant, 
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Routledge Manufacturing Company, was entitled to register the notation “Mo- 
Skeet-O,” the word “Skeet” being disclaimed apart from the mark as shown, on 
goods which, the commissioner stated in his decision, were described in the applica- 
tion as a “marksmanship practice game and the various apparatus therefore.” 

In the case of Trustees for Arch Preserver Shoe Patents v. Brockton Shoe 
Manufacturing Company, Inc., supra, it was held that the opposer, the Trustees for 
Arch Preserver Shoe Patents, a partnership, was the owner as trustees, of at least 
one registered mark. The decision of the commissioner denied a petition by the 
applicant, the Brockton Shoe Manufacturing Company, Inc., to dismiss the op- 
poser’s notice of opposition on the ground that the opposer was not entitled to op- 
pose the registration under the provisions of section 6 of the Trade-Mark Act of 
February 20, 1905. It appeared in that case that certain trade-mark registrations 
had been transferred by the owners thereof to the trustees, the purpose of which 
is not explained in the commissioner's decision, nor are the trade-marks of either 
of the parties involved therein set forth in the decision. 

In the case of United Mine Workers of America et al. v. Coronado Coal Co. 
et al., supra, it was held that the United Mine Workers of America, an unincorpor- 
ated labor union which had a membership of 450,000 and which, as the court stated 
in its decision, acted as a business entity, distinct and apart from its individual 
members, and that “No organized corporation has greater unity of action, and in 
none is more power centered in the governing executive bodies,’ could sue and be 
sued in the federal courts. It would unnecessarily extend this opinion to recite here 
the details relating to the organizations and the powers conferred upon the United 
Mine Workers of America, all of which is set forth in the opinion of the court in 
that case. 

In the case of International Allied Printing Trade Assn. et al. v. The Master 
Printers Union of New Jersey, supra, it was held that each of appellants had a 
registered trade-mark in the United States Patent Office for use on paper and sta- 
tionery. The suit against appellee was an action for unfair competition for the 
defendant’s use on similar goods of a trade-mark similar to that of appellants. It 
appears that appellants were the real parties in interest, and that each was a volun- 
tary unincorporated association or union of printers consisting of more than seven 
members. The United States District Court for the District of New Jersey called 
attention in its decision to the fact that under the law of the State of New Jersey, 
an unincorporated association consisting of more than seven persons having a rec- 
ognized name, could sue or be sued in that State. The court pointed out that a 
federal statute, 15 U. S. C. A., Sec. 97, conferred jurisdiction upon the federal 
courts of all suits at law or in equity respecting registered trade-marks without re- 
gard to the amount in controversy ; that Rule 17 (a) of the Federal Rules of Civil 
Procedure requires that every action be brought in the name of the real party in 
interest and that applicants had complied with that rule; and that under Rule 17 (b) 
of such rules, an unincorporated association consisting of seven or more members 
might sue in its own name, if under the law of the state in which the suit was 
brought in the Federal district court, the association had the capacity to sue. 


Other issues were decided in that case which it is unnecessary for us to state 
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here. It should be pointed out that, in that case, each of the applicants had a reg- 
istered trade-mark, and that each was suing in its own name by virtue of the laws 
of the State of New Jersey. 

In Barrett v. The Irish Industrial Development Association, supra, the United 
States Court of Appeals for the District of Columbia held that appellee having a 
registered trade-mark in Great Britain which its licensees in the United States were 
permitted to affix to goods of various kinds, including clothing materials, etc., of 
Irish manufacture, was entitled to oppose the application of appellant Barrett for 
the registration of a confusingly similar mark for use on goods manufactured in 
the United States. 

In Colonial Williamsburg, Incorported v. Tomlinson of High Point, supra, the 
Commissioner of Patents held that the opposer, Colonial Williamsburg, Incorpor- 
ated, had the right to oppose the registration by Tomlinson of High Point of the 
trade-mark “The Williamsburg Galleries” for use on various articles of household 
furniture, and that the applicant was not entitled to register its mark. 

It is apparent, we think, from what has been said, that none of the cases here- 
inbefore referred to and relied upon by counsel for appellant supports his conten- 
tion that appellant in the instant case has authority under the statute to oppose the 
registration of appellee's marks. 

It is not alleged in appellant’s notices of opposition, nor is it claimed here, that 
appellee’s marks, considered in their entirety, are either descriptive or misdescrip- 
tive of appellee’s goods. Counsel for appellant contends, on the contrary, that only 
those portions of appellee’s trade-marks which have been disclaimed apart from the 
marks as shown are misdescriptive. Accordingly, it is clear from the record, as 
hereinbefore stated, that as appellant does not mine or sell coal, and does not own 
or have any control over any trade-marks, it, as an association, has not established 
that it would be damaged by the registration of appellee’s trade-marks within the 
purview of section 6 of the Trade-Mark Act of February 20, 1905, supra. See 
Revere Paint Co. v. 20th Century Chemical Co., 32 C. C. P. A. (Patents) 1096, 
1100, 150 F. 2d 135, 66 U. S. P. Q. 65. 

It appears from the record that the registered trade-marks, hereinbefore referred 
to, are owned and used by the Pocahontas Fuel Company, Incorporated, and that 
the advertising slogans, hereinbefore quoted, are also used by that corporation. 
Neither the Pocahontas Fuel Company, Incorporated, nor any of the other mem- 
bers of the association have joined in the notices of opposition. 

It further appears from the record, as hereinbefore noted, that there is no con- 
tractual relationship existing between appellant and its members except that “The 
Association acts as a collective bargaining agency” for its members and makes wage 
contracts for them. 

Considering all of the facts of record, hereinbefore related, we are of opinion 
that the tribunals were right in holding that appellant has no legal authority to op- 
pose, on behalf of its members, appellee’s applications for the registration of its 
trade-marks. Tim & Co. v. Cluett, Peabody & Co., 42 Appls. D. C. 212; Key West 
Cigar Manufacturers’ Ass'n et al. v. Rosenblum, 171 F. 296. 

Owing to the fact that the tribunals of the Patent Office granted appellee’s 
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applications for registration of its marks, and as no appeal was taken by appellee to 
this court from the decision of the Commissioner of Patents, and as appellant has 
no authority to oppose appellee’s applications for registration, either on its own 
behalf or on behalf of its members, we have no authority to consider the ex parte 
decision of the Commissioner of Patents. See Revere Paint Co. v. 20th Century 
Chemical Co., supra. 

For the reasons stated, the decision of the Commissioner of Patents dismissing 
appellant’s notices of opposition, is affirmed. 


EDWARD E. JOHNSON, INC. v. WHEELER, REYNOLDS & STAUFFER 
No. 5248—C. C. P. A.—March 25, 1947 
160 F (2d) 567 


TrADE-MArKS—Goops oF SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Machines which, by pumping action of a plunger, withdraw from a supply of noxious 
liquid a charge of said material and spray same into rodent burrows held not goods of the 
same descriptive properties as pump-rod couplings because of the nature of the substance 
used therein, the purpose for which it is employed and the careful scrutiny which would be 
exercised by purchasers, taken in conjunction with the differences in size, appearance and 
price. 
TRADE-MARKS—OPPOSITIONS—REGISTRABILITY OF IDENTICAL MARKS 
Marks identical in contemplation of trade-mark law may be registered to separate concerns 
where the differences in the goods are sufficient to avoid likelihood of confusion. 
TRADE-MARKS—CONFUSING SIMILARITY—DOMINANT FEATURE 
“Demon” held the dominant feature of marks comprising the notation “Demon” and 
“Demon Grip” with the letters of the second word spaced between the letters of the first 
and “Demon Grip” arranged on a representation of a coupling gripped in a demoniac hand. 
Trape-MarKs—Facts IN Eacu Case ContTROL 
In trade-mark litigation each case must be decided on its own facts. 


Appeal from Commissioner of Patents. 

Trade-mark opposition No. 22716 by Edward E. Johnson, Inc., against Wheeler, 
Reynolds & Stauffer. Opposer appeals from Commissioner’s Affirmance of decision 
dismissing opposition. Affirmed. 


Frank A. Whiteley, Minneapolis, Minn., for appellant. 
Robert H. Eckhoff, San Francisco, Calif., and James M. Graves and J. Harold 
Kilcoyne, both of Washington, D. C., for appellee. 


Jackson, J.: 


This is an appeal from a decision of the Commissioner of Patents, 64 U. S. P. Q. 
514, in a trade-mark opposition proceeding, affirming that of the Examiner of Trade- 
Mark Interferences, dismissing the opposition of appellant and adjudging that ap- 
pellee is entitled to the registration of its trade-mark. 

Appellant relies on the confusion in trade clause of Section 5 of the Trade- 
Mark Act of February 20, 1905. Both parties took testimony and introduced several 
exhibits. 
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Appellant for a great many years prior to the first use by appellee of the trade- 
mark ‘‘Demon,” as applied to a “Demon Rodent Gun,” owned a registered mark 
“Demon Grip” with the letters of the second word spaced between the letters of the 
first and another registered mark comprising the same words similarly arranged on 
a representation of a coupling gripped in what appears to be a demoniac hand. 
Apparently the latter mark was the only one in use at the time testimony was taken. 

Appellant is a corporation organized under the laws of the State of Minnesota 
with its principal place of business at St. Paul. For many years it has manufac- 
tured and sold well screens, jacket ribbon, and couplings for pump rods. About 20 
years ago it also made a few deep well pumps. The manufacture of those pumps 
was discontinued after a very short period of time because it was thought that their 
sale might bring appellant into competition with some of its customers. The only 
product of appellant to which either of its registered marks was applied is the pump- 
rod coupling which it sold, with the exception of 3 or 4 states, all over the United 
States, including California, Oregon and Washington. 

The couplings for the metal pump rods of appellant, as they appear from ex- 
hibits in evidence, are about two inches long and vary in relatively small interior 
diameter. They are reversely internally threaded at both ends. The threads do 
not meet in the middle of the coupling which, on its outer periphery, is so formed 
as to be easily rotated by means of a wrench. The couplings are for joining rods 
used in well pumping and are sometimes called “sucker” rods. 

According to the record appellant’s involved product is sold to the hardware 
trade handling pumps and parts thereof. 

Appellee is a division of the Stauffer Chemical Company with headquarters in 
San Francisco. It sells carbon bisulphide, a highly volatile and toxic substance 
which is used as a fungicide, insecticide, herbicide, and a rodenticide, in five gal- 
lon tins and 52% gallon drums. 

In order to increase the sale of carbon bisulphide, especially in connection with 
the eradication of rodents, such as gophers or ground squirrels, appellee perfected 
a device which comprises, in accordance with an application for a patent, a metal 
cylinder, the base of which is bolted to a stand. Within the cylinder is a reservoir 
for containing carbon bisulphide. Projecting into the reservoir is a plunger sur- 
rounded by a casing of wider diameter. The plunger is motivated by means of a 
T-handle grip attached to the top end of the plunger and is situated on the outer 
side of the top of the apparatus. In order that the noxious fluid may be forced by 
means of the plunger and cylinder into the gopher hole, an exit is provided to which 
a hose is attached. At the end of the hose a spray nozzle is fixed so that, due to 
the pumping action of the plunger, carbon bisulphide is shot through the nozzle 
into the gopher hole in a finely sprayed condition. The hole is then plugged and the 
carbon bisulphide, due to its volatility, is said to fill the underground habitation of 
the gophers with lethal effect. The device weighs 15 pounds and has a liquid capac- 
ity of two gallons. It is equipped with a wooden-bucket type handle, may be con- 
veniently carried from place to place and sells for $26.00 packed F.O.B. at appel- 
lee’s shipping point. 

Appellee in its application for registration states that the notation “Demon” is 
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to be used upon “machines for withdrawing, from a supply of a noxious liquid ma- 
terial, as carbon bisulphide contained in the machine, a charge of said material and 
spraying said charge into rodent burrows.” 

The Examiner of Interferences in his decision properly stated that the dominant 
feature of the marks of the parties is the word “Demon.” Holding that the goods 
of the parties are not of the same descriptive properties, he dismissed the notice of 
opposition and adjudged that appellee is entitled to the registration of its mark. 

The commissioner in his decision, answering the argument of appellant that 
appellee’s machine could be adapted to uses other than pumping poisonous gas into 
gopher holes stated that such use is within the bounds of possibility, but pointed out 
that the proposed registration of appellee’s mark “. . . is expressly restricted to 
machines for the use set forth in the application.” The commissioner further stated 
that even should appellant in the normal expansion of its business resume the manu- 
facture of pumps, there was no apparent reason why it should use this particular 
mark to identify them and that, while the question was not before him, he expressed 
a doubt that deep well pumps could be said to possess the same descriptive properties 
as appellant’s device. 

The record on behalf of appellant does not disclose who may be the ultimate 
purchasers of its couplings. It only appears that they are sold to hardware dealers 
and the like, as aforesaid. It is argued most strenuously by counsel for appellant 
that the ultimate purchasers of the couplings are farmers, that the device of appel- 
lee is a pump and, since farmers have known for many years that appellant’s trade- 
mark is applied to pump-rod couplings and because pump rods are used in a pumping 
combination, there would be likelihood of confusion as to origin. 

The couplings are packed 25 to the carton and 20 cartons to a case and are sold 
to the hardware dealer or jobber at the price of $3.00 per hundred, less 30 percent 
for those that are galvanized and 46 percent for those that are not. Whether or 
not appellant’s couplings are advertised for sale in papers, magazines or the like 
does not appear. 

Appellee contracts for the construction of its device and it is offered to pur- 
chasers “‘. . . through the channels of regular sales through our advertising, and 
then people usually write for more information.” Appellee has, according to the 
record, on a few occasions sold the device to “regular dealers,” but its preference is 
to sell directly to consumers, agricultural commissioners, county agents, state de- 
partments of agriculture and so forth. It further appears that a very small return 
is realized by appellee in the sale of its device, the main profit accruing from the 
greater quantity of carbon bisulphide sold by reason of the use of its apparatus. Ap- 
pellee advertises what it calls its “Demon Rodent Gun” in farm papers almost ex- 
clusively, which include The California Grange News, The Oregon Grange News, 
The Idaho Farmer, The Utah Farmer, The Montana Farmer and The Arizona 
Farmer. The sales of the apparatus are very small when compared with those of 
appellant’s couplings and have been confined largely to states in the far West. 

Since it is alleged in the application for registration that the mark has been used 
only since October 1939, seemingly the business of distributing appellant’s device 
may be only in its infancy. 
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It is clear to us that ordinarily a coupling such as that of appellant would not be 
used in appellee’s involved product. It is also clear that there is a very great differ- 
ence in the cost of the articles. 

We believe it would be reasonable to assume, even though the involved goods 
of the parties were purchased entirely by farmers, that the “Demon Rodent Gun,” 
because of the substance used therein and the purpose for which it is employed, 
would be carefully scrutinized as to price, efficiency, and, of course, the maker 
would be identified. Farmers, in our opinion, would not think of a chemical sales 
company, or its goods, in connection with the origin of pump-rod couplings, nor 
consider the manufacture of such articles, or other water or oil controlling devices, 
as the source for a poison-distributing applicator. 

While the marks of the parties may be deemed identical in trade-mark law, 
there is, in our opinion, no likelihood of confusion as to the origin of their respec- 
tive goods because of the difference in the kind of business of the parties, the differ- 
ence in appearance, size and price of the articles, and the discrimination we believe 
would be exercised by those desiring to purchase the apparatus of appellee. 

Furthermore, it does not seem reasonable that either party, in the natural ex- 
tension of its business, would manufacture or sell articles of the same descriptive 
properties. That the device of appellee is known as a “gun” seems to us to be in 
accordance with its make-up and function and, while it is true that it is actuated by 
pump action, we do not think it can be properly termed a “pump” as contended by 
appellant. 

Many cases have been cited in the briefs of the parties, but it is not necessary 
to discuss or refer to any of them. We have held repeatedly that in trade-mark 
litigation each case is to be decided in the light of its own facts and that ordinarily 
precedents are not to be relied on. In re Dutch Maid Ice Cream Company, 25 
C.C. P. A. (Patents) 1009, 95 F. 2d 262, 37 U.S. P. Q. 202. 

For the reasons herein set out, the decision of the Commissioner of Patents is 
affirmed. 


SPEED PRODUCTS CO., INC. v. TINNERMAN PRODUCTS, INC. 
No. 38-662—U. S. D.C. S. D. N. Y.—March 27, 1947 


Trape-MarkKs—Suits Unoer R. S. 4915 In GENERAL 
Section 4915 R. S. is applicable in trade-mark cases; and unsuccessful applicant for reg- 
istration may bring a suit in equity if he has not appealed to the Court of Customs and 
Patent Appeals. 
TrapE-Marks—Suits Unoer R. S. 4915—Parties 
Commissioner of Patents is not a necessary party to 4915 suit against opposer, when op- 
position has been sustained on grounds of confusing similarity to opposer’s prior registration. 
Drackett Co. v. Chamberlain, 81 F. (2d) 866; cert. den. 299 U. S. 503; distinguished. 
CourTS—DECLARATORY JUDGMENT SUITS—JURISDICTION 
Court may decline jurisdiction of suit only if it appears that same parties and issues are 
involved in prior suit or that in subsequent suit involving same parties and issues, the con- 
troversy can be better settled and the relief sought more expeditiously and effectively afforded 
them in the declaratory proceeding. 
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In this case there is no prior action pending and plaintiff, being a New York corporation 
and defendant, a Ohio corporation, qualified to do business in New York, it cannot be con- 
tended successfully that the issues can be better settled or relief more expeditiously or 
effectively afforded elsewhere. 

Courts—DEcLARATORY JUDGMENT SUITS—PLEADING AND PRACTICE 

Action is begun by filing of complaint; and defendant’s counterclaim, filed as intervenor, 
in plaintiff’s prior suit against Commissioner of Patents does not relate back to the filing of 
complaint in prior suit; therefore, the intervention must be considered the later action be- 
tween the parties. 


Courts—RUuLEs oF CiviL PROCEDURE 
Defendant having withdrawn motion to vacate service and filed answer to both causes 
of action, its motion to extend time to move or plead to second cause of action, made more 


than twenty days after service, denied without prejudice to its renewal pon showing of 
excusable neglect. 


Suit under R. S. 4915 and for declaratory judgment by Speed Products Co., 
Inc., against Tinnerman Products, Inc. Motions to dismiss first cause of action 
and to suspend proceedings in second cause of action denied. 

Harry Price, New York, N. Y., for plaintiff. 
Darby & Darby, New York, N. Y., for defendant. 


Bonpy, D. J.: 


The defendant moves to dismiss the first cause of action on the grounds that 
the court lacks jurisdiction because the Commissioner of Patents has not been 
made a party, and that the court lacks power to review the proceedings of the Pa- 
tent Office under Section 4915 of the Revised Statutes since there has not been any 


award of priority between two contesting applicants. 

Section 4915 of the Revised Statutes, 35 U. S. C. A. Section 63, provides that 
whenever a patent on application is refused by the Board of Appeals or whenever 
any applicant is dissatisfied with the decision of the Board of Interference Exami- 
ners, the applicant, if he has not appealed to the Court of Customs and Patent Ap- 
peals, may bring a bill in equity and the court on notice to adverse parties may ad- 
judge that he is entitled to receive a patent, and in all cases in which there is no 
opposing party a copy of the bill shall be served on the Commissioner. This statute 
is applicable in trade-mark cases. Baldwin Co. v. Howard Co., 256 U. S. 35, 39. 

Plaintiff applied for the registration of a trade-mark in the Patent Office. De- 
fendant opposed the application on the ground that the applicant’s trade-mark is 
so similar to its registered trade-marks that continued used thereof by the appli- 
cant would cause confusion in trade. The opposition was sustained by the Examiner 
of Interferences and his decision was affirmed and a petition for rehearing denied 
by the Assistant Commissioner. They also held that the defendant was the prior 
user. 

When the Patent Office sustains opposition to registration of a trade-mark on 
the ground of confusing similarity to the opposer’s prior registered trade-mark, 
the Commissioner of Patents is not a necessary party to an action against the op- 
poser under Section 4915. Century Distilling Co. v. Continental Distilling Co., 106 
F. 2d 486, 488, certiorari denied 309 U. S. 662. See Tomlinson Of High Point v. 
Coe, 123 F. 2d 65, 67. 





37 T.-M. REp. SPEED PRODUCTS v. TINNERMAN 353 


The statute itself provides that a copy of the bill need be served on the Commis- 
sioner only in cases in which there is no opposing party. 

The defendant herein was an opposing party in the Patent Office. It has been 
named as such in this suit wherein it has filed an answer. It is in every sense an 
adverse party within Section 4915 since the Patent Office decided in favor of its 
objections and claims and against those of plaintiff herein. 

Drackett Co. v. Chamberlain Co., 81 F. 2d 866 [26 T.-M. Rep. 231], certiorari 
denied 299 U. S. 503, relied on by defendant, is clearly distinguishable. In that 
case opposition by one applicant to the registration of trade-marks by another ap- 
plicant had been sustained in the Patent Office on the ground that the marks were 
descriptive and not registrable, thereby deciding against the claims of both appli- 
cants. It was held that the Commissioner of Patents is an essential party in any 
contest concerning the descriptive character of the trade-marks in suit and that the 
defendant was not an adverse party since there had not been an award of priority 
to either applicant in the Patent Office. Obviously this holding has no application 
to the instant case in which there has been a determination as to priority of use in 
the Patent Office and which does not involve contesting applicants or descriptive 
properties of trade-marks. 

The motion to dismiss the first cause of action accordingly is denied. 

Defendant also moves separately to suspend further proceedings in the second 
cause of action on the ground that prior to the institution of this action plaintiff 
filed an action against the Commissioner of Patents in the United States District 
Court for the District of Columbia in which defendant herein was granted leave 
to intervene as a party defendant and has filed an answer and counterclaim raising 
issues that are the same as those in the second cause of action herein. 

The complaint herein was filed November 14, 1946. In the second cause of 
action plaintiff seeks judgment against defendant declaring that plaintiff’s trade- 
marks are valid and registrable, that they do not interfere with or infringe defend- 
ant’s registered trade-marks or, in the alternative, that defendant’s registered trade- 
marks are invalid and that plaintiff may have an injunction and an accounting. 

The action in the District Court for the District of Columbia in which the com- 
plaint was filed November 7, 1946 was brought by the plaintiff solely against the 
Commissioner of Patents under Section 4915 of the Revised Statutes for a decree 
that plaintiff is entitled to registration of its trade-mark. The defendant herein was 
granted leave to intervene December 18, 1946, that is, more than a month after the 
action was begun against it in this court. It filed an answer alleging a counter- 
claim for infringement by plaintiff of defendant’s trade-marks and for an account- 
ing. 

This court may decline jurisdiction of this suit brought in good faith to obtain 
declaratory relief ‘‘only if it appears that the same parties and issues are involved 
in another suit previously begun or that in another suit subsequently begun involv- 
ing the same parties and issues the questions in controversy between the parties 
can be better settled and the relief sought by them more expeditiously and effec- 
tively afforded than in the declaratory proceeding.” Crosley Corporation v. West- 
inghouse Elec. & Mfg. Co., 130 F. 2d 474, 475, certiorari denied 317 U. S. 681. 
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This action was begun upon the filing of the complaint, Milwaukee Gas Specialty 
Co. v. Mercoid Corporation, 104 F. 2d 589, 592, before the defendant applied to 
intervene and before it filed its counterclaim in the action begun by plaintiff in the 
District Court for the District of Columbia. Defendant’s intervention does not 
relate back to the filing of the complaint in that action and the intervention must be 
considered the later action between the parties. See Cresta Blanca Wine Co. v. 
Eastern Wine Corporation, 143 F. 2d 1012, 1014. The plaintiff being a New York 
corporation and the defendant an Ohio corporation having a place of business in 
New York City and being qualified to do business in New York State, it can not 
be contended successfully that the issues can be better settled or relief more ex- 
peditiously and effectively afforded in the District of Columbia action than the New 
York action. 


The motion to suspend proceedings in the second cause of action accordingly is 
denied. 

The defendant having withdrawn its motion to vacate service made on its dis- 
trict sales manager and having filed its answer to both causes of action, its motion 
to extend its time to move or plead to the second cause of action, in the event the 
motion to suspend further proceedings be denied, made more than twenty days after 
such service, must be denied without prejudice to a renewal thereof upon a showing 
of excusable neglect. Rule 6 (b) of the Federal Rules of Civil Procedure, 28 
U. S.C. A. following Section 723c. 


EEE 


NATIONAL NUGRAPE COMPANY v. GUEST, Er AL. 
No. 1716—U. S. D. C. E. D. Okla.—September 6, 1946 
69 F. Supp. 863 





CourTS—PLEADING AND PRACTICE 
Complaint charging trade-mark infringement amended, by leave of court, at conclusion 
of trial to seek injunction on ground of unfair competition. 
Trape-Marks—1905 Act REGISTRATION—EFFECT 
Presumption of validity of mark registered under 1905 Act is rebuttable. 
TRADE-MarKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“NuGrape,” a combination of “new,” misspelled, and “Grape,” held descriptive of non- 
alcoholic beverage and syrup. 
TRADE-MARKS AND UNFAIR COMPETITION—SECONDARY MEANING—BURDEN OF PROOF 
Party alleging that term has acquired secondary meaning has burden of proving that it 
“has become broadly known throughout the public as denoting products of a certain origin.” 
TRADE-MARK INFRINGEMENT—INTENT 
Where infringement of a valid technical trade-mark is shown, fraudulent intent will be 
presumed ; but plaintiff with alleged secondary meaning mark must show wrongful intent or 
facts from which it may be inferred. 
TRADE-MARKS AND UNFAIR COMPETITION—SECONDARY MEANING MARKS—SCOPE OF PROTECTION 
Mere use of term similar to one having acquired secondary meaning does not constitute 
fraud; in such circumstances use of similar term truthfully to describe another’s product is 


not wrongful “even if its effect is to cause the public to mistake the origin or ownership of 
the product.” 
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Plaintiff having failed to prove secondary meaning in “Nu Grape” and there having been 
no evidence of palming off, confusion or reasonable probability thereof, held not entitled to 
restrain “TruGrape.” 


Suit by National NuGrape Company against James A. Guest and James D. 
Guest, doing business as The TruGrape Company, for trade-mark infringement 
and unfair competition. Dismissed. 


Embry, Johnson, Crowe, Tolbert & Shelton and Troy Shelton, both of Oklahoma 
City, Okla., and Smith Kilpatrick, Cody, Rogers & McClatchey and Ernest P. 
Rogers, both of Atlanta, Ga., for plaintiff. 

Frank Dudley and Loyal J. Miller, both of Oklahoma City, Okla., and Arthur J. 
Marmaduke, Duncan, Okla., for defendants. 


Rice, D. J.: 
FINDING OF Fact 


I. Plaintiff is a Georgia corporation with its principal office in Atlanta, Georgia, 
and the defendants are individuals residing in Duncan, Oklahoma, within the East- 
ern District of Oklahoma. 

II. Plaintiff succeeded, in 1933, to the goodwill and business of NuGrape Com- 
pany of America, a Delaware Corporation, and has since carried on its business of 
manufacturing and selling nonalcoholic beverages and syrups therefor. 

III. Plaintiff’s said predecessor adopted and used, from January, 1921, to 
plaintiff’s acquisition of its goodwill and business in 1933, as a trade-mark for its 
said beverages and syrups the term “NuGrape,” and plaintiff has, since, 1933, con- 
tinuously used the said term as a trade-mark for its said beverages and syrups. 

IV. Plaintiff, exclusive of its predecessor, has expended more than $800,000 
in advertising its beverages and syrups; all of such advertising has carried and 
featured the trade-mark “‘NuGrape,’ and has been distributed or circulated through- 
out the United States. Plaintiff’s sales of its products under the trade-mark “Nu- 
Grape” have been in a majority of the states of the United States, including the 
State of Oklahoma, and have amounted in the aggregate to more than $5,000,000. 
The plaintiff’s product bearing the trade-mark ‘““NuGrape” and reaching the ulti- 
mate consumer has been distributed through, and sold by, more than 200 bottlers 
and approximately 10,000 retail dealers. 

V. The said trade-mark “NuGrape” was registered in 1923 in the United 
States Patent Office, under Federal Trade-Mark Act of February 20, 1905, 15 
U. S. C. A. § 81, et seq., in the name of plaintiff’s predecessor, as Registration 
Number 164,168; the registration was acquired by plaintiff in 1933 in connection 
with its acquisition of the goodwill and business of NuGrape Company of America, 
has been renewed by plaintiff in its name and is now in effect upon the Federal 
Trade-Mark Register under the Act of February 20, 1905, in the name of plaintiff. 

VI. On August 29, 1939, plaintiff registered its trade-mark “NuGrape” with 
the Secretary of State of the State of Oklahoma, and received as of that date a 
certificate to such effect under the seal of said state. 

VII. The defendant James A. Guest is not and has never been engaged as a 
partner or otherwise in the manufacture or sale of non-alcoholic beverages and 
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is not and has never been engaged in the manufacture or sale of beverages or syrups 
under the term “TruGrape.” 

VIII. The defendant James D. Guest is now and since July, 1942, has been 
engaged, under the trade style “The TruGrape Company,” in the manufacture, 
sale and distribution of non-alcoholic beverages, syrups, and concentrates, and has 
since July, 1942, distributed and sold his said products under the term “TruGrape,” 
which said term he employs and represents as a trade-mark for such products of his 
manufacture and sale. That said defendant’s principal place of business is located 
at Duncan, Oklahoma, and his principal trade territory is the southern part of 
Oklahoma. 

IX. Defendant’s products bearing the term “TruGrape” have been sold and 
are now sold in interstate commerce and have been, and are now distributed and 
sold to the consuming public in the States of Oklahoma and Texas in bottles bear- 
ing the term “TruGrape” and the defendant’s trade style and address, “The Tru- 
Grape Company, Duncan, Oklahoma.” 

X. In the year 1942, said defendant James D. Guest registered his said trade- 
mark “TruGrape” with the Secretary of State of the State of Oklahoma under the 
Oklahoma trade-mark registration statute, and since said time has inscribed and 
prominently shown on his said products underneath the inscription and display of 
the term “TruGrape” thereon the legend “T. M. Reg.” 

XI. Plaintiff protested, both orally and in writing, against James D. Guest’s 
use of the term “TruGrape.” Such protests were first made upon such defendant’s 
adoption of the said term and have continued. 

XII. The non-alcoholic beverages and syrups of the parties are goods of the 
same class and possess the same descriptive properties. 

XIII. Prior to the filing of this suit, the plaintiff sent two representatives into 
the trade territory of the defendant who called upon dealers in Anadarko, Chicka- 
sha, Marlow, Duncan, and Ardmore, being the principal towns in defendant’s trade 
territory. In some places of business, the representatives would ask for “Nu- 
Grape” and would be served “TruGrape.” In other places, they would ask for 
“TruGrape” and would be served ‘““NuGrape.” In other places, when the represen- 
tatives of the plaintiff would ask for ““NuGrape” or “TruGrape,” as the case might 
be, the dealer would reply that he did not have the article asked for; and in some 
instances, the dealer would reply when asked for “NuGrape” that he did not have 
“NuGrape,” but he did have “TruGrape.” The percentage of instances when the 
representative was served one drink when he asked for the other was approximately 
25%. I think the evidence showed that in 19 instances out of 80. In all, the rep- 
resentatives made approximately 132 calls. 

XIV. The evidence on behalf of the defendant establishes the fact that the 
consuming public is not confused in purchasing either of these drinks. The bottles 
are different in appearance and size, the coloring is different, and the printed mat- 
ter or wording of the face on each bottle is different. Any customer who desires 
a “NuGrape” and calls for it, upon being served a bottle of “TruGrape” would rec- 
ognize instantly that he had not received what he asked for. On the other hand, a 
customer asking for a ““TruGrape,” upon being served a bottle of ““NuGrape,” would 
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recognize instantly that he had not been served what he asked for. This ability to 
recognize the difference is from the dissimilarity in appearance rather than by any 
great dissimilarity in the name. 

XV. My conclusion is that it is very probable that dealers may at times mis- 
understand which article a customer is calling for when reliance is placed upon the 
pronunciation of the two words by the average customer. I find that it did happen 
when representatives of the plaintiff company called upon dealers, and from that, 
conclude that it will happen in instances when the ordinary customer is calling upon 
the dealer for one or the other articles by name. 

XVI. The color and flavor of the defendant’s product, the shape, size and ap- 
pearance of his bottles, bottle crowns, and the arrangement, color, design and gen- 
eral appearance of the labels and markings on his bottles are in marked contrast to 
those used by plaintiff. 

XVII. Although plaintiff has extensively advertised its product under the 
name of ““NuGrape” over a considerable period of time and at considerable expense, 
the evidence shows that the primary significance of the term “NuGrape” in the 
minds of the consuming public is only the kind of beverage sold under that name. 
Bayer Co., Inc. v. United Drug Co., 272 F. 505, 509. 

XVIII. The evidence fails to show any conduct on the part of the defendant, 
James D. Guest, tending to pass or “palm” off his product as that of plaintiff's. 
The evidence also fails to show any conduct, acts or practices on the part of said 
defendant, his agents, servants, representatives, and employees employed for the 
purpose of pirating the trade or business of plaintiff. 

XIX. Prospective purchasers are not beguiled or misled by any conduct, act 
or practice employed by the defendant or by defendant’s use of the term “Tru- 
Grape” in connection with the sale of his product into buying defendant’s product 
under the impression that they are buying the product which the plaintiff manufac- 
tures and sells under the name of “NuGrape.” 

XX. By placing the bottled product of the plaintiff’s side by side with the bot- 
tled product of the defendant, there is no likelihood that the ordinary purchaser, 
while exercising due care and caution, would be misled and deceived into accepting 
“NuGrape” as and for “TruGrape.” 

XXI. Plaintiff’s suit originally was for infringement of its trade-mark and for 
damages. At the conclusion of the trial, plaintiff was granted permission and did 
file an amendment to its complaint seeking an injunction on the ground of unfair 
competition. Validity of the trade-mark was made an issue by the answer filed 
herein. In the alternative, the plaintiff seeks an injunction on the grounds of un- 
fair competition. At the trial the plaintiff abandoned its claim for damages. 


CoNCLUSIONS OF Law 


I. This court has jurisdiction: First, by reason of the fact that the suit was 
brought for an infringement of a registered trade-mark ; second, by reason of di- 
versity of citizenship and the amount in controversy being in excess of $3,000. 

II. Registration of the term “NuGrape” as a trade-mark carries a presumption 
of validity. This presumption, however, does not preclude the Court from inde- 
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pendently determining that question when the validity of a registered trade-mark is 
made an issue. 

III. The word “NuGrape” is a combination of the words “new” and “grape,” 
“new” being misspelled. The term “NuGrape” is descriptive and cannot be appro- 
priated from general use and become the exclusive property of anyone. Armstrong 
v. NuEnamel Corporation, 305 U. S. 315 [29 T.-M. Rep. 3]. The Court concludes 
that the term “NuGrape,” although registered, is not a valid trade-mark. Plaintiff 
contends that the term “‘NuGrape” has acquired what is by law termed a “secondary 
meaning.” The burden was upon the plaintiff to prove its contention. The test of 
secondary meaning is whether the mark has become broadly known throughout the 
public as denoting products of a certain origin. 

IV. If the term “NuGrape” is a valid trade-mark, plaintiff has the absolute 
right to its use and in a suit for an infringement of a valid trade-mark, if infringe- 
ment is shown, fraudulent intent upon the part of the defendant will be presumed. 

V. If the term ““NuGrape” is not a valid trade-mark but has acquired a second- 
ary meaning, plaintiff must prove facts showing wrongful or fraudulent intent in 
fact or justifying that inference from the inevitable consequences of the act com- 
plained of. 

VI. The mere fact of using a term similar to one that has acquired a secondary 
meaning is not sufficient to show fraud. The use of a similar name by another to 
truthfully describe his own product does not constitute a legal or moral wrong even 
if its effect is to cause the public to mistake the origin or ownership of the product. 
Warner & Co. v. Lilly & Co., 265 U.S. 526. 

VII. Whether or not the term “NuGrape” under the facts in this case has ac- 
quired a secondary meaning as that term is used in law is doubtful. This, for the 
reason that to the ordinary consumer the term denotes the type of product rather 
than the producer or owner. In any event the right of the plaintiff to an injunction 
is founded upon the law of unfair competition, and the evidence does not support a 
charge of unfair competition. The defendant is not palming off his product as that 
of the plaintiff, and there is no reasonable probability that he will do so. 

Plaintiff is not entitled to injunctive relief. 

The attorney for the defendant will prepare appropriate decree in conformity 
with the foregoing Findings of Fact and Conclusions of Law and present to the 


Court for signing and entering at Ardmore, Oklahoma, on September 16, 1946, at 
9 :30 a.m. 


MAGIC FOAM SALES CORPORATION v. THE MYSTIC FOAM 
CORPORATION 


No. 24438—U. S. D. C. N. D. Ohio E. D.—April 18, 1947 


CourTs—J URISDICTION 


Suit between citizens of same state dismissed for lack of jurisdiction where plaintiff's 
mark not registered; fact defendant had federal registration of alleged infringing mark 
held to present no “substantial federal question.” 
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TRADE-MARKS—CANCELLATION OF REGISTRATION 


1905 Act (15 U. S. C. A. 93) provides administrative procedure for cancelling registra- 
tions; where conflicting registrations are not involved, it is inappropriate to ask court to 


order Commissioner to cancel registration without first having exhausted administrative 
remedy under statute. 


Action by Magic Foam Sales Corporation against The Mystic Foam Corpora- 


tion for trade-mark infringement and cancellation of federal registration. Motion 
to dismiss granted. 


Hyde, Meyer, Baldwin & Doran and John W. Meyer, both of Cleveland, Ohio, and 
Frank Zugelter, Cincinnati, Ohio, for plaintiff. 
Raymond L. Davis, Cleveland, Ohio, for defendant. 


Jones, D. J.: 


This is an action by the Magic Foam Sales Corporation, of Ohio for infringe- 
ment of its unregistered common law trade-mark by the Mystic Foam Corporation, 
also of Ohio. 

The plaintiff’s predecessor was Magic Foam, Inc., incorporated on or about No- 
vember 14, 1932. The defendant’s alleged infringing trade-mark “Mystic Foam” 
was registered with the United States Patent Office on October 8, 1935. 

For relief, the plaintiff asks that the defendant be enjoined from further use 
of the term “Mystic Foam,” that the Commissioner of Patents be ordered to cancel 
the certificate of registration of defendant’s alleged infringing trade-mark and 
that it be awarded treble damages for wanton infringement. 


The plaintiff bases jurisdiction of this court upon the following grounds: 


1. The Trade-Mark laws, particularly Title 15, Section 97 (U. S. C. A.) providing 
that : 


“The district and Territorial courts of the United States and the district court of the 
United States for the District of Columbia shall have original jurisdiction, and the circuit 
courts of appeal, of the United States and the United States Court of Appeals for the Dis- 
trict of Columbia shall have appellate jurisdiction of all suits at law or in equity respecting 
trade-marks registered in accordance with the provisions of this subdivision of this chapter, 
arising thereunder, without regard to the amount in controversy.” 


2. That part of the Judicial Code (Title 28, Section 41, paragraph [7]), which is as 
follows: 


“The district courts shall have original jurisdiction as follows: (7) Of all suits at law 
or equity arising under the patent, the copyright, and the trade-mark laws.” 


3. The fact that both parties engage in interstate commerce with their respective 
“Foam” products over the same trading areas. 


4. The fact that district courts are empowered to order the cancellation of trade-mark 
registration improperly or unlawfully registered in the Patent Office. 


The defendant has moved to dismiss for lack of jurisdiction on the grounds that: 


1. There is no diversity of citizenship, and, 
2. A district court has no jurisdiction to cancel a registered trade-mark not in issue. 


In this case the plaintiff’s trade-mark is unregistered while the defendant’s trade- 
mark is registered. Is this a suit “respecting trade-marks registered in accordance 
with the provisions of this subdivision of this chapter . . .,” within the meaning 
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of Section 97 quoted above? The cases hold that when there is no diversity of 
citizenship, the Federal courts have no jurisdiction to enforce common law trade- 
mark rights. Hunyadi Janos Corp. v. Stoeger, 10 F. 2d 26. 


Furthermore, as the trade-mark was not registered, the cause of action for infringe- 
ment was dependent on diversity of citizenship between the complainant and all the de- 


fendants. . . . American Broadcasting Co. v. Wahl, C. C. A. 2nd Circuit (1941), 50 
U. S. P. Q. 156. 


In another action for infringement of a common law trade-mark, Judge Mandel- 
baum said : 


Since the trade-mark is not registered, jurisdiction is not conferred in this court un- 
der the trade-mark laws of the United States. Genovese, et al. v. Skol Co., Inc., et al., 
D. C., S. D., N. ¥. (1945), 6& U.S. P. Q. 37. 


The fact that the allegedly infringing trade-mark is registered would not seem 
to be sufficient, without diversity of citizenship, to give a Federal court jurisdiction. 
It is the plaintiff who is seeking the enforcement of a right and unless this right 
is one which is claimed by virtue of the trade-mark laws of the United States, the 
plaintiff must seek his remedy in the state courts. 

As to the cancellation of the defendant’s trade-mark registration, Section 93 of 
Title 15 (U. S. C. A.) provides a method whereby any person who “shall deem 
himself injured by the registration of a trade-mark . . . may at any time apply to 
the Commissioner of Patents to cancel the registration thereof.” It seems entirely 
inappropriate that the plaintiff should ask the court to order the Commissioner to 
cancel a registration when there is no allegation that it has exhausted its adminis- 
trative remedy under Section 93. (Kellogg Co. v. National Biscuit Co., 71 F. 2d 
662.) 

The plaintiff invokes the doctrine of Hurn v. Ousler, 289 U. S. 238 [23 T.-M. 
Rep. 267], which held that once a federal court has acquired jurisdiction by virtue 
of a substantial federal question raised in the complaint, it will proceed to deal with 
local questions involved in the controversy although it has decided the federal ques- 
tions adversely to the party raising them. But, claims arising out of unregistered 
common law trade-marks between citizens of the same state do not present sub- 
stantial federal questions. 


The defendant’s motion to dismiss is well taken and will be granted. 


KANE v. PENNSYLVANIA BROADCASTING COMPANY 
No. 6634—U. S. D. C. E. D. Pa.—April 30, 1947 


CopyRIGHTS—SCOPE OF PROTECTION 
Book title is not covered by copyright on book. 
CopyRIGHTS—INFRINGEMENT 
Copyrighted books entitled “Famous First Facts” and “More First Facts,” containing 
merely barest possible statements of historical facts, which could hardly be used at all with- 
out close approximation of their wording, held not infringed by advertisements entitled “First 
Facts” similarly worded and containing one “first fact” admittedly obtained from copy- 
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righted book; considering comparative objects of the publications, they have nothing in com- 


mon; owner of copyright does not “own” the facts themselves, and there has been no “un- 
fair use.” 


Action for copyright infringement by Joseph Nathan Kane against Pennsylvania 
Broadcasting Company. Motion to dismiss granted. 


Robert D. Abrahams, Philadelphia, Pa., for plaintiff. 


Edward S. Lower, Philadephia, Pa., and Shoyer, Rosenburger, Highley & Burns 
for defendant. 


KiRKPATRICK, D. J.: 


The gist of the action is stated in the ninth paragraph of the complaint. It is 
averred that the defendant infringed the plaintiff's copyright “by publishing and 
placing upon the market certain advertisements entitled ‘First Facts,’ which appeared 
in a certain publication called ‘Radio Daily,’ and which were copied largely from 
plaintiff's copyrighted books entitled ‘Famous First Facts’ and ‘More First Facts.’ ”’ 

It appears from the exhibits attached to the complaint that the defendant used 
the words “First Facts” as a sort of headline for its advertisments and that in each 
advertisement complained of it printed one “first fact” which, admittedly, it ob- 
tained from the plaintiff’s books. The wording of the items, though not exactly the 
same as that printed in the plaintiff’s books, is a good deal like it, but that is unim- 
portant because the various paragraphs of the plaintiff’s books are merely the bar- 
est possible statements of historical facts, some important and some unimportant, 
and they could hardly be used at all without rather closely approximating the word- 
ing of the plaintiff’s paragraphs. 

The defendant’s advertisements came out on separate days. There was no at- 
tempt to adopt the plaintiff’s general scheme of collating and presenting the facts 
which are the meat of the books and consequently no appropriation of any of the 
various elements of original authorship which have been protected in cases involv- 
ing statistical lists, catalogs, directories and the like compilations. The defendant 
has appropriated only two things, first, the name “First Facts” (which is not sub- 
ject to copyright protection) and, second, the bare facts themselves. 

Even under the expanded doctrine of “unfair use” relied on by the plaintiff, the 
defendant does not infringe. Considering the comparative objects of the respective 
publications, it appears that they have nothing whatever in common. The defendant 
is in no sense competing with the plaintiff and the materials appropriated by it can- 
not injure the plaintiff either by prejudicing the sale, diminishing the profits or 
superseding the objects of the original work. See Ball, Law of Copyright and 
Literary Property, pages 603-608. In fact, it would almost seem as though the 
plaintiff’s books were intended to be used in some manner similar to that in which 
the defendant has used them. They are not literary productions to be read as a 
whole, but serve to place interesting facts in the hands of people who want to know 
about them or have some use to which they can put them. Of course, the plaintiff 
does not “own” the facts themselves, but, on no other theory, could he restrain the 
use which the defendant is making of them. 

The complaint may be dismissed. 
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THOMSON-PORCELITE CO. v. HARAD, Trapinc as GENERAL PAINT 
& VARNISH CO., Et AL. 


No. 42—Pa. S. Ct-—March 24, 1947 


UNFAIR COMPETITION—INJUNCTION—GENERAL 
Where general public has come to recognize trade-mark or trade-name as identifying 
products of a certain manufacturer, use thereof by another will be restrained as unfair com- 
petition. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—GENERAL 
The common law of trade-marks is but a part of the broader law of unfair competition; 
and it is of no consequence that court below did not specifically base decree upon trade-mark 
infringement or unfair competition. 
TRADE- MARKS—SECONDARY MEANING—PROTECTION 
Where more than forty years’ use throughout the country has resulted in association by 
the public of a name with one concern, it will be protected on grounds of unfair competition ; 


in such case it is immaterial whether the word is incapable of functioning as a valid technical 
trade-mark. 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Porcelene” held confusingly similar to “Porcelite.” 
TRADE-MARKS AND UNFAIR COMPETITION—EVIDENCE—INTENT 
Whether adoption by appellants of the name “Porcelene” was innocent or for the purpose 
of deceiving prospective purchasers and securing benefits from appellee’s good will and 


reputation may best be determined from the fact that the name “Porcelite” was known to 
appellants. 


TRADE-MARKS AND UNFAIR COMPETITION—EVIDENCE—CON FUSION 
Proof of actual deception or confusion of the public is not required for granting of in- 


junctive relief; likelihood of confusion is the criterion in both trade-mark infringement and 
unfair competition cases. 


TRADE-M ARKS—INFRINGEMENT—EVIDENCE 


“First glance” confusion constitutes strong evidence of infringement, for the law of un- 
fair competition is not for the protection of experts but the general public. 
TRADE-MARKS AND UNFAIR COMPETITION—LACHES NOT DEFENSE TO INJUNCTION 
In both trade-mark infringement and unfair competition cases, mere laches or delay in 
bringing suit may bar accounting for profits but will not bar injunction. 


Appeal from Court of Common Pleas No. 1, Philadelphia County. 

Action by Thomson-Porcelite Co. against Benjamin Harad, trading as General 
Paint & Varnish Co., Porcelene Paint Co., Arthur S. Harad, Mary Harad, and 
Annie Harad for trade-mark infringement and unfair competition. Defendants 
Mary Harad and Annie Harad appeal from decree for plaintiff. Affirmed. 


I. Herbert Rothenberg, Philadelphia, Pa., for appellants. 


Abraham L. Freedman, Bernard Eskin, and Wolf, Block, Schorr & Solis-Cohen, 
all of Philadelphia, Pa., for appellee. 


Before Maxey, Chief Justice, and Drew, Linn, STERN, PATTERSON, STEARNE 
and JONES, Justices. 


PATTERSON, J.: 


Thomson-Porcelite Co., appellee, filed this bill in equity to enjoin Benjamin 
Harad, trading as General Paint & Varnish Co., and Porcelene Paint Co., Arthur S. 
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Harad, Mary Harad and Annie Harad, from using the trade-name “Porcelene” in 
the advertisement and sale of competitive paint products, contending that said name 
was deceptively similar and constituted trade-mark infringement and unfair com- 
petition. The court below dismissed exceptions to the Chancellor’s adjudication and 
perpetually enjoined appellants from using the name “Porcelene.” A rule granted 
to show cause why a new trial should not be granted because of after-discovered evi- 
dence was discharged. Mary Harad and Annie Harad took this appeal. 

Thomson-Porcelite Co., appellee, is a Pennsylvania corporation engaged in the 
manufacture and sale of paint and paint products, including enamel, since 1889. 
The trade-mark and trade-name “‘Porcelite’’ has been used to identify a certain 
enamel paint manufactured and sold by it since 1892. On February 18, 1908, ap- 
pellee caused the name “Porcelite” to be registered in the United States Patent 
Office, which registration was renewed as of February 18, 1928. As a result of 
the advertising and use of the name in connection with the sale of its product 
throughout the United States, ‘“‘Porcelite’” has become favorably known in the trade 
and among the general public, and as identifying the product of appellee. 

Appellants have been engaged in the manufacture and sale of paint products for 
approximately 14 years. The name “Porcelene” was adopted and used by them five 
or six years prior to institution of the present action. It was displayed on various 
labels attached to, and accompanying containers in which appellants’ paint was sold. 
The Chancellor found that the name “Porcelene”’ is “deceptively similar to ‘Porce- 
lite’ and is likely to deceive persons purchasing [appellants’| product into believing 
that it is the product of the [appellee].” This was done with full knowledge of the 
existence and use by appellee of the name “Porcelite” and without appellee’s con- 
sent. Appellants were requested to refrain from using the name “Porcelene’’ but 
have refused to do so. The above facts were found by the Chancellor and approved 
by the court en banc. They are supported by the evidence and thus have the force 
and effect of the verdict of a jury. 

Appellants contend that: (1) appellee has failed to prove that the word “Porce- 
lite” has acquired a “secondary meaning”’; (2) the words “ 
lene” and the manner in which they are used are so distinct that the latter is neither 


Porcelite” and ‘‘Porce- 


deceptively similar nor reasonably likely to cause confusion; and (3) appellee is 
barried by laches. 

Where use of a particular trade-mark of trade-name has resulted in recognition 
of the same by the general public as identifying the product of a certain manufac- 
turer, use thereof by another will be restrained as unfair competition: Quaker State 
Oil Refining Co. v. Steinberg, 325 Pa. 273, 279. That the court below did not 
specifically base its decree upon trade-mark infringement or upon unfair competi- 


““é 


tion, is of no consequence the common law of trade-marks is but a part of 
the broader law of unfair competition”: Hanover Star Milling Co. v. Metcalf, 240 
U.S. 403. “Any name, geographical or otherwise, applied to a product, becomes an 
asset to the person who advertises and markets that product as soon as the public 
begins to associate that name with that product”: Hartman v. Cohn, 350 Pa. 41, 43 
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incapable of becoming a valid trade-mark. Use of that name throughout the coun- 
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try for more than 40 years and association by the public of that name with appellee’s 
product is sufficient to maintain the present action. 

Appellants’ contention, that the words “Porcelite” and ‘“Porcelene” and their 
manner of use are so distinct that the latter cannot be said to be deceptively similar 
nor reasonably likely to cause confusion, cannot be sustained. ‘In determining 
whether the actor’s designation is confusingly similar to the other’s trade-mark or 
trade-name, the following factors are important: (a) the degree of similarity be- 
tween the designation and the trade-mark or trade-name in (i) appearance; (ii) 
pronunciation of the words used; (ii) verbal translation of the pictures or designs 
involved ; (iv) suggestion; (b) the intent of the actor in adopting the designation ; 
(c) the relation in use and manner of marketing between the goods or services 
marketed by the actor and those marketed by the other; (d) the degree of care 
likely to be exercised by purchasers”: Restatement, Torts, Section 729. In the in- 
stant case, the labels displayed are quite similar in appearance. While close exami- 
nation of the various exhibits reveals differences in detail, their total effect is one 
of similarity. That the pronunciation is similar, is self-evident. Whether adoption 
by appellants of the name “‘Porcelene” was innocent or for the purpose of deceiving 
prospective purchasers, and securing unfair benefits from appellee’s good will and 
reputation, may best be determined from the fact that the name “Porcelite’’ was 
known to appellants. The objection of appellee, to the use of the name and other 
surrounding circumstances, e.g., the purpose for which the name was adopted, and 
its subsequent use, are but a few of the facts which justify the inference of confusing 
similarity. The intended and actual use of the name “Porcelene’”’ was identical with 
appellee’s use of the word “Porcelite.” 

Appellants contend that there is no proof of actual deception or confusion among 
the purchasing public. “It is not necessary that the public should be actually de- 
ceived in order to afford a right of action. All that is required is that the infringe- 
ment should have a tendency to deceive. The gist of the action is the intent to get 
an unfair benefit from another’s trade. Actual deception of the public is only mate- 
rial to the question of damages”: Shaw & Co. v. Pilling & Son, 175 Pa. 78, 87. 
Whether the label or mark is reasonably calculated to deceive the public into pur- 
chasing an article manufactured by a person other than the one offering it for sale is 
the criterion: Scranton Stove Works v. Clark, 255 Pa. 23, 27. It is sufficient that 
appellants’ use of the word in the manner complained of is reasonably likely to 
produce confusion in the public mind. Cf. Hartman v. Cohn, supra. If evidence 
of the tendency to confuse were needed, the testimony of Martin Address, appellee’s 
former salesman, that, at first glance, he mistook appellants’ product for that of 
appellee’s, would constitute strong evidence in that regard. The law of unfair com- 
petition is not for the protection of experts but the general public: J. N. Collins Co. 
v. F. M. Paist Co., 14 F. 2d 614. We have considered the cases relied upon by ap- 
pellants and have concluded they are not controlling. 

The contention that appellee is barred by laches is untenable. In Klepser v. 
Furry, 289 Pa. 152, 159, this Court said: “In suits for unfair competition or in- 
fringement it is well settled that mere laches in the sense of delay to bring suits does 
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not constitute a defense. Such laches may bar an accounting for past profits, but 
will not bar an injunction against a further continuance of the wrong.” 
The decree of the court below is affirmed. Costs to be paid by appellants. 





THE YALE COOPERATIVE CORPORATION v. ROGIN 
Conn. S. Ct. of Errors—May 14, 1947 


CourtTs-—P ARTIES 
De facto corporation held entitled to sue for unfair competition. 
CouRTS—PLEADING AND PRACTICE 
Trial court finding of fact supported by evidence must stand. 
CouRTS—PLEADING AND PRACTICE 
Plaintiff not relying upon contract and having introduced evidence of its rescission only 
in rebuttal held entitled to the benefit of such evidence without specially pleading rescission. 
TRADE-MARKS AND UNFAIR COMPETITION—-SCOPE OF RELIEF 
Absolute injunction against defendant’s use of plaintiff’s name or colorable imitation of 
it, such as “Yale Co-op,” held proper where the trial court found defendant’s acts confused 
and misled the public and plaintiff’s customers were located throughout the country. 


Appeal from Superior Court, New Haven County, Connecticut. 
Action by The Yale Co-operative Corporation against Bernard S. Rogin for 
unfair competition. Defendant appeals from judgment for plaintiff. Affirmed. 


Julius B. Schatz and Arthur D. Weinstein, both of Hartford, Conn., and Joseph P. 
Kenny for appellant. 

Catherine J. Tilson, Frank E. Callahan, and Frederick H. Wiggin, all of New 
Haven, Conn., for appellee. 


ELLs, J.: 


The Yale Co-operative Corporation is located in New Haven and has been con- 
tinuously engaged in the business of buying merchandise and selling it at retail since 
its organization in 1892. During that period it has occupied a store at various loca- 
tions near the geographical center of Yale University. The store has been known 
as the “Yale Co-op” since 1899 and has been so advertised for many years. The 
annual volume of its business is about $500,000. Approximately 40 percent of its 
retail trade is made up of the sale of books, including dictionaries. Its principal 
customers are the Yale students and faculty in New Haven and alumni of Yale 
University in New Haven and throughout the United States. It brought this ac- 
tion to enjoin the defendant from doing business under the name “Yale Co-op 
Books” and from selling books labeled with an abbreviation or contraction of its 
name. The trial court issued an injunction, and the defendant has appealed. 

The defendant’s first claim is that the plaintiff is not a corporation and does not 
have the capacity to maintain the action. The articles of association show that the 
plaintiff was organized under the provisions of §1907 of the General Statutes of 
1888, which permitted the organization of a corporation without capital stock “for 
any lawful purpose,” and which provided that it might hold real and personal estate 
the annual income from which should not exceed $5000. The articles of association 
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were duly filed in the office of the secretary of state and in the town clerk’s office at 
New Haven. The statutes now provide that corporations without capital stock 
may not be organized for the purpose of carrying on a mercantile or manufacturing 
business or one solely conducted for profit, but the limitation as to the amount of 
property which may be held has been removed General Statutes, Cum. Sup. 1935, 
§1402c. Upon the basis of evidence that the plaintiff has exercised corporate fran- 
chises, has maintained a corporate existence, has duly elected directors and officers 
throughout the period, and has continuously engaged for fifty-three years in the 
business for which it was organized, the court properly found that it was at least 
a defacto corporation ; DiFrancesco v. Kennedy, 114 Conn. 681, 687, 160 A. 72; and 
as such could maintain the present action against a person in the defendant’s situa- 
tion. 8 Fletcher, Corporations (Perm. Ed.) § 3857; see 13 Am. Jur. 203. 

The trial court found that the defendant used the name “Yale Co-op” on various 
dictionaries which he published and sold; that he was preparing to publish and sell 
a series of books under the name “Yale Co-op Classics” ; that without the plaintiff’s 
knowledge he had filed in the United States Patent Office petitions to register trade- 
marks bearing the name “Yale Co-op” or “‘Co-Y-op” and upon the granting of the 
petitions had registered the trade-marks in the office of the secretary of state in 
Hartford; that in his sworn statement which accompanied the petitions he stated 
that he was the owner of the trade-marks sought to be registered and that no other 
person, firm, corporation or association had the right to use the trade-mark in the 
United States ; that the defendant was using the name “Yale Co-op Books” ; that he 
had established offices on the third floor of a building on College Street in New 
Haven under the name “Yale Co-op Books,” which name appeared on the office 
door and in the building directory ; and that he was using the words “Yale Co-op 
Books” on his business stationery and checks. The defendant has not questioned 
this finding of facts. He claims the right to use the name “Yale Co-op” on the 
dictionaries and the classics by virtue of contracts with the plaintiff, and seems to 
contend that the other uses of the name by him enumerated above are justified by 
and flow from those contracts. 

The claim as to the classics requires but brief discussion. The court found that 
the defendant suggested the publication of certain classical works under the name 
“Yale Co-op Classics” and tried to persuade the plaintiff to grant him the use of its 
name in this connection but that no agreement was ever made, nor was any permis- 
sion to use the name ever given. There is evidence to support the finding, and it 
must stand. 

The court found that in 1941 the parties entered into an agreement whereby the 
defendant was given the right to use the name “Yale Co-op” on a dictionary which 
was to be known as Webster’s Encyclopedic Dictionary and which was to be pub- 
lished by the defendant ; that no time was fixed for the performance of the agree- 
ment ; that the defendant arranged for the publication of three types of dictionary, 
in accordance with the agreement, and sold large quantities of them; and that early 
in February, 1943, the parties terminated the contract by mutual agreement. A 
principal claim of the defendant is that the court erred in finding a rescission of the 
contract. 
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The parties to this contract could as validly agree to rescind it as they could 
agree to make it originally. Savage Arms Corporation v. United States, 266 U. S. 
217, 45 S. Ct. 30, 69 L. Ed. 253; 12 Am. Jur. 1011. “Mutual assent to abandon a 
contract, like mutual assent to form one, may be inferred from the attendant cir- 
cumstances and conduct of the parties.” 6 Williston, Contracts (Rev. Ed.) p. 
5171; Osborn v. Stevens, 132 Conn. 410, 414, 45 A. 2d 160; Woodbridge Ice Co. v. 
Semon Ice Cream Corporation, 81 Conn. 479, 484, 71 A. 577. The mutual release 
of obligation under a contract affords sufficient consideration for a rescission. 6 
Williston, op. cit., p. 5170. The question is whether the subordinate facts found by 
the trial court validly support its finding and conclusion that the contract was termi- 
nated by mutual agreement of the parties. The following facts were found and are 
not subject to correction. Subsequent to the making of the agreement, the defend- 
ant, in accordance with it, published and sold three kinds or types of Webster’s 
dictionaries with a ‘““Yale Co-op” binding. Differences of opinion developed and 
the plaintiff sought a new contract. Proposals and counter proposals were made 
and discussed. A draft of a new contract was proposed by the plaintiff’s attorneys 
and sent to the defendant. No reply was received, and the plaintiff pressed for an 
answer. In February, 1943, the defendant called at the plaintiff’s store and in- 
formed its manager, who had conducted the negotiations and was authorized to act 
for the corporation, that he would not sign the proposed agreement ; that because 
of the shortage of material and labor it would be impossible to publish any more 
dictionaries. The parties understood and treated this refusal as a termination of 
their existing agreement and of the negotiations for a new one, and there was no 
further communication between them. The agreement of 1941 could not continue 
to be operative unless dictionaries of the types agreed upon could be published. No 
more dictionaries were thereafter furnished by the defendant to the plaintiff as 
provided for in the contract. Despite his statements the defendant continued to 
publish the dictionaries during the year 1943 and to use thereon the abbreviated 
name of the plaintiff, and he extended the use of the plaintiff’s name by putting it 
upon other and inferior dictionaries. He thereafter engaged in the practices al- 
ready stated, which, briefly summarized are that during the latter part of the year 
1943 he started using the name “Yale Co-op Books” and established offices under 
the name “Yale Co-op Books,” this name appearing on his office door and in the 
building directory. He began to use the words “Yale Co-op Books” on his business 
stationery and checks. He obtained and registered the trade-marks. The plaintiff 
did not know of any of these acts. 

In finding a termination of the contract of 1941 by mutual assent of the parties, 
the court did not rely entirely upon the statements made by the defendant in Feb- 
ruary, 1943, but decided that those statements, the failure of the parties to com- 
municate with each other thereafter and the subsequent activities of both parties all 
showed that they understood that the 1941 agreement had come to an end. The 
subsequent conduct of the defendant is significant in that it indicated that he was 
not proceeding under the agreement. With one exception the acts which he en- 
gaged in were wholly outside the scope of the contract and were an indication that 
he was not even pretending to proceed under it. It is true that he continued to 
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publish the three dictionaries during the remainder of 1943, but he did this entirely 
without the knowledge of the plaintiff. At the end of the year he was notified by 
his publisher that his contract was terminated because of lack of available paper, 
and no more of the dictionaries were published thereafter. 

The defendant contends that there was no assent on the part of the plaintiff to 
the defendant’s alleged offer to rescind. “. . . if either party even wrongfully 
expresses a wish or intention to abandon performance of the contract, and the 
other party fails to object, there may be sometimes circumstances justifying the 
inference that he assents. If so there is rescission by mutual assent... . Some- 
times even circumstances of a negative character, such as the failure by both parties 
to take any steps looking towards the enforcement or performance of a contract, may 
amount to a manifestation of mutual assent to rescind it.” Restatement 2 Contracts, 
§ 406, comment b. We cannot say that the circumstances of the present case did not 
warrant the court in finding an assent by the plaintiff to the termination of the con- 
tract in 1941, which was the only agreement between the parties, and that it was 
mutually rescinded. 

The defendant further claims that the rescission found by the trial court can- 
not be upheld because the plaintiff did not claim in its pleadings or at the trial that 
there was a rescission of the contract. The claim appears to be that the defendant 
pleaded as a special defense a contract made in 1942, a copy of which was attached 
as an exhibit, as an attempted justification of what he was doing, and that the plain- 
tiff should have affirmatively pleaded a rescission of it. The plaintiff denied the 
existence of such a contract and the court has not found that it existed. In its 
claim at the trial the defendant relied upon the contract of 1941. Such justification 
as there is for that claim arises out of the denial of the allegation of the complaint 
that the defendant was not authorized to do business in the name of the plaintiff. 
As the plaintiff was not relying upon any contract and introduced evidence of its 
rescission only to rebut this claim, it could have the benefit of that evidence without 
specially pleading the rescission. Henault v. Papas, 99 Conn. 164, 167, 121 A. 273; 
Vreeland v. Irving, 91 Conn. 272, 278, 99 A. 574. 

The next question is whether the acts of the defendant hereinbefore enumerated 
constituted such unfair competition as to entitle the plaintiff to injunctive relief. 
“No inflexible rule can be laid down as to what use of names will constitute unfair 
competition ; this is a question of fact. The question to be determined is whether 
or not, as a matter of fact, the name is such as to cause confusion in the public mind 
as between the plaintiff’s business and that of the defendant, resulting in injury to 
the plaintiff. The test is whether the public is likely to be deceived... . If the 
court finds that the effect of appropriation by one corporation of a distinctive por- 
tion of the name of another is to cause confusion and uncertainty in the latter’s 
business, injure them pecuniarily and otherwise, and deceive and mislead the public, 
relief will be afforded. . . . It is not sufficient that some person may possibly be 
misled but the similarity must be such that any person, with such reasonable care 
and observation as the public generally are capable of using and may be expected 
to exercise, would be likely to mistake one for the other, Middletown Trust Co. v. 
Middletown National Bank, 110 Conn. 13, 20, 147 A. 22. A mere recital of the 
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unwarranted and unauthorized uses of the plaintiff’s name by the defendant, coupled 
with the size and national scope of the plaintiff’s business, furnishes strong support 
for a claim for injunctive relief. The decisive factor is a finding by the court of 
facts which fulfill all the tests and requirements stated in the case cited above. The 
rule we have quoted applies also to a corporation not organized for pecuniary profit. 
Daughters of Isabella, No. 1 v. National Order, Daughters of Isabella, 83 Conn. 
679, 685, 78 A. 333. 

The defendant further claims that any injunctive relief granted by the court 
should be limited to New Haven and its suburbs. The contention is that the right 
to the exclusive use of a trade-mark only extends to those markets where the trad- 
er’s goods have become known and identified by the use of the trade-mark ; that an 
exclusive user established in a limited territory does not establish a priority to its 
use in a different area. See Nims, Unfair Competition & Trade-Marks (3 Ed.) 
p. 763. The answer is found in the finding that the plaintiff’s market is among 
Yale men throughout the United States. It has acquired this market through its 
contracts over a period of fifty years with Yale students who came from and re- 
turned to every state in the Union. 

The defendant pleaded estoppel and laches. The court concluded that the plain- 
tiff’s conduct has not been such as to give rise to those defenses. We find no error 
in this respect. Various rulings on evidence are assigned as error. We have ex- 
amined them and find no prejudical error. 

The injunction is sweeping in its terms. Its purport is that the defendant must 
not use the plaintiff’s name or a colorable imitation of it, such as “Yale Co-op,” in 
connection with the printing, binding, preparation, publication, distribution, or sale 
of any books or other printed matter, or in connection with the conduct or operation 
of any business similar to the business of the plaintiff, and described in its articles 
of association. The defendant has no just cause for complaint. We quote the 
trial court’s language, contained in a paragraph of its finding of facts: “By the acts, 
representations, suggestions and deceptions hereinbefore described, the defendant 
is engaged in unfair competition with the plaintiff and is confusing and misleading 
the public including customers and prospective customers of the plaintiff; and he 
threatens and intends further to engage in such unfair competition with the plain- 
tiff.” 

There is no error. 

In this opinion the other judges concurred. 


TODD SHIPYARDS CORPORATION v. TODD DRYDOCK & REPAIR 
CORPORATION 


S. Ct., N. Y. County, Sp. Term—April 23, 1947 


UNFAIR COMPETITION—PLEADING AND PRACTICE 
Denials of knowledge or information as to allegations of complaint concerning plaintiff's 
business stricken as sham where officers of defendant previously had been officials of plain- 
tiff for over twenty years. 
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Unrair COMPETITION—PLEADING AND PRACTICE 
Allegation of separate defense that defendant’s name is sufficiently different from plain- 
tiff’s to avoid confusion held a conclusion not flowing from facts alleged and since they did 
not constitute defense, plaintiff’s motion to dismiss separate defense granted. 


Action by Todd Shipyards Corporation against Todd Drydock & Repair Corpo- 
ration for unfair competition. Plaintiff moves to strike paragraphs of answer and 
to dismiss defenses. Motion to strike granted ; motion to dismiss defenses denied 
in part. 

Levy, J.: 


Plaintiff moves to strike paragraphs 1 and 3 of the answer which deny knowl- 
edge or information sufficient to form a belief as to allegations contained in para- 
graphs First, Second, Third, Fourth, Fifth, Sixth, Seventh, Thirteenth, Fourteenth, 
Fifteenth, Seventeenth, Eighteenth, Nineteenth, Twentieth, Twenty-first and 
Twenty-second of the complaint as sham and frivolous and tending to prejudice, 
embarrass and delay a fair trial. It moves also to dismiss the two separate defenses 
as insufficient in law. The action seeks to restrain the use of defendant’s corporate 
name. 

The founder, president and principal stockholder of defendant is the son of 
the founder of plaintiff. He, together with two others, had resigned his position 
with plaintiff about two months before defendant was incorporated. In paragraph 
8 of the answer it is alleged the names of the parties are sufficiently different to en- 
able the son to carry on his business under his family name without danger of con- 
fusion. 

The answer is verified by defendant’s secretary, who was identified with plain- 
tiff’s business since 1923 and resigned on February 15, 1946. He was secretary to 
plaintiff’s founder until his death in 1932 and then confidential secretary to the son 
until both resigned. The son was a director of plaintiff from 1916 to 1918 and 
from 1924 until his resignation on February 15, 1946, and during the last fifteen 
years was vice-president as well as officer and director, or both, of several sub- 
sidiaries of plaintiff, regularly attended board meetings and took an active part in 
its business. Defendant was incorporated April 16, 1946. 

Under the circumstances, plaintiff claims the assertion of lack of knowledge is 
sham. This is certainly true of paragraph First of the complaint, which alleges in- 
corporation of plaintiff on June 14, 1916. It is also true of paragraphs Second, 
Third, Fourth, Sixth and Seventh, which allege the business of plaintiff corporation. 
its extent and location, the exploitation of the name “Todd” in connection with its 
subsidiaries, affiliates and products and the location of its principal office. 

Paragraphs Thirteenth, Fourteenth, Fifteenth, Seventeenth, Eighteenth, Nine- 
teenth, Twentieth, Twenty-first and Twenty-second allege the date of the establish- 
ment of the business of the plaintiff and the presidency of its founder, that the 
founder’s son has been identified with it since its organization as employee, officer 
and director, that on February 16, 1946, the son divested himself of his stock inter- 
est in plaintiff, which thereafter was acquired by defendant, following which de- 
fendant was organized by the son (this latter allegation is admitted), the growth of 
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plaintiff’s business since 1916, the expenditure of considerable amounts in advertis- 
ing its services and products with the constant use of the name “Todd” on the 
letter-head of the plaintiff corporation, its subsidiaries and affiliates and other 
advertising media, and that plaintiff's enterprises have become publicly identified by 
the name ““Todd” that the defendant proposes to engage in the same business plain- 
tiff has carried on for thirty years and was organized by the son with full knowledge 
of these facts. 

That defendant’s president, secretary and principal stockholder, in these circum- 
stances, is without knowledge concerning the facts thus alleged is, indeed, incredible. 
While it may be stated with some semblance of truth that defendant, through its 
secretary, who verified the answer, is without knowledge, it is sham to claim that its 
founder’s president and principal stockholder, who was closely and intimately asso- 
ciated in the business of his father and plaintiff since 1916 and up to two months 
before organization of defendant, is without knowledge. 

In Gilbert v. Burnstine, 135 Misc. 305, 311, aff'd 229 App. Div. 170, reversed on 
other grounds, 255 N. Y. 348, the court said: “As to one’s knowledge or informa- 
tion it is axiomatic that he who has at his disposal the means of knowing is held to 
know ; that he who shuts his eyes, when to open them and look is to see, is held to 
see ; that what one knows and what one ought to know is regarded in law as equiva- 
lent. The facts stated in defendant’s moving papers upon this application to strike 
out as sham demonstrate to my satisfaction that the denial referred to was con- 
trary to the fact and false.” 

The motion to strike the denials contained in paragraphs 1 and 3 of the answer 
must be granted. 

In its second complete defense defendant alleges it proposes to limit its business 
to the construction and repair of ships, which is highly specialized and restricted, 
involving substantial charges, carried on by few firms, with no possibility of con- 
fusion in the industry. While this defense incorporates a version of the situation 
as presented by the claims tendered by plaintiff and may afford proper basis for the 
use of similar names under proper proof and circumstances (Eastern Construction 
Co., Inc. v. Eastern Engineering Corp., 246 N. Y. 459; Scott Stamp & Coin Co., 
Lim. v. J. W. Scott Co., Lim., 15 Super. 379, 15 N. Y. S. 325), it should be per- 
mitted to stand and its sufficiency tested by trial. As to it the motion is denied. 

In its first separate defense defendant alleges its organization, the presidency of 
J. Herbert Todd, who for thirty-one years was principally engaged in the ship con- 
struction and repair business, and that defendant’s name is sufficiently different 
from plaintiff’s to enable him to carry on that business without danger of confusion. 
The later statement is a conclusion which does not flow from the other alleged facts, 
which in themselves fail to amount to a defense. It is insufficient and as to it the 
motion is granted. 

Motion is disposed of accordingly. Defendant may serve an amended answer 
within twenty days after service of a copy of this order, with notice of entry. 

Order signed. 
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AMERICAN PHARMACEUTICAL COMPANY, INC. v. DR. MILES 
MEDICAL COMPANY (By CHANGE OF NAME, MILES 
LABORATORIES, INC.) 


Commissioner of Patents—March 25, 1947 


TRADE-MARKS—CANCELLATION—PLEADING AND PRACTICE. 
Decision dismissing cancellation petition was rendered on motion for summary judgment 
under Rule 56 of the Rules of Civil Procedure. 
TRADE-MARK—CANCELLATION—J URISDICTION OF COURT. 
State court is without judisdiction to cancel federal registration, but can pass upon validity 
of registered mark; having invited the state court adjudication cancellation petitioner is 
bound thereby and may not now relitigate the question of descriptiveness of registered mark. 

Appeal from Examiner of Interferences. 

Trade-mark cancellation No. 3701 by American Pharmaceutical Company, Inc., 
against Dr. Miles Medical Company (by change of name, Miles Laboratories, Inc.), 
Registration No. 283,831, issued June 9, 1931. From decision dismissing petition, 
petitioner appeals. Affirmed. 

See also 53 U. S. P. Q. 315, 53 U. S. P. Q. 683. 

Albert T. Scharps, New York, N. Y., for American Pharmaceutical Company, Inc. 
Edward S. Rogers and William T. Woodson, both of Chicago, Ill., and Thomas L. 
Mead, Jr., Washington, D.C., for Miles Laboratories, Inc. 


Frazer, F. A. C.: 


American Pharmaceutical Company, Inc., appeals from the decision of the 
Examiner of Interferences dismissing its petition to cancel trade-mark registration 
No. 283,831, issued June 9, 1931, under the provisions of the Act of February 20, 
1905, to Dr. Miles Medical Company, which latter concern has since changed its 
name to Miles Laboratories, Inc. The decision was rendered on motion for sum- 
mary judgment under Rule 56 of the Rules of Civil Procedure. 

The mark of the registration sought to be canceled is the notation “Alka-Seltzer,” 
and the goods to which it is appropriated are described as “anti-acid effervescent 
preparations.” The word “Seltzer” is disclaimed “apart from the mark as shown 
in the drawing.” 

Some twelve years ago petitioner placed on the market a similar product, 
under the trade-mark “Aphco Alkaline Seltzer.” Respondent thereupon brought 
suit against petitioner, in the Supreme Court of the State of New York, for trade- 
mark infringement and unfair competition. Following an interlocutory judgment 
for respondent, the present proceeding was instituted, but was suspended pending 
final determination of the suit. Having now become final, the Examiner of Inter- 
ferences held that the judgment “is conclusive herein and precludes any finding 
of injury to the petitioner by reason of the existence of the respondent’s registration.” 

Petitioner has assigned twenty-one reasons of appeal from the examiner’s 
decision, but the case is nevertheless quite simple. Petitioner has been perpetually 
enjoined from “using in the manufacture, advertisement or sale of effervescent, 
analgesic, alkaline tablets, or any goods of substantially the same general properties, 
the designation ‘Alkaline Seltzer,’ either alone or in conjunction with other words 





37 T.-M. Rep. EX PARTE APPOLINARIS CoO. 373 


or letters, or any other designation which by colorable imitation or otherwise, is 
likely to be mistaken for or confused with plaintiff’s trade-mark ‘Alka-Seltzer.’” It 
thus becomes immaterial to petitioner’s rights whether respondent’s mark remains 
on the register or not. For even were the registration canceled, and regardless of 
the grounds of cancellation, petitioner could not lawfully use a confusingly similar 
mark. It follows that the New York decree precludes any possibility of injury to 
petitioner by reason of the registration sought to be canceled, and respondent “is 
entitled to a judgment as a matter of law” within the meaning of Rule 56(c). 

In the petition to cancel, petitioner pleaded its use of both “Aphco Alkaline 
Seltzer” and “Aphco Alkaline Effervescent.” The latter expression was not 
directly involved in the New York suit; so that, according to petitioner, there still 
remains “‘a genuine issue of fact” in regard thereto, and the examiner has rendered 
only ‘‘a partial summary judgment.” But the only statutory ground for cancellation 
that is pleaded in the petition is that “Alka-Seltzer” is merely descriptive of respon- 
dent’s goods. And that issue was expressly adjudicated by the New York Court, 
which ruled that the mark “‘is a valid technical trade-mark as applied to effervescent 
analgesic alkaline tablets as made by the plaintiff, and that plaintiff is the exclusive 
owner of said trade-mark.” I agree with petitioner that the court was without 
jurisdiction to cancel respondent’s registration, but I do not understand that peti- 
tioner questions the court’s authority to pass upon the validity of the registered 
mark. And having invited the adjudication, I am clearly of the opinion that peti- 
tioner is bound thereby and may not now relitigate the question thus decided. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE THE APPOLINARIS COMPANY LIMITED 
Commissioner of Patents—March 28, 1947 


TRADE-M ARKS—INTERNATIONAL CONVENTIONS 
London revision of the International Convention for the Protection of Industrial Prop- 
erty, Article 6-D, held not to have repealed or modified existing Federal legislation. 
TRADE-MARKS—RENEWAL OF REGISTRATIONS BASED ON FOREIGN REGISTRATIONS 
Applicant for renewal of registration based on foreign registration required to show that 
mark is still protected in its home country because of the limitation of term in Sec. 12 of 
1905 Act; and an expired registration may not be renewed. 


Petition from Examiner of Trade-Marks. 

Application of The Appolinaris Company Limited, for renewal of Registration. 
Registrant petitions that Examiner of Trade-Marks be directed to withdraw re- 
quirement of showing that mark is protected in Great Britain. Denied. 


Klein, Alexander & Pohl, New York, N. Y., for applicant. 
Frazer, F. A. C.: 


The Appolinaris Company Limited applied for renewal of a trade-mark regis- 
tration that was originally issued on May 29, 1906, and previously renewed on May 
29, 1926. Since the mark had been registered in Great Britain on December 31, 
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1885, the Examiner of Trade-Marks required ‘“‘a showing that the trade-mark is 
protected in its home country in view of section 12 of the Trade-Mark Act of 
February 20, 1905.” Applicant petitions that the examiner be directed to withdraw 
that requirement. 

Section 12 of the Act contains the following provision: 


That a certificate of registration shall remain in force for twenty years, except that in 
the case of trade-marks previously registered in a foreign country such certificates shall 
cease to be in force on the day on which the trade-mark ceases to be protected in such 
foreign country and shall in no case remain in force more than twenty years unless re- 
newed. 


It is applicant’s contention that this statutory restriction as to the term of for- 
eign-owned registrations was superseded by the London revision of the Interna- 
tional Convention for the Protection of Industrial Property, article 6-D of which 
provides that : 


When a trade-mark shall have been duly registered in the country of origin, then in 
one or more of the other countries of the Union, each one of these national marks shall be 
considered, from the date on which it shall have been registered, as independent of the 
mark in the country of origin, provided it conforms to the internal law of the country of 
importation. 


The examiner cites numerous authorities in support of his ruling, all of which 
applicant insists must be regarded as having been overruled by the Supreme Court in 
the case of Bacardi Corporation of America v. Domenech, 311 U. S. 150, 47 U. S. 


P. Q. 350, decided December 9, 1940. According to applicant, this case “‘is the last 
word on the subject and declares, in words too plain to be misunderstood, the long 
overdue recognition by our highest court of the self-executing character of inter- 
national conventions dealing with industrial property rights.”” The court there had 
under consideration the General Inter-American Convention for Trade-Marks and 
Commercial Protection, and in the course of its opinion said [31 T.-M. Rep.]: 


This treaty on ratification became a part of our law. No special legislation in the 
United States was necessary to make it effective. 


But the question decided was by no means the same as the one here presented. 
It had to do with the validity of a local law enacted by the legislature of Puerto 
Rico, which the court found to be in direct conflict with certain provisions of the 
previously ratified treaty. Nothing was said concerning the repeal or modification 
by treaty of existing Federal legislation, nor has petitioner cited any case directly 
declaring such result. And so far as I have been able to determine, the weight of 
authority is expressly to the contrary. See Robertson v. General Electric Co., ?2 
F. 2d 495, 1929 C. D. 225. 

Moreover, there is nothing in the Bacardi case to indicate that the London treaty 
should be regarded as retroactive, even if completely self-executing. And article 
6-D was not adopted until June 2, 1934, which was twenty-eight years subsequent 
to the registration of applicant’s mark. 

The International Convention was first revised at Brussels, on December 14, 
1900. At that time article 4 was first added, reading in part as follows: 
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Patents applied for in the different contracting States by persons admitted to the benefit 
of the convention under the terms of articles 2 and 3 shall be independent of the patents 


obtained for the same invention in the other States adherents or nonadherents to the 
Union. 


This provision shall apply to patents existing at the time of its going into effect. 


In the case of Cameron Septic Tank Co. v. City of Knoxville, 227 U. S. 39, 
1913 C. D. 509, the Supreme Court had occasion to construe this article in relation 
to a patent granted in 1899. At that time the statute fixed the term of a patent at 
seventeen years, except that “every patent granted for an invention which has been 
previously patented in a foreign country shall be so limited as to expire at the same 
time with the foreign patent.” The invention involved had been patented in Great 
Britain in 1895, and the British patent had expired in 1909. In holding that the 


United States patent had then also expired, notwithstanding the treaty, the court 
said: 


A most essential attribute of a patent is the term of its duration, which is necessarily 
fixed and determined by the local law. And what difference in principle or effect is there 
if the term be expressed directly by a number of years or by something else, as a foreign 
patent which has a certain duration? The patent is no more contingent in one case than in 
the other. It is complete in both cases at the moment it is issued. In both cases its term 
has certain definition given by the local law. 


So here, the term of applicant’s registration was fixed by section 12 of the Act 
to expire on the day on which the registered mark should cease to be protected in 
Great Britain. And obviously an expired registration may not be renewed. In 
seeking renewal it was thus incumbent upon applicant to make the showing re- 
quired by the examiner in order to establish that its certificate was still “in force,” 


and hence subject to renewal under “the internal law of the country of importation.” 
The petition is denied. 


EX PARTE PORST BROTHERS (PORST MFG. CO., assicneg, 
SUBSTITUTED ) 


Commissioner of Patents—April 2, 1947 


TrADE-M ARKS—CANCELLATION—GENERAL 
Petition that Patent Office, without expense to petitioner, cancel registration of “Lever- 
matic” issued after articles of incorporation of Levermatic Corporation were “filed for rec- 
ord” but before they were “reached for recording,” dismissed; Patent Office authority to 
cancel is limited to statutory proceedings duly instituted for that purpose. 


Petition by Levermatic Corporation for cancellation Registration issued to Porst 
Brothers (Porst Bros. Mfg. Co., assignee, substituted). Dismissed. 


Brown, Jackson, Boettcher & Dienner, Chicago, Ill., for Porst Bros. Mfg. Co. 
Wright, Brown, Quinby & May, Boston, Mass., for petitioner. 


Frazer, F. A. C.: 


The application of Porst Brothers to register the word “Levermatic” as a trade- 
mark was passed for publication, and the mark was published in the Official Gazette 
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of November 12, 1946. On December 10, 1946, Levermatic Corporation filed for 
record a certified copy of its “articles of organization,” showing itself to be a corpo- 
ration of the State of Massachusetts. Before that document had been “reached 
for recording,” the registration issued on February 11, 1947. Contending that the 
mark was registered “in violation of section 5 U. S. C. title 15 section 85, which 
provides that no mark which consists merely in the name of a corporation shall be 
registered,” Levermatic Corporation now petitions “that the Patent Office, without 
expense to your petitioner, shall cause such registration to be canceled and shall take 
such other action as shall be deemed appropriate in view of the premises.” 

) The only appropriate action in view of the premises is to dismiss the petition. 
The Patent Office has authority to cancel a registration only in accordance with 
statutory proceedings duly instituted for that purpose. Within thirty days after 
publication of the mark, petitioner might have filed a notice of opposition to the 
proposed registration. Having failed to do so, its only remaining remedy is by 
formal application to cancel under section 13 of the Trade-Mark Act. 

The petition is dismissed. 


EX PARTE LAABS CHEESE COMPANY 
Commissioner of Patents—April 9, 1947 





TRADE-MARKS—REGISTRATION. 
Identical marks may not be registered for goods of the same class, regardless of 
confusion. 
Applicant’s contention that likelihood of confusion is the only acceptable test in deter- 
mining whether the goods have same descriptive properties is rejected. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark of Laabs Cheese Company, Serial 
No. 462,621, filed August 9, 1943. From decision refusing registration, applicant 
appeals. Affirmed. 


Soans, Pond & Anderson, Chicago, Ill., for applicant. 
FRAZER, F. A. C.: 


This is an appeal from the refusal of the Examiner of Trade-Marks to register 
the notation “Pine Tree” as a trade-mark for “natural bulk American cheese.” The 
application was rejected in view of prior registration of the same mark for canned 
vegetables and sardines. 

In a carefully prepared and elaborate brief, applicant presents the argument 
that likelihood of confusion is “the only acceptable test” in determining whether 
goods possess the same descriptive properties; and that since confusion is here 
unlikely, the proposed registration should be granted. But while such argument 
might once have been persuasive, it comes too late. For both the Court of Customs 
and Patent Appeals and the Court of Appeals for the District of Columbia are 
committed to the rule that identical marks may not be registered for merchandise 
of the same class, regardless of confusion. In re Laskin Brothers, Inc., 32 C. C. P. A. 
820, 146 F. 2d 308; Philadelphia Inquirer Co. v. Coe, 77 App. D. C. 39, 133 F. 2d 
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385. And that cheese and canned goods are broadly of the same descriptive proper- 
ties, there is no longer room for doubt. W. B. Roddenbury Co. v. Kalich (C. C. 
P. A.), 158 F. 2d 289, 72 U.S. P. Q. 138. 

The decision is affirmed. 








THE AMERICAN PRODUCTS CO. v. PAINT MERCHANDISING 
COUNCIL 


Commissioner of Patents—April 22, 1947 











TRADE-MarKs—Goops OF SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Paints (ready mixed or liquid, paste form and dry) paint enamels, japans and varnishes, 
including water-soluble wall paint, held not goods of the same descriptive properties as powder 

to be used as a washing preparation. 






Appeal from Examiner of Interferences. 

Trade-mark opposition No. 23320 by The American Products Company against 
Paint Merchandising Council. Opposer appeals from dismissal of opposition. 
Affirmed. 


Zugelter & Zugelter, Cincinnati, Ohio, for The American Products Company. 
Edwin F. Samuels and Thomas W. Y. Clark, both of Baltimore, Md., for Paint 
Merchandising Council. 


Frazer, F. A. C.: 
















This is an appeal from the decision of the Examiner of Interferences dismiss- 
ing the opposition of The American Products Company to the application of Paint 
Merchandising Council for registration of the word “Swish” as a trade-mark for 
“paints (ready mixed or liquid, paste form, and dry), paint enamels, japans, and 
varnishes.” Use of the mark is claimed since May, 1943. 

Opposer owns a registration of the same mark, issued in 1920, and renewed, 
for “a powder to be used as a washing preparation.” 

Both parties agree that the only question to be determined is whether applicant’s 
goods have the same descriptive properties as the goods of opposer. 

Among the products to which applicant’s mark is appropriated is a water-soluble 
wall paint. Opposer’s preparation is intended primarily for use in washing clothes, 
but the evidence indicates that it may also be used to clean painted surfaces. Op- 
poser thus argues that both are household items, which are likely to be purchased 
by the housewife for application to the same walls. 

But as in Tiffany & Co. v. Reilley, 400 O. G. 774, 40 U. S. P. Q. 571, opposer’s 
washing powder is not “essentially for a wall finish or particularly suggestive of 
such use.” And upon the record before me I am unwilling to overrule that case, 
where it was expressly held that cleaning paste, cleaning powder, and soap, differ in 
their descriptive properties from wall paint. 

The decision of the Examiner of Interferences is affirmed. 
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THE CROWN OVERALL MFG. CO. v. PEOPLES OUTFITTING CO. 
Commissioner of Patents—April 22, 1947 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Women’s fur coats, fur jackets, fur hats and fur scarfs held not goods of the same de- 
scriptive properties as overalls and union-suit working garments for boys and men. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Representation of a crown and the words “Crown Jewel” in an oval ‘held not confus- 
ingly similar to the word “Crown” and the representation of a crown or to the words “Crown 
Adjust-Alls” when applied to goods between which it has been held that “confusion is well 
nigh impossible.” 
Appeal from Examiner of Interferences. 
Trade-mark opposition No. 23949 by The Crown Overall Mfg. Co. against 


People’s Outfitting Company. Opposer appeals from dismissal of opposition. 


Zugelter & Zugelter, Cincinnati, Ohio, for The Crown Overall Mfg. Co. 
John S. Murray, Detroit, Mich., and Robert I. Dennison, Washington, D. C., for 
People’s Outfitting Company. 


Frazer, F. A. C.: 


The Crown Overall Mfg. Co. appeals from the decision of the Examiner of 
Interferences dismissing its opposition to the application of People’s Outfitting 
Company for registration of a trade-mark for “fur coats, jackets, hats, and scarfs.” 
Since the appeal was argued applicant has submitted a proposed amendment, to 
which opposer consents, changing the description of goods to read “women’s fur 
coats, women’s fur jackets, women’s fur hats, and women’s fur scarfs.” Such 
amendment will be considered as entered. 

Applicant’s mark is described by the Examiner of Interferences as “the rep- 
resentation of a crown and the words ‘Crown Jewel’ in an oval.” Opposer relies 
upon its long prior use and ownership of two trade-marks, registered, respectively, 
for “overalls,” and for “overalls, union-suit working garments for boys, young 
men, and men.” The first mark comprises the word “Crown” and the representation 
of a crown; the second is the notation “Crown Adjust-Alls.” 

The examiner did not consider the allegedly confusing similarity of the marks, 
but dismissed the opposition on the ground that the goods of the parties to which 
their marks are applied “are of different descriptive properties within the meaning 
of the Trade-Mark Act.” He explained his position in the following language: 

While overalls and union-suit working garments, on the one hand, and fur coats, jack- 
ets, hats, and scarfs, on the other, may be said to be all garments of wearing apparel, 
there their similarity ends. One is a work garment and the other is a garment for the 
most dressy occasions. One is of low price and bought for its utility while the other is 
frequently high priced and purchased more for its looks and appearance than for its abil- 


ity to withstand rugged use. It is not thought that purchasers of such drastically different 
articles would relate them in their minds either as to trade appeal, manufacture, or sale. 


I am inclined to agree with the examiner’s conclusion ; but even were I compelled 
to hold that the goods involved are broadly of the same descriptive properties, it 
would still be my opinion that there is no reasonable likelihood that purchasers 
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would be deceived or the public confused through their concurrent sale under the 
contesting trade-marks. Indeed, with applicant’s use restricted to the goods set 
forth in the amendment above referred to, I think confusion is well-nigh impossible. 
Women’s furs are definitely in the luxury class, and have no relationship to the 
lowly overall. Nor would there be any rational basis for the assumption that the 
two were produced by the same concern, or were otherwise of common origin, even 
if sold under identical trade-marks. 

However, the marks here in question are not identical. They are of course 
quite similar ; but their dominating portions, namely, “Crown” and “Crown Jewel,” 
are both well-understood terms, which differ considerably in meaning, and when 
regarded as a whole differ also in appearance and in sound. They may be confusa- 
ble were the goods of like kind, but as applied to these particular goods I am clearly 
of the opinion that they are not. 

For the reasons stated, the decision of the Examiner of Interferences is affirmed. 


EX PARTE LA UNION AGRICOLA SOCIEDAD ANONIMA 
Commissioner of Patents—April 28, 1947 


TRADE-MARKS—Marks Nor REGISTRABLE—GEOGRAPHICAL NAMES 


“La Tarragonesa” used on brandy produced in Tarragona held primarily geographical 
and not registrable. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark of La Union Agricola Sociedad 
Anonima. Applicant appeals from refusal of registration. Affirmed. 


Mock & Blum, New York, N. Y., for applicant. 
Frazer, F. A. C.: 


Applicant appeals from the refusal of the Examiner of Trade-Marks to register 


the notation “La Tarragonesa,” under the provisions of the Act of February 20, 
1905, as a trade-mark for brandy. It was the examiner’s opinion that “the mark is 
geographically descriptive since it indicates that the goods have their origin in the 
province of Tarragona in Spain.” 

In its brief on appeal applicant states: 


In the Spanish language, “La Tarragonesa” is the feminine form of the proper adjec- 
tive which denotes a person or thing from Tarragona. Hence, the notation sought to be 
registered indicates a feminine person or thing from Tarragona. 


The gender of applicant’s brandy is not made to appear, but the labels do dis- 
close that it is produced in Tarragona. Thus while the mark may have other mean- 
ings, as applied to applicant’s goods it is primarily geographical. 

The decision is affirmed. 
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LES PARFUMS pe DANA, INC. v. FERBER 
Commissioner of Patents—May 1, 1947 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“L’Dianelle” used on perfume held not confusingly similar to composite mark for the 
same goods, dominated by the word “Dana.” 


Appeal from Examiner of Interferences. 
Trade-mark opposition No. 24235 by Les Parfums de Dana, Inc., against Arthur 
H. Ferber. Opposer appeals from decision dismissing opposition. Affirmed. 


Henry Ruhl, New York, N. Y., for Les Parfums de Dana, Inc. 
Howard P. King, New York, N. Y., for Arthur H. Ferber. 


Frazer, F. A. C.: 


Les Parfums de Dana, Inc., appeals from the decision of the Examiner of Inter- 
ferences dismissing its opposition to the application of Arthur H. Ferber for regis- 
tration of the notation “L’Dianelle” as a trade-mark for perfume. 

Opposer relies on its ownership of a composite mark for the same goods, which 
is dominated by the word “Dana,” and was registered prior to applicant’s date of 
first use. The only question to be determined is whether or not this word and ap- 
plicant’s mark bear such close resemblance as to be likely to cause confusion when 
applied to identical merchandise of the character involved. 

Obviously the two words do not look alike, nor do they have any similarity in 
meaning. But opposer argues that they may be so pronounced as to be confusable 
in sound. I do not think it would serve any useful purpose to discuss the various 
possible pronunciations that are suggested in the briefs. Suffice it to say that I 
have studied them all, and am convinced that opposer’s several versions are all 
farfetched. To approach similarity would require deletion of the beginning and 
terminal portions of applicant’s mark, which I think must be considered as an en- 
tirety. So considered, it differs from opposer’s mark in all essential particulars. 
The decision is affirmed. 
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